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United States Court of Appeals for the 
District of Columbia 

i 


No. 6536. 

i 

U. S. ex eel. American Gas-Accumulator Co.j Appellant, 

j 

vs. 

I 

I 

Conway P. Coe, Commissioner of Patents. 

I 

—— ■ - i 

a Supreme Court of the District of Colutnbia. 

■ 

At Law. 

No. 85970. 

j 

United States, ex Relatione American Gas-Accumulator 
Company, a Corporation of New Jersey, of Elizabeth, 
New Jersey, Petitioner, 

vs. 

i 

Conway P. Coe, Commissioner of Patents, Respondent. 

United States of America, 

District of Columbia, s$: 

Be it remembered, That in the Supreme (Jourt of the 
District of Columbia, at the City of Washington, in said 
District, at the times hereinafter mentioned, tie following 
papers were filed and proceedings had, in the above-entitled 
cause, to wit: 

i 

■ 

I 


1—6536a 
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1 In th6 Supreme Court of the District of Columbia. 

At Law. 

No. 85970. 

United States, ex Relatione American Gas-Accumulator 
Company, a Corporation of New Jersey, of Elizabeth, 
New Jersey, Petitioner, 

vs. 

Conway P. Coe, Commissioner of Patents, Respondent. 
Petition for Writs of Mandamus and Prohibition. 

Filed July 3, 1935. 

To the Honorable, The Judges of the Supreme Court of the 
District of Columbia: 

Your petitioner, American Gas-Accumulator Company, 
respectfully represents: 

1. That your petitioner is a corporation duly created and 
existing under the laws of the State of New Jersey and has 
its office and principal place of business at Elizabeth, New 
Jersey, and brings this action in its own right. 

2. That the respondent, Conway P. Coe, is the Commis¬ 
sioner of Patents of the United States and maintains his 
official residence at Washington, within the District of 
Columbia, and is sued in his official capacity as Commis¬ 
sioner of Patents. 

2 3. That, on March 18, 1930, United States Letters 
Patent, No. 1,751,070, were issued to your petitioner 

upon the application of Edmund R. Boots, Richard W. Luce 
and Victor L. Oestnaes, filed March 26, 1928, for Reflector 
for Automobiles, a copy of said patent being annexed 
hereto as Petitioner’s Exhibit A; that said patent con¬ 
tained, among others, a claim reading as follows: 

“1. In combination, a source of light, a reflector sur¬ 
rounding the said source of light and adapted to reflect and 
project the rays of light therefrom outwardly, a multi¬ 
plicity of self-focusing light reflectors associated with and 
located outside of the outer edge portion of the first named 
reflector, and a lens for the said light.” 
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; • 

and that your petitioner still remains and now is the owner 
of said United States Letters Patent, No. 1,751,070. 

4. That, on March 5, 1929, one Thomas D. Davidson filed 
an application for United States Letters Patent, Serial No. 
344,241, a copy of which is annexed hereto as [Petitioners 
Exhibit B; that the said application of March 5, 1929, was 
alleged to be a division of an earlier application of the said 
Davidson, Serial No. 421,761, filed November 4, 1920, but 
your petitioner is informed and believes th^t the said 
Davidson application of March 5, 1929, has be^n found by 
the Patent Office not to be in fact a division of baid applica¬ 
tion of November 4, 1920; and your petitioner is informed 
and believes that the said Davidson application of March 
5, 1929, was, on March 23, 1935, assigned to Chrysler Cor¬ 
poration, a corporation of Michigan. 

3 5. That, as your petitioner is advised and believes, 

prior to April 1, 1933, the said Davidson application 
of March 5, 1929, contained, among others, thrbe claims, as 
follows: 

4 4 2. A cover glass for signal lamps comprising a portion 
adapted freely to transmit light, and a portion provided 
with cube-corner prisms adapted to reflect light received by 
it from without the lamp. 

3. A signal lantern cover glass comprising a light-trans¬ 
mitting portion and an integral light reflecting [portion, said 
reflecting portion having a plane external surface and an 
interior surface provided with prisms in the shape of cube 
corners. 

4. The combination in a signal lantern of a source of 
light, a cover glass having a portion adapted freely to trans¬ 
mit light and an adjacent reflecting portion, spid reflecting 
portion covered with facets joined together ^n groups of 
three at right angles to each other.” 

that these claims, however, were rejected by j the Primary 
Examiner and, upon appeal to the Board of [Appeals, the 
rejection of the Examiner was affirmed in tqto, including 
said claims 2, 3 and 4, by the decision of the Board of Ap¬ 
peals, rendered December 8, 1932, a copy of which is an¬ 
nexed hereto as Petitioner’s Exhibit C; thaj, in said de¬ 
cision, the Board of Appeals stated: 

“* * * there is nothing inventive in embodying a light 

transmitting and a reflecting surface in thb same plate, 

• * # > > 
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6. That, as your petitioner is advised and believes, the 
said Davidson moved for a reconsideration of the said de¬ 
cision of December 8, 1932, and, on March 17, 1933, the 
Board of Appeals rendered a second decision on the appeal 

of the said Davidson, a copy of said second decision 

4 being annexed hereto as Petitioner’s Exhibit D; that, 
on said motion for reconsideration, the attention of 

the Board of Appeals was directed to a certain Cardwell 
patent and to the patent of Boots, et al., No. 1,751,070, 
owned by your petitioner, as aforesaid; that, in its second 
decision of March 17,1933, the Board of Appeals said: 

“Boots et al. has practically the same construction as 
the applicant but discloses and includes in all his claims a 
reflector in the back of the casing. As this is a common 
feature in lamps and performs only its usual function 
which is independent of the combination claimed by the 
appellant, there might be an interference with this patent 
under Card and Card C. D. 1904, page 383 and Bonine 
vs. Bliss 1919, page 75. 

As appellant has a filing date of November 4, 1920, by 
reason of his parent application No. 421,761 he antedates 
both Cardwell and Boots et al. but it is not thought that 
he is entitled to a patent without an interference, in view 
of the claims of these patents.” 

that, in said decision, the Board, even though stating as 
to the Davidson disclosure that “it is a mere aggregation 
as appellant’s (Davidson’s) curved frontor lens acts en¬ 
tirely independently of his tetrahedral reflecting surface,” 
provisionally withdrew its affirmance of the Examiner, as 
to claims 2, 3 and 4, for the purpose of interference, stating: 

“In view of the claims which have been allowed to Card- 
well and Boots et al. and the fact that the ground of re¬ 
jection is not a clear anticipation but is of an argumentative 
character we will set aside our decision of December 6, 
1932, and reverse the decision of the Examiner as to claims 
2, 3 and 4, in accordance with the practice approved in 
Both vs. Barr C. D. 1914, page 29, In re Orcutt C. D. 1909, 
page 334 and Ex parte Brinkmann 112 Mss. Des. 128.” 

7. That, as your petitioner is advised and believes, on 

April 1,1933 (three years after the issue of the Boots 

5 et at patent to your petitioner), Davidson filed an 
amendment, in his said application of March 5, 1929, 


I 

I 

I 

I 
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copying, among others, claim 1 of the said Boots, et al. 
patent, and in said amendment the said Davidson made 
the following statement: 

“* * * ^he applicant alleges and points put that he 

has been claiming the subject-matter of the claims set out 
above ever since the parent application, of which this case 
is a division, was filed. The applicant therefore has been 
claiming the subject-matter of the claims given liereinabove 
within two vears from the date of the issue of the Cardwell 
and the Boots et al. patents. ” j 

that, thereupon, on June 14, 1933, Interference No. 66,484 
was declared between the said Davidson application of 
March 5, 1929, and the said Boots et al. patent^ No. 1,751,- 
070, owned by your petitioner, on a single count Constituting 
claim 1 of the said Boots et al. patent, a copy cjf the notice 
of declaration of said interference being annexed hereto 
as Petitioner’s Exhibit E. 

8. That, on September 11, 1933, a notice to isliow cause 
why judgment should not be entered on the record against 
Boots et al., because the filing date of the Davidson so-called 
original application of November 4, 1920, was prior to the 
date of conception of the invention in issue alleged in the 
preliminary statement of Boots et al., was issued by the 
Examiner of Interferences, a copy of said notice to show 
cause being annexed hereto as Petitioner’s Exhibit F. 
6 9. That, in response to said notice to show cause, 

on or about November 25, 1933, under the provisions 
of Rule 122 of the Patent Office, Boots et al. filed a motion 
to dissolve said interference, a copy of said motion being 
annexed hereto as Petitioner’s Exhibit G; thatjsaid motion 
to dissolve included, among others, the followihg grounds, 
transmitted by the Examiner of Interferences: 

“1. That Davidson has no right to make thC claim con¬ 
stituting the count for the reason that neither the Davidson 
divisional nor original application discloses ithe subject 
matter of the claim.” 

i 

this ground being amplified in said motion, as follows: 

4 4 The count forming claim 1 of the Boots, et hi. patent is 
for a combination of elements in which the 4l emexl ^s co¬ 
operate to produce a result due to their cooperation, and 
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this claim is, therefore, a true combination. This is true 
whether we keep in mind the inventive concept or/and pur¬ 
pose, as stated in the patent, or whether the elements are 
generally considered. On the other hand, if the count is ap¬ 
plied to the Davidson disclosure, then we will have nothing 
but an aggregation, namely, a reflector with a window in it 
in -which there is no cooperation in a patentable sense. ’ 9 

###*#** 

“5. That Davidson has no right to make the claim con¬ 
stituting the count for the reason that there is not, either in 
the Davidson divisional application or in the original ap¬ 
plication, a disclosure of any useful device, usable as or 
adapted to operate as a sign forming element, or as a re¬ 
flecting tail light cover plate, or as a danger signal, for the 
reason that there is no disclosure of any reflector which will 
function to reflect light back toward the light source in a 
position to be observed by an observer outside of the line 
connecting the reflector with a light source throwing the 
impinging beam. ’ 9 

that the said motion to dissolve also contained the follow¬ 
ing request: 

7 “It is respectfully requested that this Motion be 
set down for hearing before the Examiner of Inter¬ 
ferences and that permission be given the assignee of 
Boots, et al. to take testimony on grounds 4 and 5 at such 
time before or after a preliminary hearing on this Motion 
as the Examiner of Interferences may deem proper, and 
tiled herewith is an affidavit of Edmund R. Boots in support 
thereof. ’ 7 

That the said motion of Boots, et al. was transmitted bv 
the Examiner of Interferences, as to grounds 1 and 5, but 
as to the request of Boots et al. noted above, the Examiner 
of Interferences, in his letter of December 5, 1933, a copy 
of which is annexed hereto as Petitioner’s Exhibit J, said: 

“The request by Boots et al. for permission to take testi¬ 
mony is dismissed without prejudice to renewal after final 
determination of the motions to dissolve and amend.” 

10. That, on or about December 1, 1933, the said David¬ 
son, under the provisions of Rule 109 of the Patent Office, 
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filed a motion to amend by which he sought tb add eight 
additional counts, broader than the count of the fssue, point¬ 
ing out and insisting upon common subject matter between 
the structures of Davidson and Boots et al., a bopy of said 
motion to amend being annexed hereto as Petiiioner’s Ex¬ 
hibit H; that the said motion to amend filed tyy Davidson 
was transmitted as to six of the eight proposejl counts, by 
a letter of the Examiner of Interferences, datejd December 
1, 1933, a copy of which is annexed hereto as Petitioner’s 
Exhibit I, but as to two of the proposed couhts, the Ex¬ 
aminer of Interferences, in his letter of Deceniber 1, 1933, 
Petitioner’s Exhibit I, said: “Proposed counts 8 

8 and 9 are not alleged to correspond, respectively, to 

any single claim of the Boots, Luce and Qestnaes pat¬ 
ent, and should not be set for hearing in any event”; that, 
Boots et al. gave notice of opposition, under th^ provisions 
of Pule 109, to the motion of Davidson to amepd the issue, 
urging the same grounds in opposition to said motion to 
amend as had been urged in support of Boots’ motion to 
dissolve, a copy of the notice of Boots, et al. of opposition 
to Davidson’s motion to amend the issue being annexed 
hereto as Petitioner’s Exhibit K; that Boots et al. gave no¬ 
tice, prior to the hearing before the Examiner of Interfer¬ 
ences upon said motions to dissolve and amepd, of prior 
United States and foreign patents to be relied jipon at said 
hearing, a copy of said notice being annexe^ hereto as 
Petitioner’s Exhibit L. j 

11. That, as your petitioner is advised and believes, Dav¬ 
idson did not appeal from or obtain a review pf the order 
of the Examiner of Interferences of December 1,1933, Peti¬ 
tioner’s Exhibit I, refusing to set for hearing Davidson’s 
motion to amend as to proposed counts 8 and 9; that David¬ 
son, as your petitioner is advised and believes, made no 
attempt to cure the objection noted above thht had been 
made by the Examiner of Interferences in his said order; 
that, as your petitioner is advised and belieyes, the said 
Davidson did not seek, at any time, to include j in the issue 
of the interference, under the provisions of Rule 109 of 
the Patent Office, the specific claims 2, 3, and 4 of 

9 said Davidson application (set forth ip clause 5 of 
this petition), which claims the Board of Appeals 

had indicated were provisionally allowed, by the decision 
of March 17, 1933, Petitioner’s Exhibit D, for the purpose 
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of interference with your petitioner’s patent, No. 1,751,- 
070; that, as your petitioner is advised and believes, said 
claims 2, 3 and 4 embraced matter common to the structures 
disclosed in the Davidson application and said Boots, et al. 
patent, dominated the structure disclosed in said Boots, et 
al. patent, and the subject matter covered by the claims of 
the Boots, et al. patent, and constituted subject matter 
which should have been made the basis of an interference 
between said Davidson application and the Boots, et al. pat¬ 
ent; and that, by reason of the failure of the said Davidson 
to include said claims 2, 3 and 4, in the interference with 
said Boots, et al. patent, notwithstanding the fact that said 
claims were for subject matter common to the structures 
of Davidson and Boots, et al., the said Davidson is estopped 
to receive and obtain a patent on said application and con¬ 
taining said claims. 

12. That, thereupon, issue was joined before the Ex¬ 
aminer of Interferences on the motion to dissolve of Boots, 
et al. and on the motion to amend of Davidson, on the 
grounds transmitted by the Examiner of Interferences, a 
hearing was had, and briefs were filed on the issue so joined 
and on the questions presented; that, as your petitioner is 
advised and believes, one of the questions tendered 
10 by Boots, et al., on which issue was joined, was 
wdiether there was common patentable subject matter 
between the structures disclosed in the Davidson applica¬ 
tion and the Boots, et al. patent, and, therefore, whether 
Davidson was entitled to any claims on said application 
which could, by any latitude of construction, be held to 
embrace matter common to the structures of both parties 
to the interference, and whether Davidson was entitled to 
any claims dominating the Boots, et al. structure, including 
claims 2, 3 and 4 of said Davidson application, set out in 
clause 5 of this petition; and that, in their brief filed at 
the hearing before the Examiner of Interferences, Boots 
et al. made the following statement: 

“There is no common patentable subject matter as be¬ 
tween the Boots and Davidson disclosures, for the disclo¬ 
sure and claims of Boots are for a combination while the 
disclosure and claims (2, 3 and 4) of Davidson are for 
aggregation 1 . There can be no interference between a com¬ 
bination and an aggregation because there can be no com¬ 
mon patentable subject matter. This is so fundamental 
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that no authority is necessary.’’ (Underlining[in original 
brief.) I 

13. That, as your petitioner is advised and believes, at 
said hearing before the Examiner of Interferences, and in 
the brief, the questions presented for determination were 
those upon which issue had been joined; and that those 
questions were not excluded, either specifically pr by infer¬ 
ence, but were argued, briefed, submitted, considered, and 
finally determined by the Examiner of Interferences ad¬ 
versely to Davidson in a decision dated January 21, 

11 1935, a copy of which is annexed hereto as Peti¬ 

tioner’s Exhibit M; that, as to the first! ground of 
Boots, et al. motion to dissolve, and the question tendered, 
argued and submitted thereon, the Examiner qf Interfer¬ 
ences found and concluded as follows: 

‘‘Boots et al. contend that the count and proposed counts 
as readable upon the Davidson device define an aggrega¬ 
tion, whereas as readable upon the Boots et al. device they 
define a combination. In view of the presumption of valid¬ 
ity attaching to the Boots et al. patent, the founts must 
therein conclusively be presumed to express a combination. 
It seems plain that the structure shown by Davidson in Fig. 
1 is an aggregation, and it is thought Davidsbn describes 
no construction which could properly be termed a combina¬ 
tion. The contention of Boots et al. is deemed tenable, and 
to present another reason why Davidson is not entitled to 
contest priority with Boots et al.” 

that, as your petitioner is advised and believes, this was 
a finding and determination that there was no qommon pat¬ 
entable subject matter disclosed in the application of 
Davidson and the patent of Boots, et al., afid that any 
claims of the Davidson application so phrasbd as to be 
readable upon the structure of the Boots, et al. patent were 
unpatentable because they were for an aggregation; that, 
because of the foregoing finding and others, tlfe motion of 
Davidson to amend was denied and the motion of Boots, 
et al. to dissolve was granted as to ground 1 j and denied, 
without prejudice, as to ground 5, the remaining grounds 
not having been set for hearing. 

14. That, on or about February 20, 1935, Davidson ap¬ 
pealed to the Board of Appeals from the decision of the 
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Examiner of Interferences, a copy of said appeal being an¬ 
nexed hereto as Petitioner’s Exhibit N; that said 

12 appeal included, among others, the following assign¬ 
ments of error: 

“7. The Examiner of Interferences further erred in 
holding that the counts reproduced from the Boots et al. 
patent are unpatentable if construed to read on Davidson. 

*###### 

9. The Examiner of Interferences also erred in holding 
that the counts, when applied to the Boots et al. disclosure, 
represent patentable combinations, but when applied to 
the Davidson structure, amount to unpatentable aggrega¬ 
tions.” 

that said appeal was set for hearing before the Board of 
Appeals on May 7,1935, but that, on March 25,1935, David¬ 
son dismissed the appeal taken, a copy of the letter dismiss¬ 
ing said appeal being annexed hereto as Petitioner’s Ex¬ 
hibit O; that, on March 26, 1935, the Chief Clerk of the 
United States Patent Office gave notice to the parties that 
the appeal by Davidson had been withdrawn and the hear¬ 
ing set for May 7,1935, canceled and vacated, a copy of said 
notice of the Chief Clerk being annexed hereto as Peti¬ 
tioner’s Exhibit P, but, as your petitioner is advised and 
believes, no formal judgment on the record was entered in 
the said interference except the decision of the Examiner 
of Interferences, dated January 21, 1935, Petitioner’s Ex¬ 
hibit M, even though the said appeal has not been rein¬ 
stated. 

15. That, as your petitioner is advised and believes, the 
decision of the Examiner of Interferences, on the question 
submitted to him for determination, and argued, briefed 
and submitted, which decision determined that question, 
and which question was recognized by Davidson in his as¬ 
signments of error on appeal as having been passed upon 
and determined bv the Examiner of Interferences, 

13 became, by reason of Davidson’s dismissal of his 
appeal, final and binding upon Davidson as to the 

question determined, and res adjudicata in any subse¬ 
quent inter partes or ex parte proceedings involving said 
Davidson application, Serial No. 344,241, involved in said 
interference; and that, thereafter, Davidson was estopped 
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to receive, and was not entitled to, any claims which could, 
by any latitude of construction, be held to embrace matter 
common to the structures of both parties to th|e interfer¬ 
ence and dominating the structure disclosed iji the said 
Boots, et al. patent, including said claims 2, 3 and 4, of said 

Davidson application, Serial No. 344,241, as set forth in 
clause 5 of this petition. 

16. That, as your petitioner is advised and believes, by 
reason of the failure of Davidson to include in said inter¬ 
ference, under the provisions of Rule 109 of |the Patent 
Office, said claims 2, 3 and 4 (set forth in clause 5 of this 
petition), embracing matter common to the structures of 
the Davidson application and the Boots, et jal. patent, 
dominating the structure disclosed in said Bbots, et al. 
patent and the subject matter covered by thcj claims of 
said patent, and constituting subject matter which, if pat¬ 
entable, should have been made the basis of an interference 
between the Davidson application and the Boots, et al. 
patent, at the instance of Davidson, the decision of the 
Examiner of Interferences became final and binding upon 
Davidson and res adjudicata in any subsequent inter partes 
or ex parte proceedings involving said Davids|on applica¬ 
tion, Serial No. 344,241, involved in said interference, 

14 as to such claims 2, 3 and 4, and that, j thereafter, 
Davidson was not entitled to those clainis. 

17. That, as your petitioner is advised and bejieves, after 
dismissal of said appeal of said Davidson, the ^aid David¬ 
son proceeded, without notice to your petitioner, and ex 
parte, with the prosecution of said application* Serial No. 
344,241, involved in said interference, for the j purpose of 
obtaining claims embracing matter common to the struc¬ 
tures of Davidson and Boots, et al., parties toj said inter¬ 
ference, and dominating the structure disclosed in said 
Boots, et al. patent, said claims including claiijis 2, 3, and 
4 set out in clause 5 of this petition, which are! for subject 
matter common to the structures disclosed in said Davidson 
application and said Boots, et al. patent, dominate the struc¬ 
ture disclosed in, and the subject matter covered by, said 
Boots, et al. patent, and which, at the instance df Davidson, 
should have been made the basis of an interference between 
the said Davidson application and the said Boots, et al. 
patent, notwithstanding the final decision of thb Examiner 
of Interferences adjudging that there was no $ubject-mat- 
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ter common to the Davidson application and the Boots, 
et al. patent, which was patentable; that respondent, and 
his agent, the Primary Examiner, thereafter proceeded to 
readjudicate, ex parte, Davidson’s right to such claims, 
including said claims 2, 3 and 4, and, without notice to 
your petitioner, proceeded to issue, and did issue, a formal 
notice of allowance of said Davidson application, Serial 
No. 344,241, accepted a final fee therein, and threatens to 
issue a patent thereon with claims embracing sub- 

15 ject matter common to the structures disclosed in 
the Davidson application and the Boots et al. patent, 

and dominating the structure disclosed in the said Boots, et 
al. patent, including said claims 2, 3 and 4, which are for 
subject matter common to such structures, dominate said 
Boots, et al. structure and the subject matter covered by 
the claims of the Boots, et al. patent; and that such ac¬ 
tion of the respondent, and of his agent, the Primary Exam¬ 
iner, was and is in contravention of the final decision of 
the Examiner of Interferences, in said interference, is not 
authorized by law, but is contrarv to the law and in con- 
travention of the duties of respondent, as prescribed by 
law. 

18. That your petitioner has protested to respondent 
against the action and threatened action of the respondent 
and his agent, the Primary Examiner, and has petitioned 
respondent to give full force and effect to, and to enforce 
the final decision of the Examiner of Interferences, to va¬ 
cate and set aside all ex parte proceedings in the Davidson 
application, Serial No. 344,241, involved in said interfer¬ 
ence, subsequent to the dissolution of said interference, 
to refund the final fee to the owner of said Davidson ap¬ 
plication, Serial No. 344,241, to withdraw, vacate and set 
aside the allowance of said application, to refuse a patent 
on said application, and to instruct the Primary Examiner 
to reject all claims in said Davidson application, Serial 
No. 344,241, which could, by any latitude of construction, 
be held to embrace matter common to the structures 

16 of both parties to this interference, or dominating 
the structure of the Boots, et al. patent involved in 

said interference, by reason of the final judgment in said 
interference, No. 66,484, adjudging that there is no com¬ 
mon patentable subject matter between the structures of 
the parties to this interference and adjudging that David- 
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son is not entitled to contest priority with Bopts, et al., 
for the reason that the structure shown by Dhvidson in 
Fig. 1 is an aggregation and because Davidsonj describes 
no construction which could properly be termed a combina¬ 
tion, but that said petition was denied by respondent on 
June 25, 1935, a copy of the decision denying j said peti¬ 
tion being annexed hereto as Petitioner’s Exhibit Q; that 
as your petitioner is advised and believes, respondent re¬ 
fuses to give full force and effect to, and refuses [to enforce, 
the final decision of the Examiner of Interferences, refuses 
to vacate the ex parte proceedings in the Davidson ap¬ 
plication, Serial No. 344,241, subsequent to said decision, 
refuses to refund the final fee to Davidson, [refuses to 
withdraw, vacate and set aside the notice of | allowance, 
refuses to deny a patent on said application, jrefuses to 
instruct the Primary Examiner as petitioned, and threatens 
to issue a patent on said Davidson application jk>r subject 
matter common to the structures of the parties tp the inter¬ 
ference, dominating the structure disclosed in and covered 
by the said Boots, et al. patent, including said plaims 2, 3 
and 4 of the Davidson application, which are for such sub¬ 
ject matter, although such action of respondent] is in con¬ 
travention of the decision of the Examiner of Interferences 
and contrary to law. 

17 19. That, as your petitioner is advised and be¬ 

lieves, the question of priority of invention as be¬ 
tween Davidson and Boots, et al. still remain^ to be de¬ 
termined and a new interference between saict Davidson 
application and said Boots, et al. patent should be declared, 
because of the fact that the filing date, March ^6, 1928, of 
the application upon which your petitioner’s patent, No. 
1,751,070, to Boots, et al. was granted, is prior tp the filing 
date, March 5, 1929, of said Davidson application, Serial 
No. 344,241, and your petitioner has been givei^ no oppor¬ 
tunity to contest the right of Davidson to tack back to his 
so-called original application, filed November 4, 1920; that, 
as your petitioner is advised and believes, the said David¬ 
son original application did not disclose any useful or oper¬ 
ative device for the purposes specified and,! therefore, 
Davidson is not entitled to the benefit of the filing date of 
his said original application in an interference between 
the Davidson application, Serial No. 344,241] and said 
Boots, et al. patent. 
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20. That your petitioner as the owner of said Boots, et al. 
patent and as exclusive licensee under other Letters Patent 
particularly directed to automobile lights, including the 
reflecting cover glasses therefor, has sub-licensed various 
corporations to make, use and sell automobile lamps and 
reflecting cover glasses for use in such automobile lamps; 
that petitioner in pursuance of such licenses has at great 
expense designed and constructed equipment for the mold¬ 
ing of such reflecting cover glasses for use by such 

18 licensees, that such licenses are now in force, and 
that the business thereunder is of great value to 

petitioner; that such tail lamps and reflecting cover glasses 
therefor come within the wording of said claims 2, 3 and 4, 
and that said claims when issued in a patent were designed 
to prohibit the further manufacture, sale and use of such 
tail lamps and such reflecting cover glasses in such lamps; 
that sub-licensees of your petitioner have manufactured 
and sold, and are now manufacturing and selling, large 
quantities of such tail lamps and reflecting cover glasses 
upon the faith of your petitioner’s right to grant such li¬ 
censes and that your petitioner will be irreparably dam¬ 
aged if Letters Patent issue on said application of David¬ 
son; that the action and threatened action of respondent 
is and will be injurious to petitioner; that petitioner was 
and is deprived of a legal right vested in it by the law of the 
United States relating to the granting of Letters Patent 
for inventions; that petitioner has no other adequate and 
speedy remedy than by the relief sought and unless this 
Honorable Court by a writ of mandamus shall interpose 
in its behalf; and that the action of respondent in the 
premises is a matter of public concern. 

21. That the question determined by the Examiner of 
interferences, in said interference as above set forth, en¬ 
titled Boots, et al. and your petitioner to the entry of the 
following formal judgment: 

19 (a) That there is no common patentable subject 
matter between the structures of the parties to this 

interference. 

(b) That Davidson is not entitled to any claims which 
could by any latitude of construction be held to embrace 
matter common to the structures of both parties to this in- 
tereference. 
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(c) That Davidson is not entitled to any clainf dominat¬ 
ing the Boots, et al. structure; j 

i 

that a formal judgment should be entered in said interfer¬ 
ence, No. 66,484, in order that the record may be complete, 
and certain, so that it can be pleaded in subsequent pro¬ 
ceedings in this cause and in other proceedings! to which 
Davidson, Boots, et al. and their privies may be parties, 
and/or to which respondent, the Commissioner of Patents, 
may be a party; that this is particularly true in view of the 
voluminous records before the Patent office in tl^e various 
Davidson applications; and that said judgment tye entered 
nunc pro tunc as of January 21, 1935, the date of the deci¬ 
sion of the Examiner of Interferences. 

22. That leave should be given petitioner to jappear in 
any and all proceedings brought ex parte by Davidson or 
otherwise in order to devolve upon petitioner the burden 
of maintaining the conclusiveness of the adjudication, for 
the reason that the records of the two Davidso^ applica¬ 
tions are voluminous, constituting 353 pages, notj including 

some of the records on appeals before th4 Court of 
20 Customs and Patent Appeals in which th^ so-called 
original application filed in 1920 was involved; that 
it will cast an undue burden upon the Patent Offide to main¬ 
tain the conclusiveness of any adjudication in said interfer¬ 
ence, but which burden petitioner is not only willing to as¬ 
sume but has a clear right to assume; that, morejover, peti¬ 
tioner has a special position here on account of| the prob¬ 
ability of being prejudiced by any proceeding for main¬ 
taining the conclusiveness of the adjudication, ih which it 
can be represented by counsel. 

23. That your petitioner has petitioned repondent to en¬ 
ter a formal judgment in said interefernce, No. 66,484, and 
in the file of said Davidson application, in accordance with 
the decision of the Examiner of Interferences, and of the 
form set forth in clause 21 of this petition, bijit that re¬ 
spondent has refused to do so. 

Wherefore, your petioner prays: 

I. That a writ of mandamus may be issued byf this Hon¬ 
orable Court to the said respondent, Conway P. iCoe, Com¬ 
missioner of Patents, commanding him to givej full force 
and effect to, and to enforce, the decision of thej Examiner 
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of Interferences, rendered in Interference No. 66,484 on 
January 21, 1935, to vacate all ex parte proceedings in the 
Davidson application, Serial No. 344,241, thereafter had in 
contravention of said decision, and allowing any and all 
claims embracing subject matter common to the 

21 structures disclosed by said Davidson application 
and said Boots, et al. patent, No. 1,751,070, involved 

in said interference, and dominating the structure of said 
Boots, et al. patent, including said claims 2, 3 and 4, set 
out in clause 5 of this petition, to refund the final fee to 
the owner of the Davidson application, Serial No. 344,241, 
to withdraw, vacate and set aside the allowance of said ap¬ 
plication, to refuse a patent on said application, to reject 
all claims embracing subject matter common to the struc¬ 
tures of both parties to said interference, No. 66,484, and 
dominating the structure of the said Boots, et al. patent, 
No. 1,751,070, which may appear in said application, to 
enter a formal judgment in said interference, No. 66,484, 
in favor of Boots, et al. and against Davidson, adjudging 
more particularly, 

(a) That there is no common patentable subject matter 
between the structures of the parties to this interference; 

(b) That Davidson is not entitled to any claims which 
could by any latitude of construction, be held to embrace 
matter common to the structures of both parties to this in¬ 
terference ; 

(c) That Davidson is not entitled to any claims dominat¬ 
ing the Boots, et al. structure; 

(d) That Davidson is not entitled to claims 2, 3 and 4, 
set forth in clause 5 of this petition; to give full 

22 force and effect to such judgment in any and all 
subsequent proceedings, whether inter partes or ex 

parte, involving said Davidson application, Serial No. 344,- 
241, to conduct all further proceedings in said Davidson 
application, Serial No. 344,241, inter partes, and to devolve 
upon petitioner the burden of maintaining the conclusive¬ 
ness of the form adjudication in said intereference, No. 
66,484. 

II. That a writ of prohibition may be issued by this 
Honorable Court to the said respondent, Conway P. Coe, 
Commissioner of Patents, prohibiting him from issuing a 
patent upon the said Davidson application, Serial No. 344,- 
241, containing said claims 2, 3 and 4, set out in clause 5 of 
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this petition, or any claims embracing subject niatter com¬ 
mon to the structures disclosed in said Davidson applica¬ 
tion, Serial No. 344,241, and your petitioner’s Boots, et 
al. patent, No. 1,751,070, or dominating the structure dis¬ 
closed in said patent. 

III. That all further proceedings in these idatters and 
in the Davidson application, Serial No. 344,^41, in the 
United States Patent Office, be stayed pending the final 
determination of this cause. 

IV. That an order issue directing respondent herein to 
appear and show cause, if any there be, within a time to 

be fixed by this Court, why the writs of j mandamus 

23 and prohibition should not be granted 1 as herein 
prayed. 

AMERICAN GAS-ACCUMULATOR, 
COMPANY, 

Bv W. F. BURK, 

Secretary. 

i 

i 

State of New Jersey, 

County of Union, ss: 

W. F. Burk, being duly sworn, deposes and shys that he 
is the Secretary of the petitioner, American Gas-Accumu¬ 
lator Company, that he has read the foregoing petition by 
him signed and knows the contents thereof; thht the state¬ 
ments therein contained are true of his own knowledge, 
except as to those matters therein stated on information 
and belief, and, as to such matters, he verily believes them 
to be true. 

W. F. BURK. 

Subscribed and sworn to before me, this 1st clay of July, 
1935. 

[seal.] CLARENCE W. SMITH, 

Notary Public , 
Notary Publib of N. J. 

My commission expires Sept. 22, 1936. 

24 Certificate of Counsel. j 

We do hereby certify that, in our opinion, thje foregoing 
petition is well founded in law and fact, that jit presents 

2—6536a 
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a proper case for granting the writs prayed, and that it is 
not interposed for delav. 

CHURCH & CHURCH, 
Attorneys for Petitioner, 

1014 National Press Bldg., 

Washington, D. C., 
By C. B. DES JARDINS. 

C. B. DES JARDINS, 

Of Counsel. 

25 Petitioner’s Exhibits. 

A—U. S. Patent to E. R. Boots, et al., No. 1,751,070, 
granted March 18,1930. 

B—Davidson’s Application, Serial No. 344,241. 

C—Decision of Board of Appeals, December 8,1932. 

D—Decision of Board of Appeals, March 17,1933. 

E—Declaration of Interference No. 66,484. 

F—Notice of Judgment on Record. 

G—Boots, et al. Motion to Dissolve. 

H—Motion by Davidson Under Rule 109. 

I—Order of Examiner of Interferences, December 1, 
1933. 

J—Order of Examiner of Interferences, December 5, 
1933. 

K—Notice of Opposition of Boots, et al. 

L—Notice of Patents by Boots, et al. 

M—Decision of Examiner of Interferences, January 21, 
1935. 

N—Davidson’s Appeal to Board of Appeals. 

O—Davidson’s Dismissal of Appeal. 

P—Notice of Vacation of Hearing by Chief Clerk. 

Q—Decision of Commissioner of Patents, June 25, 1935, 
Denying Petition of Boots, et al. 
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which impinge thereon in directions substan¬ 
tially parallel with the incident rays, the said 
series of reflectors being thereby illuminated 
and rendered visible. 

6 7. In combination, two parabolic reflectors 

having a common axis and the principal foci 
of which are located substantially at the same 
point, one of said reflectors constituting the 
closed end portion of a parabolic reflector and 
jo the other of said reflectors constituting the 
outer end portion of a parabolic reflector, the 
abscissa of the latter being greater than the 
abscissa of the former, and a reflector of 
annular shape consisting of a multiplicity of 
j 5 self-focusing reflectors located in contiguous 
relation to each other, the said annular re¬ 
flector being located between the outer edge 
portion of the first named reflector and the 
inner edge portion of the second named re- 
20 flector. 

8. In a light for automobiles, the combina¬ 
tion of a light source, a reflector for reflect¬ 
ing the rays of light from said source out¬ 
wardly from the automobile, a multiplicity 

26 of self-focusing reflectors associated with and 
located outside of and in contiguous relation 
to the outer edge of the first named reflector 
which self-focusing reflectors reflect rays of 
light from an outside source which impinge 
30 thereon in directions substantially parallel to 
the incident rays, and a cover-plate of trans¬ 
parent material supported in front of said re¬ 
flectors. 

9. In a light for automobiles, the combi na- 
36 tion of a light source, a reflector for reflecting 

rays of light from said source outwardly 
from the said automobile, a series of self- 
focusing reflectors located in contiguous rela¬ 
tion to and surrounding the outer edge of said 
40 first named reflector, and a lens for said first 
named reflector, a portion of said lens over- 
lying the said series of self-focusing reflec¬ 
tors. 

10. In a light for automobiles, the com- 
45 bination of a light source, a reflector for re¬ 
flecting rays of light from said source out¬ 
wardly from the said automobile, a reflector 
surrounding said first named reflector and 
comprising a plurality of central triple rc- 

60 flectors, and a lens for said first named re¬ 
flector, said lens extending outwardly and 
overlying said second named reflector. 

11. In combination] two parabolic reflec¬ 
tors having a commonlaxis and the principal 

65 foci of which are loca^d at substantially the 
same point, one of said reflectors const ituting 
the closed end portion of a parabolic reflec¬ 
tor and the other of sad reflectors constitut- 
ing the outer end porticn of a parabolic reflec- 
0 tor, and a reflector (f annular shape, the 
said annular reflector Doing located between 
the outer edge portionof the first named re¬ 
flector and the inner elge portion of the sec- 
w ond named reflector. 

12. I 11 combination, two parabolic reflec- 

I 


tors having a common axis and the principal 
foci of which are located at substantially the 
same point, one of said reflectors constituting 
the closed end portion of a parabolic reflec¬ 
tor and the other of said reflectors constitut- 70 
ing the outer end portion of a parabolic reflec¬ 
tor, a reflector of annular shape, the said an¬ 
nular reflector being located between the out¬ 
er edge portion of the first named reflector 
and the inner edge portion of the second 
named reflector, and a lens for said parabolic 
reflectors, a portion of said lens being adapt¬ 
ed to overlie the said annular reflector. 

13. In combination, two parabolic reflec¬ 
tors having a common axis and the principal 80 
foci of which are located at substantially the 
same point, one of said reflectors constituting 
the closed end portion of a parabolic reflec¬ 
tor and the other of said reflectors constitut¬ 
ing the outer end portion of a parabolic re- 85 
flector, fhe abscissa of the latter being greater 
than the abscissa of the former, a reflector of 
annular shape consisting of a plurality of 
self-focusing reflectors located in contigu¬ 
ous relation to each other, the said annular 00 
reflector being located between the outer edge 
IX) it ion of the first named reflector and the 
inner edge portion of the second named re¬ 
flector, and a lens for said parabolic reflec¬ 
tors, a portion of said lens being adapted to 05 
overlie the said annular reflector. 

14. In combination, a source of light, a 
reflector within which the said source of light 
is located and by which the rays of light from ’ 
said source are reflected and projected out- inn 
wardly, the surface of the said reflector flar¬ 
ing outwardly, a second reflector of annular 
shape and of larger diameter than the first 
named reflector, the reflecting surface of 
which flares outwardly and the inner edge of 105 
which is located in a plane substantially co¬ 
incident with the plane of the outer edge of 
the first named reflector and a series of self- 
focusing reflectors located in the space be¬ 
tween the outer edge of the first named re- 110 
flector and the inner edge of the second 
named reflector. 

In testimony that we claim the foregoing 
as our invention, we have hereunto signed 
our names this 8th day of March, 1928. 115 

EDMUND It. BOOTS. 

It ICI LY It D W. LUCE. 

VICTOR L. OESTNAES. 






the lights thereof may have become extin¬ 
guished. 

In the construction as illustrated in Fig. 4 
we have shown the reflector for reflecting the 
g rays of light from a lamp located therein di¬ 
vided into two sections, the principal focus 
of the sections being substantially coincident. 
These sections are indicated at 20 and 21. 
The inner surfaces thereof constitute para- 
jq bolic reflectors. The light source is indicated 
at 1 ' and is located coincidentally with the 
principal focus of the two reflector surfaces 
of the reflectors 20 and 21. The diameter of 
the section 21 is relatively much greater than 
15 would be the diameter of the reflector 20 pro¬ 
vided its edges had been extended outwardly 
or forwardly to a plane coincident with the 
front edge of the section 21. It follows, 
therefore, that the inner edge of the section 
2 o 21 is spaced a substantial distance from the 
outer edge of the reflector 20 thus providing 
an annular space between the two. This 
space is closed by means of a reflector 22 which 
comprises a multiplicity of central triple or 
25 self-focusing reflectors 23 arranged or located 
in contiguous relation to each other as shown. 
By the arrangement as illustrated in this fig¬ 
ure of the drawing it will be seen that theopen- 
ing at the outer end of the reflector for re- 
30 fleeting the light from the source 1 ' is of 
substantially greater width or area than 
would be the case if the edges of the reflector 
20 were extended outwardly in the usual 
manner. 

35 It will be apparent that if the light 1 ' of 
an automobile light should become extin¬ 
guished the presence of the automobile would 
be made known to the occupants of approach¬ 
ing automobiles by reason of the fact that the 
40 reflectors at 23 would be rendered luminous 
by the reflected light from the head-lights of 
such approaching automobiles. 

The lens 10" is supported at its outer edge 
upon the outer edge portion of the reflector 
45 21 and the outer edge portion of said lens 
operates to effect diffusion of the light re¬ 
flected from the reflectors 23. 

As already indicated, the construction the 
embodiment of which is illustrated in Fig. 4 
B0 provides means whereby the front open end 
of the reflector of the head-light may be of 
relatively great area. 

Although we have described our inven- 
tion and illustrated the same in connection 
° with and as a part of automobile head and 
tail lights, wo desire it to be understood that 
devices or means embodying our invention 
are susceptible of use in connection with sig- 
eo nal lights upon highways, streets, and the 
like, so that in case such lights become ex¬ 
tinguished the signaling may be effected by 
the illumination of the said device^ of our in¬ 
vention which are associated therewith. 

05 Having thus described our invention, what 


we claim and desire to secure by Letters 
Patent is: 

1. In combination, a source of light, a re¬ 

flector surrounding the said source of light 
and adapted to reflect and project the rays of 7 
light therefrom outwardly, a multiplicity of 
self-focusing light reflectors associated with 
and located outside of the outer edge portion 
of the first named reflector, and a lens for the 
said light. „ 5 

2. In combination, a source of light, a re¬ 
flector at the principal focus of which the 
said light source is located, the said reflector 
reflecting and projecting the rays of light 
from said source outwardly, and a multi- so 
plicity of self-focusing light reflectors located 

in contiguous relation to each other and sur¬ 
rounding the first named reflector. 

3. In an automobile light, the combination 

of a parabolic reflector, a source of light lo- ss 
cated at the principal focus of the said re¬ 
flector, and ail annular band consisting 
of a multiplicity of self-focusing reflectors 
mounted upon the first named reflector and 
surrounding the outer edge portion thereof. 90 

4. In combination, a source of light, a re¬ 
flector within which the said source of light 
is located and by which the rays of light from 
said source are reflected and projected out¬ 
wardly, the said source of light being lo- os 
cated at the principal focus of the said re¬ 
flector, a second reflector of larger diameter 
than the first named reflector, the inner edge 

of which terminates in a plane substantially 
coincident with the outer edge of the first 
named reflector, the said two reflectors being 
spaced from each other and the principal 
focus of the second named reflector being sub¬ 
stantially coincident with the principal focus 
of the first named reflector, and a multiplicity 105 
of self-focusing reflectors mounted in the 
space between the outer edge of the first 
named reflector and the inner edge of the 
second named reflector. 

5. In combination, a reflector having a no 
larabolic reflecting surface, a source of light 
ocated at the principal focus of said re¬ 
flector, a second reflector consisting of the 
outer portion of a parabolic reflector the 
principal focus of which is located at a point 115 
substantially identical with that of the first 
named reflector, the inner edge of the second 
named reflector being located outside of and 

in spaced relation to the outer edge of the 
first named reflector, dnd a series of contigu- 120 
ously located central tuple reflectors mounted 
within the space between the two first named 
reflectors. 

6. In an automobilelight, the combination 

of a reflector, a source >f light located within 125 
said reflector the rays £om which are adapted 
to be reflected and proected thereby, and re¬ 
flecting means associate with and surround¬ 
ing the outer edge porion of the first named 
reflector and adapted )o reflect rays of light 130 
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worcte, the three surfaces of each depression 
are arranged in right angular relation to 
each other and each of the said depressions or 
holes constitutes a reflector unit. These re- 
0 flector units are indicated at 5. The surfaces 
of the respective units being arranged at right 
angles to each other as illustrated it follows 
that rays of light which impinge thereon 
are reflected back in directions substantially 
10 parallel with the incident rays. The por¬ 
tion 4, while illustrated as being integral with 
the outer edge of the reflector 2 may be sepa¬ 
rate therefrom. The contiguously related re¬ 
flectors may be described generally as hollow 
is self-focusing reflector units and it will be 
understood that self-focusing units of other 
construction may be employed. The rear 
side of the portion 4, whether integral with 
1 the outer eage of the reflector 2 or separate 
20 therefrom is supported against the front 
side of a flange portion 6 which extends lat¬ 
erally from the edge of the outer casing 3. 
The flange 6 is provided at its outer edge with 
a forwardly extending flange portion 7 which 
25 extends in a direction substantially at right 
angles to the plane of the front face of the 
reflector structure. 

A lens 10 of usual construction is mounted 
upon the front.of the reflector through which 
ao the rays of light from the light source 1 pass. 
The said lens extends putwardly and the out¬ 
er marginal or flange portion 11 thereof 
overlies the reflectors 5 previously referred to 
and described. The outer edge of the flange 
85 portion 11 terminates, in the construction 
illustrated in Figs. 1 and 2, in flush relation 
. to the outer edge of the portion 4. The op¬ 
posite sides of the flange portion 11 are plane 
as shown, but in order that the best results 
40 may be obtained the said flange portion is 
rendered light diffusing in one way or another 
as by roughening of one or both sides thereof. 
For the purpose of fastening and holding the 
lens in place we have provided a rim 12 which 
45 is of channel shape in cross section the open 
side thereof extending inwardly as shown in 
Fig. 1. The opposite flanges of the said rim 
12 inclose the outer edges of the flange 6 and 
the flange portion 11. For the purpose of 
so providing a cushioning support for the lens 
10 a washer of cushioning material 13 is pro¬ 
vided between the front side of the outer edge 
portion of the flange portion 11 and the ad¬ 
joining flange of the) channel shaped rim 
55 member 12. It will be apparent that if the 
light at 1 should becone extinguished the re¬ 
flectors 5 of the portim 4 would be illumi¬ 
nated by the rays of light from an approach¬ 
ing vehicle so that the driver of such ap- 
«0 proaching vehicle would be apprised of the 
presence of the automobile the lights of which 
had become extinguished. 

In the construction as illustrated in Fig. 
3 the outer edge of the reflector 2 is provided 
65 with a flange 4' which is plane and which is 


located in contact with the flange 6 of the 
casing 3. The flange 4' is provided at its 
outer edge with a forwardly extending flange 
portion 15 which is parallel and in contact 
with the forwardly extending flange por- 70 
tion 7. 

The lens 10' extends outwardly and the real 
surface of its outer marginal or flange por¬ 
tion 16 is provided with a multiplicity of con¬ 
tiguously located projections 17 the surfaces 
of each of which are arranged in right angu¬ 
lar relation to each other as, for example, the 
three sides of a corner of a cube. The rear 
ends of the projections 17 are positioned 
against the forward side of the flange 4'. go 
The front face of the flange portion 16 is 
plane. Preferably the flange portion 16 
should be provided with means whereby the 
light reflected by the surfaces of the projec¬ 
tions 17 will be diffused. Such diffusion may 85 
be effected in various ways. For example, 
diffusion may be effected by roughening the 
front plane surface of the flange portion 16. 

The lens is held in position by means of a rim 
12' of channel shape in cross section the op- 90* 
posite flanges of which overlie or inclose the 
outer edges of the flange 6 of the casing 3 and 
of the flange portion 16 of the lens 10'. Pref¬ 
erably a washer 18 of cushioning material is 
provided between the lower flange of the rim 95 
12' and the adjoining outer edge portion of 
the flange portion 16. 

The surfaces of the three sides of each of 
the projections 17 being in right angular 
relatiorr to each other, it will be understood 100 
that the rays of light which emanate from 
the head-lights of an approaching automobile 
which impinge upon the front surface of the 
flange portion 16 pass therethrough and are 
reflected from the surfaces of the said pro- 105 
jections back in directions substantially par¬ 
allel with the incident rays which may ema¬ 
nate, as stated, from the head-lights of an 
approaching automobile. In that way the 
driver of the approaching automobile is ap- 110 
prised of the presence of the automobile which 
he may be approaching and the lights of 
which have become extinguished. 

Although in Figs. 1 and 2 and 3 we have 
shown specific forms of. reflectors which have 116 
the capacity of reflecting rays of light back 
toward their source in directions substantially 
parallel with the incident rays it will be un¬ 
derstood that reflectors of other construction 
having like capacity may be employed. The 
essential characteristic of the invention is 
that there shall be associated with the usual 
lights and the usual reflectors of an automo¬ 
bile reflectors for reflecting back to the driver 125 
or chauffeur of an approaching automobile 
light rays from the lights of such approv¬ 
ing automobile in order that he may be made 
cognizant of the presence of the automobile 
which he may be approaching even though 130" 
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* 

In the operation of automobiles and other mobile or other like vehicle back to the driver 
like vehicles it is practically necessary and is or chauffeur of an approaching automobile, 
required that they be provided with lights at Other objects and advantages of the inven- 
the front and rear ends thereof. The front tion will be pointed out in the detailed de- 
5 lights are known usually as head-lights and scription thereof which follows or will be ap- 55 
are employed for the purpose of illuminating parent from such description. In order that 
the road-way or street in front of the automo- the invention may be readily understood and 
bile or other vehicle and also that the presence its practical advantages more fully ap- 
of such vehicle may be made known to ap- predated reference should be had to the ac- 
10 proaching vehicles; while the rear lights are companying drawing in which we have il- co 
usually known as tail-lights and are employed lustrated several forms of construction each 
for the purpose of providing readily visible containing an embodiment of the invention, 
means for following vehicular traffic. However, it is to be understood that the in- 

These lights are associated with reflectors vention is susceptible of embodiment in other 
15 which direct the rays from the lights either forms of construction than those shown and 65 
forwardly or rearwardly with respect to the that various mechanical changes in the con- 
automobile or other vehicle. These” lights struction may be made within the scope of 
may consist either of electrically heated fila- the claims without departing from the inven- 
ments as sources of light or they may consist tion or the principle thereof. 

20 of gas flames. The character of the light is In the drawing: 70 

immaterial. Fig. 1 is a view in horizontal section of a 

It happens not infrequently that the lights light, such as a head-light, adapted to be used 
upon an automobile or other like vehicle be- upon automobiles or other vehicles, the said 
come extinguished. It is desirable that in light having means associated therewith em- 
26 such event the said automobile be provided bodying the invention; 75 

with means whereby its presence may be more Fig. 2 is a view in front elevation of the said 
readily made known to approaching vehicles light; 

than otherwise would be the case. Fig. 3 is a view similar to that shown in Fig. 

The general object of our invention, there- 1 illustrating a modified construction of the 
30 fore, is to provide means in association with invention; and 80 

the head-lights, tail light, or other light of an Fig. 4 is a horizontal sectional view of a 
automobile or like vehicle whereby in case of fragmentary portion of an automobile light 
the extinguishment thereof the presence of showing still another modified construction 
such automobile or other vehicle is likely to of means embodying the invention. 

33 be made known to approaching automobiles In Figs. 1 to 3 of the drawing we have 85 
or other vehicles. shown an electric light 1 which is located at 

It also is an object of the invention to pro- a point substantially coincident with the prin- 
vide means in association with the head-lights ciple focus of the parabolic reflecting surface 
tail-light or other light upon automobiles or of the reflector 2. The reflector 2 is mounted 
40 other like vehicles which is adapted to be ren- within a casing 3. The light and the reflec- 00 
dered luminous by the head-lights of ap- tor structure comprising the parts 2 and 3 are 
proaching automobiles, such luminous means of the usual well known construction, 
being clearly visible to the chauffeur or driver Referring now r to Figs. 1 and 2 of the draw- 
of such approaching automobile. ing it will be noted that the reflector 2 is pro- 

45 A further object of the invention is to pro- vided at its outer edge with a laterally ex- 05 
vide in association with the head-lights, tail- tending flange-like portion 4 the front sur- 
light, or other light of an automobile or like face of which is provided with a multiplicity 
vehicle light reflectors, preferably of the self- of contiguously located depressions the sur- 
focusing type, which are adapted to reflect the faces of which are related to each other as the 
60 rays of light from the head-lights of an auto- three sides of a corner of a cube. In other ioj 
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Petitioner’s Exhibit B. 
1929. 


Serial No. 344,241. 

Division [7]* [30] * 42. 

Name: Thomas D. Davidson, of San Francisbo, Califor¬ 
nia. 

Invention: Signal Glass. 

Division of Application: No. 421,761, filed Nojr. 4, 1920. 

Filed complete March 5, 1929. 

Attorney: [George J. Henry, 723 Crocker 
Francisco, Calif.]* 

[Associate]* Attorney-: White, Prost, Flehij and Loth- 
rop, Crocker Bldg., 5th Floor, San Francisco, 0alif. 

Associate Attorney-: Bacon and Thomas, 80^ Fifteenth 
St. N. W., City. 


Bldg., San 
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(Here follows photolithograph, side folio!31a.) 

i 

To all whom it may concern: 


Be it known that I, Thomas D. Davidson, a citizen of the 
United States, residing at San Francisco, Coiinty of San 
Francisco, State of California, have invented nfew and use¬ 
ful improvements in Signal Glass of which thje following 
is a specification. 

This application is divided from my copending applica¬ 
tion Serial No. 421,761, filed November 4th, 192(), for an im¬ 
provement in Signal Glass and in which other claims are 
made and to which reference is herein made. 

33 My present invention has for its object the provi¬ 
sion of a surface of reflection in a transparent 
medium such as glass whereby rays received f;hereon are 
reflected back parallel to the direction from which they are 
received, regardless of the angle presented by! the receiv¬ 
ing surface of the medium to the approaching beam; 
whereby I obtain a reflection of a light beam;back to its 
original source. I obtain from my signal glass | a reflection 
from a moving light source back upon itself, ovefr* any angle, 
within much wider limits, than has heretofore been at¬ 
tained. It is well known that a plain reflecting jsurface will 

[♦Words and figures enclosed in brackets erased in copy.] 

3—653 6a 
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reflect a beam of light according to the law of optics, that 
the angle of reflection is equal to the angle of incidence. 
In my signal glass I provide a plurality of reflecting sur¬ 
faces so that the incident beam is reflected through a 
plurality of paths finally emerging from my signal glass as 
a reflected beam parallel with the incident beam. 

These objects I attain by forming my signal glass with 
one side constituting substantially a plane surface or a 
surface of lens form, and on the opposite side, a plurality 
of regular tetrahedrons, a beam of light being received 
upon the relatively plane side of the glass then passes 
through and is reflected by the angular faces of the 
tetrahedrons within the glass and emerges again from the 
relatively plane side of the glass substantially parallel with 
the entering or incident ray. 

By forming a portion only of the rear surface of the 
glass with the tetrahedrons, a portion of the glass will be 
relatively transparent and the portion formed with the 
tetrahedrons will be a reflector. 

By the employment of my signal glass on the rear of one 
automobile the driver of another automobile approaching 
from the rear will obtain reflection of his own headlights 
from my signal glass and thus be warned regardless of 
anv illumination ahead of him. 

34 Where my signal glass is employed as above de¬ 
scribed, the lights of any approaching automobile 
will illuminate this glass to the driver of the said auto¬ 
mobile, who will therefore at once be warned of the danger 
ahead, by the functioning of his own headlights which are 
reflected back to him by my signal glass. I have found that 
in the reflection from an individual tetrahedron formed on 
the back of my glass that the corners of the said tetra¬ 
hedrons do not reflect to the degree that the body portion 
or center of the said tetrahedron, and therefore, in form¬ 
ing my signal glass it will be found advantageous, depend¬ 
ing upon the proportions of the tetrahedron employed, to 
cut off the said corners so that the base of the tetrahedron 
will be shaped as a hexagon. A number of tetrahedrons so 
formed will then entirely cover a given area. The particu¬ 
lar form of tetrahedron best adapted is that known as a 
cube corner and also as a tripple reflector and which con¬ 
sists of three right angled isosceles triangles with the right 
angles forming an apex and of a single equilateral triangle 
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forming the base. In some cases I prefer to forip the tetra¬ 
hedron with a hexagonal base and in forming tie glass, to 
merge the corners into each other so that while retaining 
the tetrahedron shape above as emerging from the plane 
of the glass, the said tetrahedrons will form themselves into 
groups of interbounding hexagons and have substantially 
all of the reflecting qualities of the full cornered tetra¬ 
hedron. 

By referring to the accompanying drawings my attention 
will be made clear; 

Fig. 1 shows my signal glass formed in combination with 
the tail light of an automobile and its illumination and re¬ 
flection from my signal glass; in section. 

Fig. 2 is a perspective view of one of the tretrahedrons 
with the corners uncut. 

Fig. 3 is a plan view of Fig. 3, with the lines of the cor¬ 
ner cuts shown dotted in. 

35 Fig. 4 is> an enlarged cross section through a por¬ 
tion of the signal glass as on the line V- y of Fig. 5. 

Fig. 5 is an enlarged view of a portion of several of the 
tetrahedrons as formed on one side of the glask of Fig. 1. 

Throughout the figures similar numerals reiser to iden¬ 
tical parts. 

The lights of an approaching automobile arfe indicated 
by the numerals 1 and 2 (see Fig. 1) the illumination of 
which is received upon the surface 3,3, is transmitted 
through the glass, and reflected upon the rejar surface 
thereof being the surfaces of a plurality of tetrahedrons as 
at 4,4 and will emerge through the surface 3. asj a reflected 
beam as indicated at 5. This reflected beam wfill indicate 
at once to the driver of the approaching automobile 
through the reflection of the light from his headlights the 
obstacle to which my signal glass is attached. In the il¬ 
lustration Fig. 1 the signal glass is shown asj forming a 
portion of the tail light 6 of an automobile, whi(^h tail light 
is ordinarily observable through the action of the electric 
light 7, and the lens portion 8, indicating the object as an 
obstruction. If the lamp 7 burns out or for anjp reason is 
extinguished there will still be a warning through the ac¬ 
tion of the reflecting portions of my signal glas$ and if the 
glass is of a red color the reflected beam 5 will l>e red even 
though the lights 1 and 2 are white. 
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In Fig. 5 is shown the path of a ray of light 9 striking 
the cross-section of the glass and its reflection outward 
again as the ray 5. The tetrahedron of Fig. 3 may be 
formed with the corners 10 and 11 and 12 left off so that 
in reality the geometrical figure resulting from the mutila¬ 
tion of the tetrahedron would in effect b?/ a septahedron, 
having a regular hexagonal base and a plurality of such 
septahedrons will assemble on their bases with a single 
plane surface completely covering the said plane sur- 

36 face and thus forming a reflection of high efficiency. 
The reflected beam will be parallel to the incident 

beam as at 5, 9, Figs. 1 and 5, regardless of the angle of 
incidence between the beams 9 and the surface 3 within 
very wide limits, and in forming my signal glass it is to be 
understood that I do not cut individual tetrahedrons and 
fit them to a sheet of glass but that I mold the glass with 
a relatively smooth surface on one side, or of any desired 
curvature or configuration, as that of a lens, and on the 
opposite side the glass is molded into a number of con¬ 
cavities all which are the apexes of closely adjacent similar 
tetrahedrons. 

In Fig. 6 the smooth side of the glass is shown at 13 
whereas the plane of the bases of the tetrahedrons is in¬ 
dicated bv the line 14. The thickness between the lines 
13 and 14 is made necessary to give support at the base 
edges, 15, 16, 17. Where the corners of the tetrahedrons 
10, 11, 12 are omitted the base is left of hexagon form and 
the stub ends left bv omitting the said corners mav be 
merged into similar stub ends of other tetrahedrons and 
thus welded together give support to the structure. The 
base edges 15, 16, 17 may in such case lie practically within 
the smooth side of the glass. 

It will be observed that with my signal glass I depend 
on the reflection within the tetrahedron, the light ray being 
at such time within the glass and that therefore no silver¬ 
ing or other coating is necessary to attain the desired 
result. 

37 I claim. 

1. The combination with a signal lantern, of a 
cover glass having a portion adapted to freely transmit 
light and an adjacent reflecting portion, said reflecting 
portion comprising a translucent glass member having its 
rear covered with tube-corner prismatic members adapted 
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to reflect light received through the plane siirface back 
towards its source. 

2. A cover glass for signal lamps comprising a portion 
adapted to freely transmit light from withiij the lamp, 
and a portion provided with cube-corner prisms adapted 
to reflect light received by it from without the lamp. 

3. A signal lantern cover glass comprising a llight-trans- 
mitting portion and an integral externally ligljt reflecting 
portion, said reflecting portion having a plane outer surface 
and an interior surface covered with prisms iif the shape 
of cube corners. 

4. The combination in a signal lantern of a bover glass 
having a portion adapted to freely transmit light and an 
adjacent reflecting portion, said reflecting portion covered 
with facets joined together in groups of thr^e at right 
angles to each other. 

38 Petitioner’s Exhibit C . 

Paper No. 27 Decision by Board Dejj. 8,1932. 

This is an appeal from the final rejection of claims 1 to 
7, inclusive. 

Claims 1 and 2 are illustrative and read as fpllows: 

1. The combination with a signal lantern, of ja source of 
light, a cover glass having a portion adapted freely to 
transmit light and an adjacent reflecting portion, said re¬ 
flecting portion comprising a translucent glass member 
having a plane front face and a rear face provided with 
cube-corner prismatic members adapted to reflect light re¬ 
ceived through the plane face back towards its source. 

2. A cover glass for signal lamps comprising a portion 
adapted freely to transmit light, and a portion provided 
with cube-corner prisms adapted to reflect light received 
by it from without the lamp. 

The references relied upon are: 

Mygatt, 705,426, July 22, 1902; 

Mygatt, 736,535, Aug. 18, 1903; 

Mygatt, 821,307, May 22, 1906; 

Mygatt, 976,681, Nov. 22, 1910; 

Mygatt, 1019,179, March 5, 1912; 

Scott, 1294,957, Feb. 18,1919; 

McGrath, 1415,595, May 9,1922; 

Regene r (Ger.) 272,332, March 28, 1914. 
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39 The patents to Scott No. 1,294,957 and McGrath 
disclose signal lamps, within which is a source of 

light, and having a front plate or lens which is trans¬ 
parent at the central portion and transmits the rays from 
the lamp. Outside this central portion is a transparent 
section through which light from an outside source may 
pass to a reflector in the rear portion of the lamp and be 
reflected outward through the front plate. The purpose of 
these constructions is the same as that of the applicant, 
viz. when the lamp is lighted the rays will be thrown for¬ 
ward through the central portion of the cover plate but if 
the lamp be not lighted the rays from the lamp of an ap¬ 
proaching vehicle will pass through the outer section of 
the cover plate and be reflected back so as to be visible to 
the driver of the approaching vehicle. 

The German patent to Regener No. 272,332 discloses a 
reflecting surface composed of tetrahedrons which reflects 
the light back along substantially its original path. 

The Mygatt patents, of which we w T ill take No. 976,681 
as an exaniple, disclose lamp shades having portions which 
are translucent and other portions of prismatic form which 
produce a total reflection along substantially the original 
path of the rays. 

Claim 1 was rejected on the Scott and McGrath patents 
as basic references, it being held that in view of Regener 
there is no invention in supplying a reflecting surface 
formed of tetrahedrons and in view of Mygatt No. 976,681 
there is nothing inventive in embodying a light transmit¬ 
ting and a reflecting surface in the same plate, the prisms 
of Mygatt involving the same reflecting principle as the 
tetrahedrons of Regener. The position of the Examiner 
was that in view' of Mygatt there is no invention in 

40 placing the light transmitting and light reflecting 
elements in the cover plate of the lamp and in view 

of Regener there is no invention in selecting the tetra¬ 
hedral form of reflector. 

The bribf attacks this rejection by pointing out that there 
is no reference which discloses “a planar, integral closure 
plate in a signal lantern, the closure plate having one por¬ 
tion on one face provided with reflecting cube corners so 
that the remaining plane portion of the front face trans¬ 
mits the light freely and so that the cube corner covered 
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rear portion returns approximately to its source any ex¬ 
terior light falling thereon.’’ 

The answer to this is that Mygatt No. 976,681, discloses 
a glass plate having at one portion a lens portion B for 
transmitting light from the source outward ^nd another 
portion having totally reflecting prisms. It ijs true that 
these prisms reflect the light back toward the internal 
source and do not reflect light coming from outside the 
shade but the Examiner points out that Scott and Mc¬ 
Grath disclose signal lamps operating in this manner and 
that Mygatt would teach that a light transmitting section 
and a light reflecting section could be embodie4 in a single 
plate and that the function of Scott and McGrath could be 
performed by using such a plate as the cover plate of the 
lamp. The use of tetrahedral porjections instead of right 
angled prisms would be a mere matter of selection in view’ 
of Regener. 

The brief objects that Regener discloses a [lamp shade 
but in a decision by this Board in Interference No. 52,743 
we held that the principle of the reflection of light by a 
tetrahedron was so fully disclosed in the Regener patent 
, that it w’ould be obvious that the construction c^uld be used 
in a planar reflector. 

41 The brief also urges that Mygatt dock not reflect 
light substantially in the direction if its source and 
that if it did, it w’ould be inoperative as no light could pass 
out of the bottom of the lamp shade. This argiiment seems 
to assume reflection accurately and mathematically toward 
the source, but if we take this position appellant’s device 
would also be inoperative as the driver of the approach¬ 
ing vehicle would not be within the reflected light beam. 
The Examiner rejects the claims on this groujid but most 
of the claims only specify that the rays are reflected to¬ 
ward the source and claims 6 and 7 use the term “ap¬ 
proximately.” It seems to us obvious that thC true mean¬ 
ing of the claims is that the light is reflected! back in the 
general direction of the source and we do not think the re¬ 
jection on this ground should be affirmed, but we must in¬ 
terpret the reference with the same latitude which we allow, 
the applicant, and his criticism of the Mygatt patent loses 
its force. 

The claims are much alike and differ mostjy in words, 
claims 5 and 7 being slightly broader than the others, but 


I 

i 

i 


i 



32 U. S. EX EEL. AMERICAN GAS-ACCUMULATOR CO. VS. 

still limited to the formation of the reflecting and trans¬ 
mitting surfaces by the contour of the cover plate. If the 
ground of rejection is good for one claim it is sufficient 
for all. 

Claim 1 was also rejected by the Examiner for lack of 
disclosure of a ‘ ‘ translucent ’ ’ surface. The brief does not 
make any reply to this ground of rejection and we there¬ 
fore affirm it as we understand that the tetrahedral sur¬ 
face is intended to totally reflect the light and no part is 
expected to pass through. 

The decision of the Examiner is affirmed except as to his 
rejection oh the ground of inoperativeness, which is re¬ 
versed. 

M. J. MOORE, 

Assistant Commissioner, 

: FRANK C. SKINNER, 

Examiner-in-C liief, 

J. W. CLIFT, 

Examiner-in-C liief, 

Board of Appeals. 

42 Petitioner’s Exhibit D. 

Paper No. 34 March 17, 1933. 

Decision by Board. 

The appellant has moved for a reconsideration of our 
decision of December 8, 1932 on this appeal. 

In his third allegation of error, appellant states that we 
erred in saying that * 4 claim 1 was also rejected by the Ex¬ 
aminer for lack of disclosure of a ‘translucent portion’, 
which is quite different from a translucent surface.” We 
inadvertently used the word surface instead of portion 
but this would make no difference in our decision that ap¬ 
plicant does not disclose any translucent portion. Claim 1 
does not use the word “portion” but refers to a “translu¬ 
cent glass member.” In his brief supporting the request 
for reconsideration, appellant on page 15 contends that the 
portion or cube corner is of itself translucent. In our opinion 
the word “translucent” does not apply to this construc¬ 
tion. The Standard Dictionary defines translucent as— 

Allowing the passage of light yet so scattering it that 
the objects from which the light comes are not visible. 

Translucent bodies transmit light but objects can not be 
distinguished through them; ground glass, oiled paper, 
etc. belong to this class. 
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Ganot’s Physics on page 505, says: 

43 The word means that the light passes through the 
body but is dispersed and it does not apply to the 

cube corner through which light passes to the rear surface 
and is reflected back without emerging on the opposite side. 
We are still of the opinion that claim 1 covers h construc¬ 
tion not disclosed by the appellant. 

The appellant attaches sketches to his brief ^nd argues 
at considerable length that the constructions of Mygatt and 
Regener cannot be substituted for the reflectors of Scott 
and McGrath but these sketches and the arguments based 
thereon do not correctly represent our ground of rejection. 
We never had any idea of producing the imaginary struc¬ 
tures shown in these sketches. What we intended to say 
was that McGrath and Scott disclose the broad idea of ap¬ 
pellant’s device, so far as the general result is jconcerned, 
and that there would be no invention in view of Mygatt and 
Regener in combining the lens and reflector prisms of 
Mygatt in a single plate and in using the form of reflector 
plate taken from Regener instead of the form of prism 
shown in Mygatt. 

The appellant calls attention to a recently issued patent 
to Sandford 1,895,173 which he contends is for substantially 
the same subject matter as that involved in the present ap¬ 
peal and contends that it is at least indicative of the patent¬ 
ability of the subject matter to Davidson. 

We do not find anything in the Sandford patent which 
would affect our decision in the present case as the two 
devices are not in any way similar in their functions or 
construction. Apparently Sandford has drawn his claim 1 
in such terms that it can be read on appellant ’i construc¬ 
tion but when so read it is a mere aggregation as appel¬ 
lant’s curved front or lens acts entirely independently of 
his tetrahedral reflecting surface. In Sandford fhe curved 
front covers the tetrahedral reflector and its pujrpose is to 
disperse the rays reflected thereby. There is nothing of 
this kind in appellant’s device and the Sandford 

44 claim would have to be narrowly construed to bring 
it wdthin the scope of his invention in Vhich case 

there would be no interference with the applicant. 

However, our attention has been called to two other pat¬ 
ents which are much closer to appellant’s construction. 
These are the patents to Cardwell No. 1,514,653, November 

i 
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11, 1924, application filed Aug. 17, 1921, see Fig. 3, and 
Boots et al. No. 1751070, March 18, 1930, application filed 
March 26, 1928. Claim 2 of Cardwell seems to read on 
applicant’s construction and he has the same purpose in 
view. Boots et al. has practically the same construction as 
the applicant but discloses and includes in all his claims 
a reflector in the back of the casing. As this is a common 
feature in lamps and performs only its usual function 
which is independent of the combination claimed by the 
appellant, there might be an interference with this patent 
under Card and Card, C. D. 1904, page 383 and Bonine vs. 
Bliss 1919, page 75. 

As appellant has a filing date of November 4, 1920 by 
reason of his parent application No. 421,761 he antedates 
both Cardwell and Boots et al. but it is not thought that he 
is entitled to a patent without an interference, in view of 
the claims of these patents. Unless he has been claiming 
the subject matter of these claims within two years from 
the date of the issue of the patents, he would be estopped 
from making the claims, and contesting an interference 
under Chapman v. Wintroath C. D. 1920, page 465. 

In view of the claims which have been allowed to Card- 
well and Boots et al. and the fact that the ground of rejec¬ 
tion is not a clear anticipation but is of an argumentative 
character we will set aside our decision of December 6, 1932 
and reverse the decision of the Examiner as to claims 
45 2, 3 and 4, in accordance with the practice approved 

in Both vs. Barr C. D. 1914, page 29, In re Orcntt 
C. D. 1909, page 334 and Ex parte Brinkmann 112 Mss. 
Des. 128. 

We affirm his decision as to claim 1 on the ground of lack 
of disclosure and we hold that claims 5, 6 and 7 are sub- 
stantially anticipated by Mygatt No. 976,681 as they read 
directly thereon except for the word “signal” which is so 
general and indefinite as to be of no limiting effect. Any 
lamp may be a signal lamp and the invention so far as it 
is indicated on these claims is no different in a signal lamp 
than in any other. M. J. MOORE, 

Assistant Commissioner, 
FRANK C. SKINNER, 

Examiner-in-Chief, 

J. W. CLIFT, 

Examiner-in-Chief, 

Board of Appeals . 
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Petitioner's Exhibit E. 


Div. 42. Room 5882. Paper No. 9. | 
Department of Commerce, 

I 

United States Patent Office, 

Washington. 

Applicant: E. R. Boots et al. Ser. No. 264,732. Filed 
Mar. 26,1928. For Reflectors for Automobiles. Pat. No. 
1,751,070. Dated Mar. 18, 1930. 


June! 14, 1933. 


Please find below a communication from the Examiner 
in charge of this application. Thomas E. Robeftson, Com¬ 
missioner of Patents. j 

Copy sent assignee and patentees. 


Cyrus N. Anderson, 
Packard Bldg., 

Philadelphia, Pa. 


The case, above referred to, is forwarded to the Exam¬ 
iner of Interferences because it is adjudged to interfere 
with others, hereafter specified. The question of priority 
will be determined in conformity with the Rul^s. The in¬ 
terference will be identified as No. 66484. Oh or before 
July 31, 1933 the statement demanded by rule jL10 must be 
sealed up and filed with the subject of inventioh, and name 
of party filing it, indorsed on the envelope, 't'he subject- 
matter involved in the interference is 


Count 1. In combination, a source of light] a reflector 
surrounding the said source of light and adaptpd to reflect 
and project the rays of light therefrom outwardly, a multi¬ 
plicity of self-focusing light reflectors associated with and 
located outside of the outer edge portion of thej first named 
reflector, and a lens for the said light. 

I 

This interference involves your patent above identified 
and as application for: 


Signal Glass, filed by Thomas D. Davidson | whose post 
office address is #2002 Hobart Bldg., San Frahcisco, Cali- 
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fornia, whose attorneys are White, Prost, Flehr & Lothrop, 
Crocker Bldg., Fifth Floor, San Francisco, California, and 
wdiose associate attorneys are Bacon & Thomas, 806 Fif¬ 
teenth St. N. W., Washington, D. C. 

The relation of the counts of the interference to the 
claims of the respective parties is as follows: 

Counts. Davidson. Boots et al. 

1 15 1 


hoc ;v 


i 

(Count compared.) 


Examiner, Div. 42. 
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Petitioner’s Exhibit F. 


Department of Commerce, 
United States Patent Office, 
Washington. 

Interference No. 66,484. 

Boots, Luce and Oestnaes 
v. 

Davidson 


Please find below a communication from the Examiner 
of Interference in this case. Conway P. Coe, Commissioner 
of Patents. 

September 11, 1933. 

The motion period expires October 26, 1933. 

The date of conception of the invention in issue alleged 
in the preliminary statement of Boots, Luce and Oestnaes, 
the junior party, being subsequent to the filing date of 
Davidson, the senior party, notice is hereby given that judg¬ 
ment on the record will be entered against said Boots, Luce 
and Oestnaes unless good and sufficient cause is shown on 
or before October 26, 1933, why such action should not be 
taken. 

The dates of filing and serial numbers of the respective 
applications are as follows: 
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■ 

Edmund R. Boots, Richard W. Luce and Victoi* L. Oest- 
naes filed March 26, 1928, No. 264,732, patented March 18, 
1930, No. 1,751,070; 

Thomas D. Davidson filed March 5, 1929, Nd. 344,241, 
division of application filed November 4, 1920, Np. 421,761. 


Examiner of Interferences, Rodm 3714. 

48 Petitioner’s Exhibit G. j 

■ 

In the United States Patent Office. 
Interference No. 66,484. 


Before the Examiner of Interferences. j 

Boots, Luce and Oestnaes 
vs. 

Davidson. 

Boots, et al.’s Motion to Dissolve . 

i 

Now come the parties Boots, Luce and Oestnaes and 
through John D. Myers, attorney of record, and move that 
the Interference be dissolved as to the count upon the fol¬ 
lowing grounds, namely: j 

1. That Davidson has no right to make the claim consti¬ 
tuting the count for the reason that neither the Davidson 
divisional nor original application discloses the subject 
matter of the claim. 

2. That the count, when applied to the Boots, |et al. dis¬ 
closure has a distinct meaning which is different and for¬ 
eign to the meaning when applied to the Davidson disclo¬ 
sure. 

3. That Davidson has no right to make the clajim consti¬ 
tuting the count, by reason of estoppel on account! of failure 
to make the claim within two years from March jL8, 1930. 

4. That Davidson has no right to make the clajim consti¬ 
tuting the count, by reason of estoppel on account of failure 
to make the claim within two years from Marcli 18, 1930, 
and additionally for any or all of the following Reasons: 

49 A. That Davidson did not have in his Application 
any claim directed to the subject matter of the count, 
within two years from March 18,1930. 
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B. That Davidson did not have in his application any 
patentable claim directed to the subject matter of the count, 
within two years from March 18, 1930. 

C. That Davidson did not have in his application any 
claim of the same scope as the count, within two years from 
March 18, 1930. 

D. Because Jonathan C. Stimson, licensor, and American 
Gas Accumulator Company of Elizabeth, New Jersey and 
Guide Lankp Corporation of Anderson, Indiana, both licen¬ 
sees of Jonathan C. Stimson, since 1924 and to date, have 
manufactured and sold in this country, cover glasses for 
tail lamps having self-focusing light reflectors in the form 
of triple reflecting units on the back thereof, with a window 
or lens in the center through which light could be trans¬ 
mitted from the bulb in the tail light. 

E. Because of publication of a reflecting cover glass for 
tail lamps in the March 27, 1924, issue of “Motor Age”, 
page 89. 

5. That Davidson has no right to make the claim con¬ 
stituting the count for the reason that there is not, either 
in the Davidson divisional application or in the original 
application, a disclosure of any useful device, usable as or 
adapted to operate as a sign forming element, or as 
50 a reflecting tail light cover plate, or as a danger 
signal, for the reason that there is no disclosure of 
any reflector which will function to reflect light back toward 
the light source in a position to be observed by an observer 
outside of the line connecting the reflector with a light 
source throwing the impinging beam. 

It is respectfully requested that this Motion be set down 
for hearing before the Examiner of Interferences and that 
permission be given the assignee of Boots, et al. to take 
testimony on grounds 4 and 5, at such time before or after 
a preliminary hearing on this Motion as the Examiner of 
Interferences may deem proper, and filed herewith is an 
affidavit of Edmund R. Boots in support thereof. 

Discussion of Grounds . 

Grounds 1 and 2 —The count forming claim 1 of the 
Boots, et al. patent is for a combination of elements in 
which the elements cooperate to produce a result due to 
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their cooperation, and this claim is, therefore, a (true com¬ 
bination. This is true whether we keep in mind the inven¬ 
tive concept or/and purpose, as stated in the patent, or 
whether the elements are generally considered^ On the 
other hand, if the count is applied to the!Davidson 

51 disclosure, then we will have nothing but jan aggre¬ 
gation, namely, a reflector with a windoyr in it in 

which there is no cooperation in a patentable sense. 

The count specifies not only “a reflector surrounding 
said source of light’* of which we do not have a disclosure 
in the Davidson application; that this reflector isj“adapted 
to reflect and project the rays” of which there is no dis¬ 
closure; but the count further specifies “a multiplicity of 
self-focusing light reflectors associated with ahd located 
outside of the outer edge portion of the first ijiamed re¬ 
flector” of which there is no disclosure in the | Davidson 
application. In the Davidson application there is no re¬ 
flector disclosed which will project the rays of lifeht there¬ 
from ; and the units 4 of Davidson are not located outside 
of any outer edge portion of any reflector, even if the hous¬ 
ing 6 be deemed a reflector. 

Grounds 3 and 4 —Davidson did not make the! claims of 
the Boots, et al. patent until April 1, 1933, over three years 
after its issue. This of itself estops Davidson. However, 
the record of the Davidson application shows tfyat he did 
not have any claim directed to the subject matfer of the 
count, nor any patentable claim directed to sutii subject 
matter, nor any claim of the same scope of the cohnt, within 
two years from March 18,1930. The affidavit of Boots, filed 
herewith, shows that Stimson, his licensee, American Gas 
Accumulator Company, and its sub-licensee Ghide Lamp 
Corporation, from 1924 to date, manufactured and 

52 sold cover glasses for tail lamps with triply reflect¬ 
ing units on the back and with a window or lens in 

the center. Moreover, that such a reflecting covet* glass for 
tail lamps was published as early as 1924. AH of these 
facts certainly create such estoppel as can not take away 
vested and adverse rights so established, by an Attempted 
expansion of a claim. j 

Ground 5 —On March 14,1928, over seven yearfc after the 
original Davidson application was filed, and afto common 
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subject matter as between a number of applications in in¬ 
terferences Nos. 52,743 and 52,744 had been found unpat¬ 
entable, Davidson filed an amendment to the specification 
and claims and additional claims describing a reflection to¬ 
wards the source in the form of a concentrated spreading- 
beam. This was nearly two years after the issue of the 
Stimson patent 1,591,572 on July 6, 1926, which described 
the spreading beam effect. The claims were rejected on 
the ground of new matter and the Examiner was succes¬ 
sively affirmed by the Board of Appeals on May 15, 1930, 
and the Board was affirmed by the Court of Customs and 
Patent Appeals on February 1, 1932. In that amendment 
of March 14, 1928, Davidson contended that in order for a 
device of this kind to have any practical utility, the reflec¬ 
tion must be observable by some one outside of a line con- 
neeting the reflector with the light source. But that is ex¬ 
actly what the Board of Appeals and the Court decided 
Davidson did not disclose. The Examiner’s statement of 
July 22, 1932, in the Davidson application shows that the 
Examiner included in his grounds of rejection, one of in¬ 
operativeness. 'While the Board of Appeals in its decision 
of December 8, 1932, did not affirm the Examiner on 
53 that point, the finding is not such as to bind the Ex¬ 
aminer of Interferences as to operativeness, and, at 
any rate, is not res adjudicata in an interference between 
Davidson and Boots et al.’s assignee. While it is believed 
that the situation established by Davidson’s admissions 
and contentions and the decision of the Court of Customs 
and Patent Appeals, which is res adjudicata as to Davidson, 
is such as to establish a situation of inoperativeness, so that 
this can probably be disposed of on a preliminary hearing 
on this Motion, Boots et al.’s assignee wants to reserve its 
right to take testimony on the question of inoperativeness 
as it has a right to do under the decision of Herthel v. 
Dubbs, 17 U. S. Pat. Q. 476. 

Respectfully submitted, 


Attorney for Boots et al.’s Assignee . 
Philadelphia, Pennsylvania, November 20, 1933. 
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54 Petitioner’s Exhibit H. j 

In the United States Patent Office. | 

Before the Examiner of Interferences^ 

Interference No. 66,484. 

Boots, Luce and Oestnaes 
vs. 

Davidson. 

Motion by Davidson Under Rule 109. 

The party Davidson moves that there he added to the 
issue of the above identified interference thd following 
counts 2 to 9, inclusive. These counts cover substantially 
the same inventions as claims 2, 3, 6, 8, 9, 10 of the Boots 
et al. patent. The counts are couched in language broad 
enough to cover both the application and the pjatent. All 
of the claims proposed cover the invention claipied by the 
patentees. The counts differ principally in words from the 
claims of the patent and are offered in accordance with 
Frey v. Wagner, 430 0. G., 3. Counts 2 to 7, inclusive, are 
claims 16, 17, 20, 22, 23, 24 of the application, While counts 
8 and 9 are claims 30 and 31 of the applications It is pro¬ 
posed in accordance with this motion and the dccompany- 
ing amendment that claims 16, 17, 20, 22, 23 and 24 of the 
application be slightly amended. 

The proposed counts are as follows: 

55 ( Claim 2 of the Patent Slightly Revised .) 

2. In combination, a source of light, a reflector at the 
principal focus of which the said light source is located, the 
said reflector reflecting and projecting the rays of light 
from said source outwardly, and a multiplicity of self-focus¬ 
ing light reflectors located in contiguous relation to each 
other and at the terminus of the first named reflector. 

{Claim 3 of the Patent Slightly Revised •) 

3. In an automobile light, the combination of a reflector, 
a source of light located at the principal focus of the said 

4—6536a 
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reflector, and an annular band consisting of a multiplicity 
of self-focusing reflectors mounted upon the first named 
reflector and at the terminus of the outer edge portion 
thereof. 


(Claim 6 of the Patent Slightly Revised.) 

4. In an automobile light, the combination of a reflector, 
a source of light located within said reflector the rays from 
which are adapted to be reflected and projected thereby, and 
reflecting means associated with and at the terminus of the 
outer edge portion of the first named reflector and adapted 
to reflect rays of light which impinge thereon in directions 
substantially parallel with the incident rays, the said series 
of reflectors being thereby illuminated and rendered visible. 

56 (Claim 8 of the Patent Slightly Revised.) 

5. In a light for automobiles, the combination of a light 
source, a reflector for reflecting the rays of light from said 
source outwardly from the automobile, a multiplicity of 
self-focusing reflectors associated with and located beside 
and in contiguous relation to the outer edge of the first 
named reflector which self-focusing reflectors reflect rays 
of light frbm an outside source which impinge thereon in 
directions substantially parallel to the incident rays, and 
a cover-plate of transparent material supported in front of 
said reflectors. 

(Claim 9 of the Patent Slightly Revised.) 

6. In a light for automobiles, the combination of a light 
source, a reflector for reflecting rays of light from said 
source outwardly from the said automobile, a series of self- 
focusing reflectors located in contiguous relation to and 
at the terminus of the outer edge of said first named re¬ 
flector, and a lens for said first named reflector, a portion 
of said lens overlying the said series of self-focusing re¬ 
flectors. 

(Claim 10 of the Patent Slightly Revised.) 

7. In a light for automobiles, the combination of a light 
source, a reflector for reflecting rays of light from said 
source outwardly from the said automobile, a reflector at 
the terminus of said first named reflector and comprising 
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a plurality of central triple reflectors, and a lehs for said 
first named reflector, said lens extending outwardly and 
overlying said second named reflector. 

* o 

I 

> 

57 {Based on Claims 1 and 3 of the Patent.) 

8. In combination, a source of light, means stirrounding 
said source of light and adapted to confine a|nd project 
the rays of light therefrom outwardly, and a multiplicity 
of self-focusing reflectors mounted upon said!means. 

{Based on Claims 1 and 3 of the Pateiit.) 

9. In combination, a source of light, means surrounding 
said source of light and adapted to confine and [project the 
rays of light therefrom outwardly, a glass plaje mounted 
on said means to pass said rays of light, and a }nultiplicity 
of self-focusing reflectors disposed on the inwird side of 
said plate. 

The proposed counts can be made by the party Davidson 
as follows: 

2. In combination, a source of light (7), a reflector (cas¬ 
ing, Figure 1) at the principal focus of which tl^'e said light 
source is located, the said reflector reflecting j^nd project¬ 
ing the rays of light from said source outwaijdly, and a 
multiplicity of self-focusing light reflectors (4) located in 
contiguous relation to each other and at the ternjiinus of the 
first named reflector. 

3. In an automobile light, the combination off a reflector 
(the casing, Figure 1), a source of light (7) located at the 
principal focus of the said reflector, and an aiinular band 
consisting of a multiplicity of self-focusing rejflectors (4) 
mounted upon the first named reflector and at the terminus 

of the outer edge portion thereof. J 

58 4. In an automobile light, the combifiation of a 
reflector (the casing, Figure 1), a source of light 

(7) located within said reflector the rays from which are 
adapted to be reflected and projected thereby, ahd reflecting 
means (4) associated with and at the terminus [)f the outer 
edge portion of the first named reflector and j adapted to 
reflect rays of light which impinge thereon ih directions 
substantially parallel with the incident rays, ihe said se¬ 
ries of reflectors being thereby illuminated ai^d rendered 
visible. 
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5. In a light for automobiles, the combination of a light 
source (7), a reflector (the casing, Figure 1) for reflecting 
the rays of light from said source outwardly from the auto¬ 
mobile, a multiplicity of self-focusing reflectors (4) asso¬ 
ciated with and located beside and in contiguous relation 
to the outer edge of the first named reflector, which self- 
focusing reflectors reflect rays of light from an outside 
source which impinge thereon in directions substantially 
parallel to the incident rays, and a cover plate (between 
13 and 14, Figure 4) of transparent material supported in 
front of said reflectors. 

6. In a light for automobiles, the combination of a light 
source (7), a reflector (the casing, Figure 1) for reflecting 
ravs of light from said source outwardlv from the said 
automobile, a series of self-focusing reflectors (4) located 
in contiguous relation to and at the terminus of the outer 
edge of said first named reflector, and a lens (8 or 13) for 
said first named reflector, a portion of said lens overlying 

the said series of self-focusing reflectors. 

59 7. In a light for automobiles, the combination of 

a light source (7), a reflector (the casing, Figure 1) 
for reflecting rays of light from said source outwardly 
from the said automobile, a reflector at the terminus of 
said first named reflector and comprising a plurality of 
central triple reflectors (4) and a lens (8 or 13) for said 
first named reflector, said lens extending outwardly and 
overlying said second named reflector. 

8. In combination, a source of light (7), means (the cas¬ 
ing, Figure 1) surrounding said source of light and adapted 
to confine and project the rays of light therefrom out¬ 
wardly, and a multiplicity of self-focusing reflectors (4) 
mounted on said means. 

9. In combination, a source of light (7), means (the cas¬ 
ing, Figure 1) surrounding said source of light and adapted 
to confine and project the rays of light therefrom out¬ 
wardly, a glass plate (between 13 and 14, figure 4) mounted 
on said means to pass said rays of light, and a multiplicity 
of self-focusing reflectors (4) disposed on the inward side 
of said plate. 

All of the foregoing counts with the exception of counts 
8 and 9 are virtual copies of the claims in the issued pat¬ 
ent and they are therefore prima facie patentable and the 
applicant believes that the counts are patentable and should 
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constitute a part of the issue on the question df priority. 
All of the counts, with the exception of numbers 8 and 9, 
have been based on the claims in the issued patent, 

60 which claims have been slightly revised |in accord¬ 
ance with Frey v. Wagner, supra. Th^ only de¬ 
parture from the language of the patent claims in counts 
2, 3, 4, 6 and 7 is the substitution of the phrase Hat the ter¬ 
minus of” for the word ‘ 4 surrounding” and in (taunt 5 the 
substitution of the word 4 ‘beside” for the phras^ “outside 
of”. That this departure in no wise affects the structures 
covered by the claims is apparent from a comparison of 
the Boots et al. structure of Figure 3, for example, and the 
applicant’s structure. The light source in Boo^s, et al. is 
the element 1, in the application is the element 7; the re¬ 
flector in Boots, et al. is the element 2, in the application 
is the casing (Fig. 1); the central triple reflectqrs or self- 
focusing reflectors in Boots, et al. are the elements 17, in 
the application are the elements 4, and the lens ip Boots, et 
al. is the element 10', in the application is the element 8 or 
13. Since the radial distance of the central tripl^ reflectors 
from the central axis of the source of light or {reflector is 
only a matter of degree but happens to be les^ in appli¬ 
cant’s Figure 1 than in Boots, et al’s. Fig. 3, th0 proposed 
counts incorporate a slight change in the pajtent claim 
terminology, as approved in Frey v. Wagner, to subdue this 
immateriality. In both the application and in Boots, et al. 
the central triple reflectors are shown at the terminus of 
or beside the outer edge of the reflector, so the proposed 
counts are accurately applicable to the applicant’s showing 
and to Boots, et al.’s showing. The slight alteration does 

not affect the patentability of the counts! since none 

61 of the references of record herein disclose central 
triple reflectors at the terminus of or beside the outer 

edge of a reflector, and the proposed counts continue to dis¬ 
tinguish from the prior art in the same mannpr as have 
the patent claims. 

That the change in the patent claims incorporated in the 
proposed counts is simply for greater accuracy is attested 
by the count already in interference which describes the 
self-focusing light reflectors to be located outride of the 
outer edge portion of the large reflector. 

Proposed counts 8 and 9 are formulated on tjie basis of 
claims 1 and 3 of the issued patent and applicant believes 
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that these counts are likewise patentable and that they 
should constitute a part of the issue on the question of pri¬ 
ority. Counts 8 and 9 are largely a combination of claims 
1 and 3 of the patent and are also offered in accordance with 
Frey v. Wagner. 

Respectfully submitted, 

(Sgd.) WHITE, PROST, FLEHR & 

LOTHROP, 

Attorneys for Davidson. 


A copy of this motion has this day been sent by regis¬ 
tered mail to John D. Myers at 1420 Walnut Street, Phila¬ 
delphia, Pennsylvania, the attorney for the party Boots 
et al. 


(Sgd.) 


ML :SL. 


WHITE, PROST, FLEHR & 
LOTHROP, 

Attorneys for Davidson. 
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Petitioner’s Exhibit 1. 


Department of Commerce, 
United States Patent Office, 
Washington. 

Interference No. 66,484. 

Boots, Luce and Oestnaes 


vs. 

Davidson. 

Please find below a communication from the Examiner 
of Interference in this case. Conway P. Coe, Commis¬ 
sioner of Patents. 

December 1, 1933. 

John D. Myers, 

1420 Walnut St., 

Philadelphia, Pa. 

The motion by Davidson is not set for hearing. Proposed 
counts 2-7, inclusive, are alleged to correspond to claims 
2, 3, 6, 8, 9 and 10 of the Boots, Luce and Oestnaes patent, 
slightly revised. Proposed counts 8 and 9 are not alleged 
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to correspond, respectively, to any single claim of the 
Boots, Luce and Oestnaes patent and should not be set 
for hearing in any event. 

The junior party, Boots, Luce and Oestnaes, ii under an 
order to show cause to which no response has peen made, 
and judgment will be entered against the junio^r party as 
to the original count. In view of the decision ip Crone vs. 
White, 1912 C. D. 242, the motion should not ordinarily be 
set for hearing. 

If, however, the party Boots, Luce and Oestnaes desires 
to oppose the motion, it will be set for hearing as to pro¬ 
posed counts 2 to 7, inclusive, upon request by the party 
Boots, Luce and Oestanaes within twenty days, ending De¬ 
cember 21, 1933. If Boots, Luce and Oestnaes desire to 
contest priority as to the proposed counts, they should file 
a preliminary statement with respect to them Iwithin the 
time above set. 

! * 

Examiner of Interferences , Ropm 3714. 

63 Petitioner’s Exhibit J . j 

Department of Commerce, 

United States Patent Office, 

i 

_ 

Washington. 

| 

Interference No. 66,484. 

Boots, Luce and Oestnaes 

v. j 

Davidson. 

' 

Please find below a communication from thej Examiner 
of Interferences in this case. Conway P. Co$, Commis¬ 
sioner of Patents. 

Decembef 5, 1933. 

John D. Myers, Esq., 

1420 Walnut St., 

Philadelphia, Pa. 

The motion to dissolve filed November 27, 1933, by the 
party Boots et al. was not before the Examiner of Inter¬ 
ferences when the order dated December 1,1933,! was issued 
and the statement in that order that the party Boots et al. 
had made no response to the order to show cause is with- 
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drawn. The first sentence in paragraph 3 of the order is 
also withdrawn, but the requirement in the second sentence 
of paragraph 3 is not withdrawn. 

The motion to amend by Davidson is set for hearing on 
February 14, 1934, at 2 p. m. as to proposed counts 2 to 7 
inclusive. 

The motion to dissolve by Boots et al. is set for hearing 
at the same hour as to grounds one and five. It is not set 
for hearing as to ground two, which is not a ground for 
dissolution under Rule 122. It is not set for hearing on 
grounds 3 and 4. Long v. Flatg & Livermore, 1913 C. D. 98. 

The request by Boots et al. for permission to take testi¬ 
mony is dismissed without prejudice to renewal after final 
determination of the motions to dissolve and to amend. 


Examiner of Interferences , Boom 3714. 

64 Petitioner’s Exhibit K. 

In the United States Patent Office. 

Before the Examiner of Interferences. 
Interference No. 66,484. 

Boots, Luce and Oestnaes 
vs. 

Davidson. 

Notice of Boots , et al. of Opposition to Davidson’s Motion 

to Amend the Issue. 

Now come the parties Boots, Luce and Oestnaes, through 
John D. M^ers, attorney of Record, and hereby give notice 
on the record that at the hearing before the Examiner of 
Interferences, now set for February 14, 1934 at 2:00 P. M., 
they will oppose the counts proposed by Davidson on the 
same grounds as set forth in Boots’ Motion to Dissolve, 
namely: 

1. That Davidson has no right to make any of the claims 
for the reason that neither the Davidson divisional nor orig¬ 
inal application discloses the subject matter of any of the 
claims. 

2. That each of the counts, when applied to the Boots, 
et al. disclosure have a distinct meaning which is different 
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and foreign to the meaning when applied to the Davidson 
application. 

3. That Davidson has no right to make any of the claims 
by reason of estoppel on account of failure to m^ke claims 
within two years from March 18, 1930. 

4. That Davidson has no right to make anv of the claims 
by reason of estoppel on account of failure to make the 

claims within two years from March 18, [1930, and 

65 additionally for any or all of the reason^ set forth 
in Paragraphs A, B, C, D and E of Boots, et al.’s 

Motion to Dissolve. 

5. That Davidson has no right to make any of jthe claims 
for the reason that there is not, either in the Davjdson divi¬ 
sional application or in the original application, a disclo¬ 
sure of any useful device, usable as or adapted to operate 
as a sign forming element, or as a reflecting tail light cover 
plate, or as a danger signal, for the reason that there is no 
disclosure of any reflector which will function! to reflect 
light back toward the light source in a positioh to be ob¬ 
served by an observer outside of the line connecting the 
reflector with a light source throwing the impinging beam. 

! 9 

Attorney for Boots et al.’s, Assignee. 
Philadelphia, Pennsylvania, December —, 1933. 

66 Petitioner’s Exhibit L . 

In the United States Patent Office, i 
Interference No. 66,484. 

Before the Examiner of InterferencesJ 

Boots, Luce and Oestnaes 

v. 

Davidson. j 

Messrs. Bacon & Thomas, 

806 Fifteenth Street, N. W., 

Washington, D. C. 

Messrs. White, Prost, Flehr & Lothrop, 

Crocker Building, 

San Francisco, California. 

■ 

Gentlemen : 

Please take notice that at the hearing before the Ex¬ 
aminer of Interferences on March 16, 1934, I will refer to, 
discuss and/or rely upon the following patents: j 
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United States: 

Design 47,284, P. Ebeling, May 4, 1915; 

801,766, W. Churchill, Oct. 10, 1905; 

1,294,957, E. A. Scott, Feb. 18, 1919; 

1,415,595, J. T. McGrath, May 9, 1922; 

1,514,653, A. D. Cardwell, Nov. 11, 1924; 

1,591,572, J. C. Stimson, July 6, 1926; 

1,671,086, “ “ May 22, 1928; 

1,743,834, “ “ Jan. 14, 1930; 

1,874,138, “ “ Aug. 30, 1932. 

British: 

21,856, Grubb, of 1903; 

233,002, Sanford, of 1925. 

German: 

179,474, Zeiss, Dec. 11, 1906; 

272,332, Regener, Mar. 28, 1914. 

! (Sgd.) JOHN H. BRUNINGA, 

Attorney. 


67 Affidavit of Service. 

State of Missouri, 

City of St. Louis , ss: 

Florence E. Ayre, being duly sworn deposes and says 
that she is in the employ of John H. Bruninga, attorney of 
record in the above-entitled interference, that on March 8, 
1934, she deposited in the United States mail, postage pre¬ 
paid and registered, a copy of the above notice addressed 
to Messrs. Bacon & Thomas, 805 Fifteenth Street, N. W., 
Washington, D. C., and to Messrs. White, Prost, Flehr & 
Lothrop, Crocker Building, San Francisco, California, and 
attached hereto are the registry receipts. 

(Sgd.) FLORENCE E. AYRE. 

Subscribed and sworn to before me this 8th day of 
March, 1934. 

My commission expires January 16,1938. 

(Sgd.) MARYHELEN BYRNE, 

Notary Public. 
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68 Petitioner’s Exhibit M. 

Department of Commerce, 

United States Patent Office, 
Washington. 

Interference No. 66,484. 


Boots, Luce and Oestnaes 
v. 


Davidson. 

Mailed Jan. 21, 1935. j 

* 

John H. Bruninga, 

2119 Railway Exchange Bldg., 

St. Louis, Mo. 

This interference comes before the examined of inter¬ 
ferences for decision upon two motions, (1) a motion to dis¬ 
solve by Boots et al. and (2) a motion by Davidson under 
Rule 109. | 

There are five grounds to the motion to dissolve, but 
only grounds 1 and 5 were set for hearing. In ground 1, 
it is alleged that Davidson has no right to make the single 
existing count of this interference because of l^ck of dis¬ 
closure of the subject matter thereof in both his original 
and his divisional application. In ground 5, it is alleged 
that Davidson has no right to make said count because he 
lacks, 


* * * a disclosure of any useful device, usable as or adapted 
to operate as a sign forming element or as a reflecting tail 
light cover plate, or as a danger signal, for the reason that 
there is no disclosure of any reflector which will function to 
reflect light back toward the light source in a position to be 
observed by an observer outside of the line connecting the 
reflector with a light source throwing the impinging beam. 

69 The present count reads as follows: 

In combination, a source of light, a reflector surrounding 
the said source of light and adapted to reflect aind project 
the rays of light therefrom outwardly, a multiplicity of 


i 
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self-focusing light reflectors associated with and located 
outside of the outer edge portion of the first named re¬ 
flector, and a lens for the said light. 

Said count originated in the patent, No. 1,751,070, 
granted March 18, 1930, by which Boots et al. are repre¬ 
sented in this interference, and corresponds to claim 1 
thereof. This patent claim was copied by Davidson in his 
application, Serial No. 344,241, filed March 5, 1929, which 
purports to be a division of an application, Serial No. 
421,761, filed by Davidson on November 4, 1920. In setting 
up this interference, the primary examiner accorded David¬ 
son the benefit of the filing date of his earlier case. Be¬ 
cause the date of conception alleged by Boots et al. in their 
preliminary statement is subsequent to the filing date of 
Davidson’s earlier case, Boots et al. are under an order 
to show cause why judgment on the record should not be 
entered against them. Hence their motion to dissolve. 

The motion of Davidson under Rule 109 contains eight 
proposed counts, but it was set for hearing only as to pro¬ 
posed counts 2 to 7, inclusive. These proposed counts are 
not identical with, but are alleged to cover substantially 
the same inventions as claims 2, 3, 6, 8, 9 and 10 of 
70 the Boots et al. patent, and are presented in accord¬ 
ance with Frey v. Wagner (1933 C. D. 3). They 
read as follows: 

2. In combination, a source of light, a reflector at the 
principal focus of which the said light source is located, 
the said reflector reflecting and projecting the rays of light 
from said source outwardly, and a multiplicity of self- 
focusing light reflectors located in contiguous relation to 
each other and at the terminus of the first named reflector. 

3. In an automobile light, the combination of a reflector, 
a source of light located at the principal focus of the said 
reflector, and an annular band consisting of a multiplicity 
of self-focusing reflectors mounted upon the first named 
reflector and at the terminus of the outer edge portion 
thereof. 

4. In an automobile light, the combination of a reflector, 
a source of light located within said reflector the ravs from 
which are adapted to be reflected and projected thereby, 
and reflecting means associated with and at the terminus 
of the outer edge portion of the first named reflector and 
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adapted to reflect rays of light which impinge ihereon in 
direction substantially parallel with the incidentj rays, the 
said series of reflectors being thereby illuminated and 
rendered visible. 

5. In a light for automobiles, the combination | of a light 
source, a reflector for reflecting the rays of light; from said 
source outwardly from the automobile, a multiplicity of 

self-focusing reflectors associated with ahd located 

71 beside and in contiguous relation to the outer edge 
of the first named reflector which self-fdcusing re¬ 
flectors reflect rays of light from an outside source which 
impinge thereon in directions substantially parallel to the 
incident rays, and a cover-plate of transparent material 
supported in front of said reflector. 

6. In a light for automobiles, the combination] of a light 
source, a reflector for reflecting rays of light ;from said 
source outwardly from the said automobile, a| series of 
self-focusing reflectors located in contiguous relation to 
and at the terminus of the outer edge of said f}rst named 
reflector, and a lens for said first named reflectoij, a portion 
of said lens overlying the said series of se|f-focusing 
reflectors. 

7. In a light for automobiles, the combination of a light 
source, a reflector for reflecting rays of light!from said 
source outwardly from the said automobile, a reflector at 
the terminus of said first named reflector and Comprising 
a plurality of central triple reflectors, and a lens for said 
first named reflector, said lens extending outwardly and 
overlying said second named reflector. 

72 Motion to Dissolve. 

As stated, the present count was copied bjt Davidson 
from the Boots et al. patent. The rule is well settled that 
an applicant who copies a claim from a patent jmust show 
an unmistakable basis for the same in the disclosure of 
his application, (Lindley v. Shepherd, 1928 C. D^ 97; Steen- 
strup v. Morton, 1929 C. D. 153). This rule hasj frequently 
and strictly been applied by the Court of Customs and 
Patent Appeals in recent decisions among which are Field 
v. Stow (1931 C. D. 649), Mudd v. Schoen (1932|C. D. 158), 
Arnold v. Greene (1932 C. D. 188), Atherton v. ijayne (1932 
C. D. 203), In re Creveling (1933 C. D. 45), In re Jardine 

i 

i 
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and Cooper (1933 C. D. 106), and Sessions v. Schmidt (1933 
C. D. 255). 

Judged by the foregoing rule, the disclosure of the David¬ 
son application is deemed insufficient to satisfy the present 
count. Said count specifies a reflector and states that a 
multiplicity of self-focusing light reflectors are associated 
with and ‘‘located outside of the outer edge portion” of 
said first reflector. To designate the tail light casing shown 
by Davidson in his Fig. 1 a “reflector” and to say that, in 
the language of the count, it acts to “reflect and project 
the rays of light—outwardly” requires, it is thought, an 
undue stretching of Davidson’s disclosure, which is 

73 silent as to the interior finish of said casing and 
imputes no light reflecting and/or projecting quali¬ 
ties thereto; for all that Davidson discloses, the casing may 
be painted black on the inside. However, even were the 
casing of Davidson considered a reflector, it seems entirely 
plain that the band of triple reflecting units formed upon 
the associated cover glass is wholly therewithin. Indeed, 
Davidson concedes that his self-focusing light reflectors are 
apparently located “beside” rather than “outside of” his 
easing, but argues that this difference should not preclude 
him from making the count. In view of the decisions above 
cited, this contention of Davidson obviously is untenable. 
It is held that Davidson is not entitled to make the present 
count for lack of disclosure in both his parent and divisional 
cases. 

By ground 5 of their motion to dissolve, Boots et al. 
raise a question of the practical operativeness of the David¬ 
son device. A similar criticism seems to have been made 
by the primary Examiner. That official in his statement 
dated July 22, 1932, and filed in the application of David¬ 
son, Serial No. 344,241, directly in interference said, 

on reconsideration of the case it is believed that the claims 
are drawn to matter which is inoperative for the purpose 
described. On an appeal in the parent case, the 

74 Board of Appeals held that the original disclosure 
covers a reflector device in which the rays of light 

coming from an outside source will be reflected back paral¬ 
lel to the incident ray. This means that light emanating 
from the head light of an automobile and reflected from 
a signal glass of the kind claimed in front of such auto¬ 
mobile would be reflected back upon the headlight and 
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consequently would be invisible to the driver whose eyes 
would be at some distance from a line connecting the axes 
of the headlight and the signal. 

I 

♦ i 

The Board of Appeals in its opinion dated December 8, 
1932, specifically reversed the primary examiner on such 
ground of rejection. In view of this ruling of tjhe Board 
of Appeals, which, though not controlling hereid, must be 
accepted as persuasive, it is thought ground 5 of t|he motion 
of Boots et at. cannot now be sustained. As (stated in 
Bowdich v. Todd (1902 C. D. 27), 

“The objection of inoperativeness is one which should 
not be insisted upon except in a clear case, particularly 
where the application is involved in an interference in 
which the matter may be fully investigated and| in which 
testimony may be produced throwing light upon the subject. 
This Office has no means of its own for investigating the 
question of operativeness and in case of doubt shpuld leave 
the matter to be determined after testimony isj taken in 
the interference. ’ ’ 

Motion Under Rule 109. 

None of the six counts proposed by Davidson is deemed 
readable upon that party’s disclosure. All thqse counts 
specify a 4 ‘ reflector, ’ ’ and as stated above in connee- 
75 tion with the discussion of the present count the 
tail light casing shown by Davidson canpot so be 
characterized. Such casing, were it disclosed ^s capable 
of reflecting light, could not be said to have a principal 
focus” at which a source of light is located, a3 required 
by proposed counts 2 and 3; Davidson’s casing has no 
4 ‘principal focus” and no definite position of the lamp 
therein is mentioned. With respect to the self-focusing 
reflectors of Davidson’s device, it is thought thpv are not 
located “at the terminus” of the reflector as required by 
proposed counts 2 and 7; nor “at the terminus of the outer 
edge portion” of the reflector, as required by proposed 
counts 3 and 4; nor “in contiguous relation to and at the 
terminus of the outer edge ’ ’ of the reflector, as required by 
proposed count 6. The phrase, “at the terming,” in the 
aforesaid proposed counts, is deemed to have about the 
same meaning as “surrounding,” the term used in the 
claims of the Boots et al. patent upon which suchj proposed 
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counts are based. 11 Terminus” means final point or end, 
and “at the terminus,” when used to locate one object with 
respect to another is tlirouglit to signify a relation such 
that no point of the first object projects within the outer 
boundary of the second. This relation exists be- 

76 tween the parabolic reflector and the self-focusing 
reflectors of the Boots et ah device, for therein the 

latter all are located beyond the outer edge of the former; 
it does not exist in the Davidson device, because therein the 
self-focusing reflectors all are located within the bounds 
of the casing. 

Were proposed counts 2, 3, 4, 6, and 7 readable upon the 
disclosure of the Davidson applications, then it is thought 
they would be unpatentable to Davidson over the patent to 
Cardwell, No. 1,514,563, granted November 11, 1924, espe¬ 
cially in view of the German patent to Zeiss, No. 179,474, 
granted December 11,1906. Apparently for failure season¬ 
ably to copy either claim of the patent to Cardwell, David¬ 
son now is barred from making claims which are not pat- 
entably distinct from the claims of said fjatent. Cardwell 
shows and claims a cover glass for a tail light similar to 
that shown by Davidson, except that Cardwell has a re¬ 
flector 4 in the nature of a mirror along the margin and at 
the rear of his cover glass, whereas Davidson discloses 
triple reflectors in such relation. The German patent to 
Zeiss is deemed to suggest the use of triple reflectors in lieu 
of Cardwell’s reflector 4. The Zeiss reflectors presumably 
are as operative as those disclosed by Davidson, the 

77 operativeness of which, for practical purposes, has 
been attacked, as mentioned above. Reference may 

be had to the decision of the Board of Appeals, dated May 
15, 1930, in the parent case of Davidson, Serial No. 421,761, 
for a discussion of the Zeiss patent. There is, of course, 
no intention to hold herein that claims of the Boots et ah 
patent are invalid. 

While Boots et al. do not raise such matters, it would 
seem plain that Davidson does not disclose a lens for a re¬ 
flector, a portion of which overlies a self-focusing reflector 
or series of self-focusing reflectors, as required by proposed 
counts 6 and 7. These counts would seem readable only 
upon Fig. 1 of the Boots et al. patent, and are thought to 
require a construction wherein the lens and the self-focus¬ 
ing reflectors are separate. 
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Likewise, it is thought that proposed count 5! cannot be 
made by Davidson, for the reason that this party does not 
show “a cover-plate of transparent material supported in 
front of” a multiplicity of self-focusing reflectors. Consid¬ 
ering the casing of Davidson a reflector, it is thpught said 
self-focusing reflectors are 4 ‘located beside and in contigu- 
ous relation to the outer edge” thereof, as specified in 
count 5. “ Beside ” only connotes nearness and as 

78 used in said count fixes the self-focusing reflectors as 
proximate the reflector; this term is so broad as to 

cover self-focusing reflectors located upon one find/or the 
other side of the outer edge of the reflector. If proposed 
count 5 is construed as readable upon the disclosure of the 
Davidson application, said xmoposed count is, likje the other 
proposed counts, believed unpatentable to Davidson. 

In opposing the admission of the proposed counts, Boots 
et al. raise the same question of inoperativenesfe that they 
raise in connection with the original count. Upoin the pres¬ 
ent state of the record, it is held that Davidson jis not pre¬ 
cluded from making the proposed counts by rehson of his 
disclosed device being inoperative. 

Boots et al. contend that the count and proposed counts 
as readable upon the Davidson device define ah aggrega¬ 
tion, whereas as readable upon the Boots et al. device they 
define a combination. In view of the presumption of valid¬ 
ity attaching to the Boots et al. patent, the cbunts must 
therein conclusively be presumed to express a combination. 
It seems plain that the structure shown by Davic^son in Fig. 
1 is an aggregation, and it is thought Davidson describes no 
construction which could properly be termed ja combina¬ 
tion. The contention of Boots et al. is deemed tenable, and 
to present another reason why Davidson is not en- 

79 titled to contest priority with Boots et alj. 

Additional objections to the proposed) counts set 
forth in a notice by Boots et al. dated December 26, 1933, 
have not been pressed and/or supported, and sd these mat¬ 
ters will not be determined at the present time. 

The motion of Davidson to amend is denied. 

The motion of Boots et al. to dissolve is granted as to 
ground 1 and is denied, without prejudice, as td ground 5, 
the remaining grounds not having been set for 'hearing. 

Limit of appeal February 21,1935. 


i ' 

Examiner of Interferences Room 3714. 


5—6536a 
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80 Petitioner’s Exhibit N. 

In the United States Patent Office. 
Interference 66,484. 

Boots, Luce & Oestnaes 


vs. 

Davidson. 

Appeal to the Board of Appeals. 

Now comes the party Davidson and appeals from the de¬ 
cision of the Examiner of Interferences dissolving this in¬ 
terference. 

The following assignments of errors is made: 

1. The Examiner of Interferences erred in holding that 
the count was not supported by the Davidson disclosure. 

2. The Examiner of Interferences erred in holding that 
Davidson did not disclose a reflector capable of reflecting 
and projecting the rays of light outwardly. 

3. The Examiner of Interferences erred in law in holding 
that an applicant who copies claims from a patent must 
show “unmistakable basis” for the counts of his disclosure. 

4. The Examiner of Interferences erred in denying 

Davidson’s motion to amend. 

81 5. The Examiner of Interferences specifically 

erred in holding that Davidson does not disclose a 
“reflector”- or that, if so, it lacks a “principal focus”; or 
that Davidson’s self focusing reflectors are not located “at 
the terminus” of the reflector; that Davidson did not dis¬ 
close a structure responding to the limitation “at the termi¬ 
nus of the outer edge portion”; nor “in contiguous rela¬ 
tion to and at the terminus of the outer edge”; nor the 
other reasons advanced in the decision. 

6. The Examiner of Interferences also erred in constru¬ 
ing the counts in the light of prior art. 

7. The Examiner of Interferences further erred in hold¬ 
ing that the counts reproduced from the Boots et al. patent 
are unpatentable if construed to read on Davidson. 

8. The Examiner of Interferences erred in holding, in 
some instances, that the counts would not read upon David- 
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soil for reasons which were not even advanced b^ the Boots 
et al. motion (second paragraph, page 10 of decision). 

9. The Examiner of Interferences also erred in holding 
that the counts, when applied to the Boots et al.! disclosure, 
represent patentable combinations, but when applied to the 
Davidson structure, amount to unpatentable aggrega¬ 
tions. 

I 

82 Appeal fee of $25.00 is attached hereto, j 
Respectfully, 

(Signed) MARCUS LATHROP, 

Attorney for pavidson. 

It is hereby certified that copy of the foregpihg appeal 
has been mailed this 20th day of February, 1935, to Mr. 
James H. Bruninga, E. 17 Railway Exchange Building, St. 
Louis, Mo., attorney for Boots et al. 

(Signed) MARCUS LATHROP, 

Attorney for 

Washington, D. C., February 20, 1935. 

\ 

S3 Petitioner’s Exhibit O. 

I 
| 

In the United States Patent Office, j 

I 

Interference No. 66,484. 

Boots, Luce & Oestnaes 
vs. 

Davidson. 

■ 

I 

Before the Board of Appeals. 

I 

We hereby dismiss the appeal taken in connection with 
the above entitled interference. 

i 

Respectfully, 

(Signed) BACON & THOMAS, 

Counsel for L Davidson. 

■ 

It is hereby certified that copy of the foregoing has been 
mailed this 25th day of March, 1935, to Mi[. James H. 
Bruninga, E. 17 Railway Exchange Building, St. Louis, 
Mo., attornev for Boots et al. 

(Signed) BACON & THOMAS, 

Counsel for Davidson. 

Washington, D. C., March 25, 1935. j 


pavidson. 
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84 Petitioner's Exhibit P. 

Department of Commerce, 

United States Patent Office, 

Washington. 

March 26, 1935. 

In the Matter of Interference No. 66,484. Boots, Luce & 
Oestnaes vs. Davidson. For Signal Glass. 

Appeal by Davidson to the Board of Appeals. 


Sir: 

The appeal by Davidson in the above entitled interference 
has been withdrawn and the hearing before the Board of 
Appeals set for May 7, 1935 is hereby canceled. 

Bv direction of the Commissioner. 

•/ 

Respectfullv, 

J. A. BREARSLEY, 

Chief Clerk. 

Messrs. Bacon & Thomas, 

806 15th Street N. W., 

Washington, D. C. 

85 EMG. 


Department of Commerce, 
United States Patent Office, 
Washington. 


June 25, 1935. 

In re Interference No. 66,484. Boots, Luce and Oestnaes 

v. Davidson. Signal Glass. 

The American Gas Accumulator Company, as the assig¬ 
nee of Boots et al., whose patent was involved in this inter¬ 
ference with an application of Davidson, No. 344,241, peti¬ 
tions the Commissioner to exercise his supervisory author¬ 
ity and: 

I. To vacate and set aside all ex parte proceedings in 
the Davidson application, Serial No. 344,241, involved in 
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the above-entitled interference, subsequent to the dissolu¬ 
tion of said interference; | 

II. To refund the final fee to the owner of saip. Davidson 
application, Serial No. 344,241; 

III. To withdraw, vacate and set aside the allowance of 
said application; 

IV. To refuse a patent on said application; apd 

V. To instruct the Primary Examiner to reject all claims 
in said Davidson application, Serial No. 344,241 Which could 
by any latitude of construction be held to eihbrace mat¬ 
ter common to the structures of both parties tq this inter¬ 
ference, or dominating the structure of the Boots, et al. 
patent involved in said interference, by reason!of the final 
judgment in said interference No. 66,484 adjudging that 
there is no common patentable subject matter between the 
structures of the parties to this interference, and adjudg¬ 
ing that Davidson is not entitled to contest priority with 
Boots, et al. for the reason that the structure shown by 
Davidson in Figure 1 is an aggregation and because David¬ 
son describes no construction which could properly be 
termed a combination. 

86 A former petition was filed in this case in the name 
of Boots et al. and the actions here prayed were also 
prayed therein, although in the former petition various 
other actions by the Commissioner were praye^. 

In the present petition reliance is placed upon the deci¬ 
sion of the Court of Appeals of the District of Columbia in 
U. S. Ex rel. The Newcomb Motor Companv v. Moore, 1908 
C. D. 332 ; 30 App. D. C. 464. 

The prior petition was denied on June 7,1935, and it was 
pointed out in that decision that the facts in i the present 
case are entirely different from the facts in tike Newcomb 
Motor case. 

The interference referred to in that case involved certain 
Newcomb patents and applications of Thomsoii and Lemp. 
It does not appear that the junior parties had ^leged dates 
of invention subsequent to the filing date of the senior party. 
Consequently priority was not determinable oh the record. 
The primary examiner granted a motion by Newcomb to 
dissolve the interference on the ground that neither Thom¬ 
son nor Lemp could make the claims of the issue. Appeal 
was taken from that decision by the applicants but was 
withdrawn and certain proceedings were taken ex parte 
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by the applicants to obtain a reversal of that holding. It 
is important to observe that a reversal of the holding would 
necessarily have required a reinstatement of the interfer¬ 
ence. 

In its decision the Court pointed out that it had held in 
Podlesak v. Mclnnerney, 26 App. D. C. 299, 1906 C. D. 558 
that it would take jurisdiction of the question of the right 
of a party to an interference to make the claims in issue 4 4 as 
an ancillary question to be considered in awarding priority 
of invention.” 

The Court, after further discussion of the question 
whether the decision on the motion to dissolve had become 
final, took up the question whether mandamus was a proper 
remedy and in its discussion of that said question: 

87 4 4 The remedy of the defeated party is by way of 

appeal. He has no ' right whatever thereafter to 
prosecute the claims of the issue in an ex parte case. It 
follows, therefore, that when Thomson and Lemp aban¬ 
doned their appeals from the decision of the Primary Ex¬ 
aminer denying their right to make the claims in issue, that 
decision became final and res ad judicata as between the 
parties to the interference, and that thereafter the Commis¬ 
sioner was without authority to direct the Primary Exam¬ 
iner to readjudicate in Thomson’s and Lemp’s ex parte ap¬ 
plications,. the question whether they had the right to make 
the identical claims of the issue in the interference pro¬ 
ceeding.” , 

It was then said: 

4 4 If this remedy is. denied it appellant will be again com¬ 
pelled to litigate with Thomson and Lemp in the Patent 
Office the same question which we have held has already 
been finally determined in its favor. All this will involve 
expense, delay, and loss. ’ ’ 

No such facts are present in this case. The claims which 
it is now contended have been improperly allowed in the 
Davidson application had been allowed by the Board of 
Appeals. In fact they had been allowed by the examiner 
in the Davidson earlier application, of which the later Da¬ 
vidson application, the one referred to in the petition, had 
been filed as a division. The Board of Appeals in a decision 
in the later Davidson application had expressly overruled 
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the holding of the examiner that the claims covered an in¬ 
operative device. 

Moreover, Boots et al. in their preliminary statement 
alleged no date of invention as early as the filing date of 
the original Davidson application. There! can there- 

88 fore be no question of the redeclaration of the inter¬ 
ference or a relitigation of the question of the right 

of Davidson to make the claim constituting the issue of 
the interference. j 

Under the facts as above outlined, it is not deemed that 
the ruling in The Newcomb Motor Company decision is au¬ 
thority for granting the petition herein. 

The petition is denied. 

(Signed) CONWAY P. CjOE, 

Commissioner. 

Messrs. Church & Church (for Boots et al.), National 
Press Building, Washington, D. C. 

Messrs. Bacon & Thomas (for Davidson), 806 Fifteenth 
St., N. W., Washington, D. C. 

i 

89 Order to Show Cause. 

Filed July 3,1935. ! 

i 

Now on this 3rd day of July, 1935, American Gas-Accu¬ 
mulator Company having filed its Petition foij* Writs of 
Mandamus and Prohibition; 

Now, therefore, upon consideration thereof, itj is ordered 
on this 3rd day of July, 1935, that Respondent herein show 
cause on or before the 17th day of July, 1935, atjten o’clock 
A. M. before this Court, wfiv Writs of Mandamus and Pro¬ 
hibition should not issue as prayed in said Petition; pro¬ 
viding that a copy of this Order and of said petition be 
served upon the Respondent on or before the pth day of 
July, 1935; and 

It is ordered that further proceedings in the United 
States Patent Office in the said application of jThomas D. 
Davidson, Serial No. 344,241, filed March 5, 192^, be stayed 
until the determination of this Cause. 

(Signed) JOSEPH W. COX,; 

Associate Justice of the Sup feme 
Court of the District of Columbia. 
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Served a copy of the above order & petition on the above- 
named Conway P. Coe, Commissioner of Patents, person¬ 
ally, 7/3/35. 

JOHN B. COLPOYS, 

U. S. Marshal in and for the Dist. of Columbia, 

By H. C. ALLEN, 

Deputy U . S. Marshal . 

K. 

90 R. F. Whitehead, Solicitor, U. S. Patent Office, for 
Respondent. 

Answer to the Petition and Rule to Show Cause. 

Filed July 12,1935. 

To the Honorable the Judges of the Supreme Court of the 
District of Columbia: 

Conway P. Coe, Commissioner of Patents, respondent 
herein, in answer to the Petition and Rule to Show Cause 
alleges on information and belief as follows: 

1. He admits the allegations of petitioner’s incorporation 
and principal place of business. 

2. He admits the allegation as to respondent’s official 
position and official residence. 

3. He admits the allegation as to the issuance of peti¬ 
tioner’s phtent No. 1,751,070, on the application of Edmund 
R. Boots et al. and that claim 1 thereof reads as specified. 

4. He admits that Thomas D. Davidson filed application 

No. 344,241 (series 1925) as a division of an earlier 

91 application filed by him on November 4, 1920, Serial 
No. 421,761 (series 1915), that said application was 

found to be technically not a division of the earlier appli¬ 
cation and has been amended to state that it is a continua¬ 
tion in part of said earlier application which is a correct 
definition of the relation between the two applications, and 
respondent avers that the disclosures of the two applica¬ 
tions are such that the claims recited in paragraph 5 read 
on both applications and it was so held by the Board of 
Appeals and the Examiner of Interferences, as appears 
from petitioner’s Exhibits C and F. 

5. He admits the allegation as to the rejection of certain 
claims in said Davidson application and that the rejection 
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as to certain grounds thereof was affirmed bv thk Board of 
Appeals but avers that the rejection on the ground of in¬ 
operativeness of the disclosed device was reversed, and 
further avers that the quotation from the decision of the 
Board of Appeals is only a statement as to what the pri¬ 
mary examiner had held. 

6. He admits that Davidson filed a petition for rehearing 
and that the Board of Appeals in its decision thereon 
allowed claims 2, 3 and 4. 

7. He admits the allegations as to the filing of an amend¬ 
ment in the Davidson application in which claijm 1 of the 
Boots et al. patent No. 1,751,070 was copied an$ as to the 
declaration of Interference No. 66,484. 

8. He admits the allegations as to the issuance of an 
order to show cause why judgment should not lie rendered 
against Boots et al. 


9. He admits the allegations as to the filing of a 
92 motion to dissolve the interference. 

10. He admits the allegations as to tlje filing by 
Davidson of a motion to amend the issue and as to the 
notice by Boots et al. with reference thereto. 


11. He admits the allegation that Davidson did not seek 
a review of the decision of the Examiner of Interferences 
as to proposed counts 8 and 9 of his motion to jamend and 
that Davidson made no motion to include said !claims 2, 3 
and 4 in the issue of the interference, but avers tjiat no duty 
rested upon Davidson to seek to so amend the issue, and 
denies that Davidson, by reason of not so moving to amend 
the issue of the interference, is estopped to receiye a patent 
containing said claims. 


12. He admits that the motions came on for Rearing be¬ 
fore the Examiner of Interferences but denies that the 
issue so joined was whether Davidson was entitled to any 
claims which by any construction would be broacl enough to 
read on the disclosure of the two parties, andj avers that 
the issue w^as whether the interference should be dissolved 
on the grounds stated in the motion for dissolution and 
whether the issue should be amended as proposed in David¬ 
son’s motion to amend in so far as that motion was set for 
hearing. 


13. He admits that the Examiner of Interferences 
rendered a decision as stated in paragraph 13j but denies 
that such decision was in legal effect a ruling that any claim 
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of the Davidson application so phrased as to read on the 
disclosure of the Boots et al. patent was unpatentable to 
Davidson, since claims 2, 3 and 4 then stood allowed in the 
Davidson application, the party Boots et al. had al- 

93 leged no date of invention as early as the filing date 
of the Davidson original application and the issue 

raised by the motions was limited to the issue of the inter¬ 
ference and the claims proposed by Davidson. He further 
admits that the motion of Boots et al. to dissolve the inter¬ 
ference was granted to the extent alleged. 

14. He admits the allegations as to the filing of an appeal 
by Davidson, the subsequent withdrawal of that appeal, 
and the notice sent by the Patent Office to the parties rela¬ 
tive thereto. 

15. He denies that the withdrawal of the appeal by David¬ 
son rendered res adjudicata the question of the right of 
Davidson to claims 2, 3 and 4. 

16. He denies that the fact that Davidson did not seek to 
include claims 2, 3 and 4 in the issue of the interference 
rendered the question of Davidson’s right to said claims 
res adjudicata or that Davidson was, after the withdrawal 
of the appeal, not entitled by reason of the decision of the 
Examiner af Interferences to said claims which had been 
allowed by the Board of Appeals and avers that the patent¬ 
ability of said claims to Davidson was not placed in issue 
by the motion to dissolve. 

17. He admits that after the withdrawal of the appeal 
from the decision of the Examiner of Interferences on the 
motions, Davidson proceeded with the prosecution of his 
application, that the said application was allowed with 
claims 2, 3 and 4, and that the final fee was paid in accord¬ 
ance with the provisions of the statute and was accepted, 
but denies that said allowance and the acceptance of the 
final fee were contrary to the decision of the Examiner of 
Interferences on the issue before him or were unauthorized 
by law or in contravention of the duties of respondent as 

prescribed by law. 

94 18. He admits that petitioner herein filed a peti¬ 
tion in Interference No. 66,484, as alleged in para¬ 
graph 18, and that a decision denying said petition was 
rendered by respondent on June 25, 1935, but denies that 
respondent failed to give full force and effect to the de¬ 
cision of the Examiner of Interferences and denies that his 
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action in so denying said petition is in contravention of the 
decision of the Examiner of Interferences or contrary to 
law. 

19. He denies that the question of priority st^ll remains 
to be determined and avers that petitioner could have 
raised in said interference the question whether Davidson 
is entitled to the filing date of his earlier application but 
did not do so and therefore the question of priority has 
been determined since Boots et al. did not allege in their 
preliminary statement any date of invention ajs early as 
the filing date of Davidson’s earlier application pf Novem¬ 
ber 4, 1920, Serial No. 421,761. He avers that said claims 
3 and 4 were allowed by the primary examiner in the 
earlier application of Davidson and a claim differing from 
claim 2 onlv in immaterial limitations was alio allowed 

* i 

therein, that said claims 2, 3 and 4 were allowed by the 
Board of Appeals in the later Davidson application and it 
was held therein that Davidson was entitled td the filing 
date of the earlier application and that it was sj> stated in 
the order to show cause issued in the interference, as ap¬ 
pears from petitioner’s Exhibits D and F. 

20. He admits, for the purpose of this proceeding, the 
allegation of ownership by petitioner of the Bloots et al. 
patent, but has no information as to the licensesj alleged to 
have been issued to petitioner or as to the making by peti¬ 
tioner of equipment for molding lenses, ibut denies 

95 that petitioner would suffer any legal injury by the 
issuance of a patent on the Davidson application con¬ 
taining said claims 2, 3 and 4. He further deniek that peti¬ 
tioner is without adequate legal remedy unless the writ of 
mandamus is issued and denies that the action <jf respond¬ 
ent herein is “a matter of public concern.” 

21. He denies that the question determined by the deci¬ 

sion of the Examiner of Interferences was as sbt forth in 
subparagraphs (a), (b) and (c) of paragraph! 21 of the 
petition, and denies that any such formal judgirjent should 
be entered in said Interference No. 66,484 eithejr nunc pro 
tunc or otherwise. j 

22. He denies that petitioner is entitled under the laws 
of the United States and the Rules of the Parent Office, 
which were made under the provisions of Section 483 R. S. 
(U. S. C. Title 35, sec. 6), to appear in any proceeding in 
the prosecution of the Davidson application. 
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23. He admits the allegation as to his refusal to enter 
in Interference No. 66,484, and in the file of the Davidson 
application an order in the form set out in paragraph 21 
of the petition. 

Further answering respondent avers that in making his 
actions and decisions of which petitioner complains he was 
proceeding under the discretionary authority committed to 
him by statute, that he has not refused to act but has acted 
in accordance with his best judgment and under these cir¬ 
cumstances mandamus will not lie to control his actions. 

And now having fully answered the petition respondent 
prays that the rule to show cause against him be 

96 discharged and the petition be dismissed with all 
costs of the proceedings against petitioner. 

CONWAY P. COE, 
Commissioner of Patents. 

R. F. WHITEHEAD, 

Solicitor for the Patent Office, 

Attorney for Respondent. 

District of Columbia, ss : 

I, Conway P. Coe, Commissioner of Patents, depose and 
say that I have read the above answer by me subscribed 
and know the contents thereof, and that the statements of 
facts therein made as upon personal knowledge are true, 
and those made upon information and belief I believe to 
be true. 

- CONWAY P. COE, 

Commissioner of Patents. 

Subscribed and sworn to before me this 10th dav of July, 
1935. 

[seal.] ALBERT W. KAISER, 

i Notary Public, D. C. 

My commission expires March 21, 1938. 

97 Stipulation. 

Filed July 31, 1935. 

It is hereby stipulated by and between counsel for the 
respective parties, that, for the purpose of this case only, 
if William F. Burk, of Elizabeth, New Jersey, were called 
as a witness, he would testify as follows: 

That he is Secretary and Treasurer of American Gas- 
Accumulator Company of Elizabeth, New Jersey, petitioner 
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1 

in this cause; that American Gas-Accumulator j Company 
is a corporation organized and existing under the laws of 
the State of New Jersey. 

That American Gas-Accumulator Company is Ithe owner 
of the Boots, et al. Patent No. 1,751,070, and is |the owner 
of an exclusive license to manufacture, use and sell and 
sub-license others to do likewise under the folldwing Let- 
ters Patent, particularly directed to automobile! lights in¬ 
cluding the reflecting cover glasses therefor: 

Stimson, No. 1,671,086, granted May 22, 1928; 
Stimson, No. 1,743,834, granted Jan. 14, p30; 
Stimson, No. 1,743,835, granted Jan. 14, 1930; 
Stimson, No. 1,807,350, granted May 26, |931; 
Stimson, No. 1,848,675, granted Mar. 8, 1932; 
Stimson, No. 1,874,138, granted Aug. 30, 1932; 
Stimson, Des. No. 87,692, granted Aug. 30, 1932; 
Stimson, No. 1,878,909, granted Sept. 20, JL932; 
Stimson, No. 1,906,655, granted May 2, l|933. 

98 as well as U. S. Letters Patent No. 1,591,572, granted 
July 6, 1926, to J. C. Stimson, directed jto process 
and apparatus for making reflecting devices including re¬ 
flecting cover glasses for use in automobile lamp^. 

That petitioner has granted licenses to other^ to make, 
use and sell automobile lamps and cover glasses therefor 
embodying the features of the aforesaid Letters Patent, 
such licenses having been granted to: 

Corcoran-Brown Lamp Company, Cincinnati, Ohio; 

C. M. Hall Lamp Company, Detroit, Michigan; 

Guide Lamp Corporation, Anderson, Indiana^ 

A. C. Spark Plug Company, Flint, Michigan; 

K-D Lamp Company, Cincinnati, Ohio; 

Do-Ray Lamp Company, Chicago, Illinois. 

all manufacturers of lamps; and that petitioned has also 
licensed the following glass manufacturers to make the 
reflecting cover glasses, practice the process abd use the 
apparatus contemplated by Letters Patent No. 1,591,572: 

Lancaster Lens Company, Lancaster, Ohio; 

Indiana Glass Company, Dunkirk, Indiana. 

and that each of the licenses to the aforesaid | lamp and 
glass companies is still in force. 

That, between the years 1929 and 1934, petitioner ad¬ 
vanced and invested approximately seventy-fivq thousand 
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dollars ($75,000) in the development and promotion of the 
use of reflecting cover glasses for automobile lamps, in 
experimental work, in the production of fixtures and neces¬ 
sary molds for the glass manufacturers, and that, at the 
present time, approximately fifteen thousand dollars ($15,- 
000) is invested by petitioner and its sublicensees in mold¬ 
ing equipment for the manufacture of such reflecting cover 
glasses for automobile lamps. 

99 That, between October 21, 1929, and December 31, 
1934, petitioner received from the aforesaid licensees 

royalties under the above-mentioned Letters Patent, totaling 
$128,570.93, approximately $60,000 of which was paid for 
operations carried out during the year 1934; and that dur¬ 
ing the first quarter of 1935 (i. e., January 1 to March 31), 
it received $26,547.61. 

That not including the royalty paid to petitioner upon 
the same, the value of the reflecting cover glasses for auto¬ 
mobile tail lights manufactured by petitioner’s licensees 
during the year 1934, was approximately $200,000. 

That, during the years 1929 to 1934, petitioner was active 
in the development and promotion of the use of reflecting 
tail light cover glasses for automobile lamps, the expense 
of which far exceeded the royalties received by petitioner 
from its sub-licensees until the year 1934; that, at the pres¬ 
ent time, such reflecting cover glasses for automobile lamps 
have gone into widespread use, not only upon automobiles, 
as supplied by the manufacturers thereof to the trade, but 
for replacement purposes, to that extent superseding cover 
glasses heretofore used and heretofore supplied by auto¬ 
mobile manufacturers. That, during the first quarter of 
the year 1935, 1,603,944 reflecting cover glasses for automo¬ 
bile lamps were shipped by the glass manufacturing sub¬ 
licensees of petitioner to the lamp companies, and that, 
during the year 1934, the number was in excess of 3,000,000. 

That Exhibit R is a collection of reflecting cover glasses 
for automobile lamps which are current factory equipment 
on various automobiles; that beneath each of the reflecting 
cover glasses on the panel, Exhibit R, is the name of the 
automobile upon which that particular specimen is cur¬ 
rently supplied as factory equipment; and that, in addition 
to those mounted upon Exhibit R, sub-licensees of the peti¬ 
tioner also manufacture and supply different models 

100 fof the Packard, Auburn, and Reo automobiles. 

That Exhibit S is a panel containing various mod- 
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els of reflecting cover glasses for automobile lamps as made 
and supplied, particularly for replacement purposes, by 
petitioner’s sub-licensee, K-D Lamp Company. 

That by ‘ * replacement purposes” is meant the (supplying 
of complete lamps equipped with reflecting covdr glasses, 
as well as the supplying of individual cover glasses. 

That each of the specimens attached to Exhibits R and 
S is manufactured or sold by a duly licensed sijib-licensee 
of petitioner, and that petitioner is receiving royalties upon 
each of the types exemplified. 

C. B. DES JARDllNTS, 
Attorney for Petitioner. 

R. F. WHITEHEAD, 
Attorney for Respondent. 

101 Stipulation. 


Filed July 31,1935. 

It is hereby stipulated by and between the attorneys for 
the respective parties that the document attached hereto 
and marked Petitioner’s Exhibit T is a true cqpy of the 
preliminary statement filed by Boots, Luce and | Oestnaes, 
in the United States Patent Office in Interference No. 66,- 
484, Boots et al. v. Davidson. 

C. B. DES JARDINS, 

i 9 J 

Attorney for Petitioner. 

R. F. WHITEHEAD, 
Attorney for Respondent. 
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Petitioner’s Exhibit T. 


In the United States Patent Office. 
Interference No. 66,484. 
Thomas D. Davidson 


vs. 


Edmund R. Boots, Richard W. Luce and Victor L. 

Oestnaes. 


Preliminary Statement of Edmimd R. Boots, Richard W. 

Luce and Victor L. Oestnaes. 

Edmund R. Boots, of Short Hills, in the Countyi of Essex, 
State of New Jersey, Richard W. Luce, of Mountainside, 
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in the County of Union, State of New Jersey, and Victor L. 
Oestnaes^ of Westfield, in the County of Union, State of 
New Jersey, being duly sworn, depose and say that they 
are a party to the interference declared by the Commis¬ 
sioner of Patents on June 14,1933 between their patent No. 
1,751,070, granted March 18, 1930, for a Reflector for Auto¬ 
mobiles, and an application for Signal Glass, filed by 
Thomas D. Davidson, San Francisco, California; 

That they conceived the invention set forth in the decla- 
ration of interference about October 8, 1927; 

That drawings were first made of the invention on Octo¬ 
ber 8, 1927; 

That the first written description of the invention was 
made on October 8,1927; 

That the invention was first explained to others about 
October 8, 1927; and 

103 That the invention has not been reduced to prac¬ 
tice and has not been put into use. 

RICHARD W. LUCE, 
VICTOR L. OESTNAES. 

Subscribed and sworn to before me this 24th day of July, 
1933. 

[notarial seal.] CLARENCE W. SMITH, 

Notary Public of N. J. 

My commission expires Sept. 22, 1936. 

EDMUND R. BOOTS. 

Subscribed and sworn to before me by E. R. Boots this 
21st day of July, 1933. 

[notarial seal.] ENA L. LESLIE, 

Notary Public , New York County. 

New York Co. Cl’k’s No. 402, Reg. No. 4L509. 

Commission expires March 30, 1934. 

104 Supreme Court of the District of Columbia. 

Tuesday, August 6, 1935. 

Session resumed pursuant to adjournment, Hon. F. Dick¬ 
inson Letts, Justice, presiding. 

##*#### 

This cause came on for hearing upon the petition filed 
herein, the rule to show cause issued, the return of the re- 
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spondent to said rule and petition, and certain stipulations 
in lieu of evidence, and was argued by attorneys for the 
respective parties, and upon consideration thereof, 

It is adjudged, ordered and decreed, this 6th day of 
August, 1935, that the rule to show cause be, afid the same 
is hereby, discharged; that the order, heretofore issued, 
staying proceedings in the United States Patent Office in 
the application of Thomas D. Davidson, Serial No. 344,241, 
be, and the same is hereby, vacated; and the petition for 
writs of mandamus and prohibition dismissed with costs 
against the Petitioner. 

From the foregoing judgment the petitioner^ by its at¬ 
torney, in open court, notes an appeal to the Uiiited States 
Court of Appeals for the District of Columbia, whereupon, 
it is ordered that the petitioner furnish a Satisfactory 
undertaking as security for costs on said appeal] in the sum 
of One Hundred (100.00) Dollars, or, in lieu therbof, deposit 
Fiftv (50.00) Dollars in cash with the Clerk of [this Court. 

LETTS, 

Justice. 

I 

■ 

Memorandum. 

August 6, 1935.—$50.00 cash deposit in lieu of bond. 

105 Assignment of Errors. 

Filed Aug. 6, 1935. | 

Now comes the petitioner, in the above-entitled cause, 
and files the following assignment of errors jipon which 
it will rely upon the prosecution of its appeal from the 
judgment of this Honorable Court, entered on the 6th 
day of August, 1935: 

I. The Court erred in discharging the rule to show cause 
herein. 

II. The Court erred in dismissing the petition for writs 
of mandamus and prohibition. 

III. The Court erred in refusing to issue a writ of man¬ 
damus, as prayed, commanding the respondent to give full 
force and effect to, and to enforce, the decision of the 
Examiner of Interferences, rendered in Interference No. 
66,484 on January 21, 1935, to vacate all ex parte pro- 

6—6536a 
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ceedings in the Davidson application, Serial No. 

106 344,241, thereafter had in contravention of said de¬ 
cision, and allowing any and all claims embracing 

subject-matter common to the structures disclosed by said 
Davidson application and said Boots et al. patent, No. 
1,751,070, involved in said interference, and dominating 
the structure of said Boots et al. patent, including said 
claims 2, 3 and 4, set out in clause 5 of the petition herein, 
to refund the final fee to the owner of the Davidson appli¬ 
cation, Serial No. 344,241, to withdraw, vacate and set aside 
the allowance of said application, to refuse a patent on 
said application, and to reject all claims embracing sub¬ 
ject-matter common to the structures of both parties to 
said interference, No. 66,484, and dominating the structure 
of said Boots et al. patent, No. 1,751,070, which may appear 
in said application. 

IY. The Court erred in refusing to issue a writ of man¬ 
damus, as prayed, commanding the respondent to enter a 
formal judgment in said interference, No. 66,484, in favor 
of Boots et al. and against Davidson adjudging, more 
particularly, 

(a) that there is no common patentable subject-matter 
between the structures of the parties to the said inter¬ 
ference ; 

(b) that Davidson is not entitled to any claims which 
could, bv anv latitude of construction, be held to embrace 
matter common to the structures of both parties to said 
interference; 

(e) that Davidson is not entitled to any claims domi¬ 
nating the Boots et al. structure; 

107 (d) that Davidson is not entitled to claims 2, 3 
and 4, set forth in clause 5 of the petition herein; 

and commanding the respondent to give full force and effect 
to such judgment in any and all subsequent proceedings, 
whether inter partes or ex parte , involving said Davidson 
application, Serial No. 344,241, and to devolve upon peti¬ 
tioner the burden of maintaining the conclusiveness of the 
former adjudication in said interference, No. 66,484. 

V. The Court erred in refusing to issue a writ of prohi¬ 
bition, as prayed, prohibiting the respondent from issuing 
a patent upon the said Davidson application, Serial No. 
344,241, containing said claims 2, 3 and 4, set out in clause 
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5 of the petition herein, or any claims embracing subject- 
matter common to the structures disclosed in said Davidson 
application, Serial No. 344,241, and the petitioner’s Boots 
et al. patent, No. 1,751,070, or dominating thp structure 
disclosed in said patent. 

Wherefore, petitioner prays that the said judgment may 
be revised and reversed. 

C. B. DES JARDENS, 
Attorney for Petitioner. 

Washington, D. C., August 6, 1935. j 

Service of a copy of the foregoing assignment of errors 
acknowledged this 6th day of August, 1935. 

R. F. WHITEHEAD, 
Attorney for Respondent. 

I 

108 Stipulation and Designation of Record. 

Filed Aug. 6, 1935. 

The Clerk will please prepare and transmit tojthe United 
States Court of Appeals for the District of Columbia, as 
the record in the above-entitled cause, the following papers, 
which, it is stipulated, shall constitute the priiited record 
on appeal: | 

I. Petition for Writs of Mandamus and Prohibition. 

II. The Exhibits annexed thereto, as follows:! 

(A) U. S. patent to Boots et al., No. 1,751,070; 

(B) Copy of Davidson application, Serial Njo. 344,241, 
and drawing; 

(C) First decision of Board of Appeals in Dhvidson ap¬ 
plication, rendered December 8, 1932; 

(D) Second decision of Board of Appeals iij Davidson 
application, rendered March 17, 1933; 

(E) Declaration of Interference, No. 66,484; 

109 (F) Notice to show cause why judgment on the 
record should not be entered in Interference No. 

66,484; | 

(G) Boots et al. Motion to Dissolve; 

(H) Davidson’s Motion under Rule 109; 

(I) Order of Examiner of Interferences of December 1, 
1933; 

(J) Order of Examiner of Interferences of December 5, 
1933; 
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(K) Notice of Opposition of Boots et al. to Davidson’s 
motion; 

(L) Notice of Patents by Boots et al; 

(M) Decision of Examiner of Interferences rendered 
January 21, 1935; 

(N) Davidson’s Appeal to Board of Appeals; 

(O) Davidson’s Dismissal of Appeal; 

(P) Notice of Vacation of Hearing on Davidson’s 
Appeal; 

(Q) Decision of Commissioner of Patents rendered June 
25. 1935, denying Petition of Boots et al. 

III. Rule to Show Cause. 

IV. Respondent’s Answer to Petition and Rule to Show 
Cause. 

V. Stipulation as to Testimony of William F. Burk. 

VI. Stipulation as to preliminary statement of Boots 
et al. in Interference No. 66,484 and the following exhibit 
annexed thereto: 

(T) Copy of Preliminary Statement of Boots et al. in 
Interference No. 66,484. 

110 VI. Judgment, Notation of Appeal and Order fix¬ 
ing Amount of Appeal Bond. 

VII. Docket Entry showing Cash Deposit in lieu of 
Appeal Bond. 

VIII. Assignment of Errors. 

IX. This Stipulation and Designation of Record. 

It is hereby stipulated and agreed that Exhibits R and S, 
referred to in the stipulation regarding the testimony of 
William F. Burk, shall be transmitted to and considered 
by the United States Court of Appeals for the District of 
Columbia, as physical exhibits. 

C. B. DES JARDINS, 
Attorney for Petitioner. 

R. F. WHITEHEAD, 
Attorney for Respondent. 

Washington, D. C,. August 6,1935. 

111 Supreme Court of the District of Columbia. 

United States of America, 

District of Columbia, ss: 

I, Frank E. Cunningham, Clerk of the Supreme Court of 
the District of Columbia, hereby certify the foregoing pages 
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numbered from 1 to 110, both inclusive, to be aj true and 
correct transcript of the record according to diilections of 
counsel herein filed, copy of which is made p^rt of this 
transcript, in cause No. 85970 at Law, wherein United 
States, ex relatione, American Gas-Accumulator |Company, 
a corporation of New Jersey, of Elizabeth, New Jersey, is 
Petitioner and Conway P. Coe, Commissioner 6f Patents 
is Respondent, as the same remains upon the files and of 
record in said Court. 

In testimony whereof, I hereunto subscribe mv name and 
affix: the seal of said Court, at the City of Washington, in 
said District, this 21st day of August, 1935. j 

[Seal Supreme Court of the District of Columbia.] 

FRANK E. CUNNINGHAM, 

Clerk. 

ByCHAS. B. COFLIN, j 

Assistant Clerk. 

i 

j 

Endorsed on cover: District of Columbia Supreme Court. 
No. 6536. U. S. ex rel. American Gas-Accumulator Co., 
Appellant, vs. Conway P. Coe, Commissioner df Patents. 
United States Court of Appeals for the District! of Colum¬ 
bia. Filed Aug. 22, 1935. Henry W. Hodges,j Clerk. 
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United States Court of Appeals; 

FOR THE DISTRICT OF COLUMBIA. ! 


APRIL TERM, 1935. 


No. 6536. 
Special Calendar. 


UNITED STATES ex relatione AMERICAN GAS-ACCUMU¬ 
LATOR COMPANY, a Corporation of New Jersey, 

Appellant, 

vs. 

CONWAY P. COE, Commissioner of Patents. 

i 


Appeal from the Supreme Court of the District of Columbia. 


BRIEF FOR APPELLANT. 


STATEMENT. 

This is an appeal from the Supreme Court cjf the Dis¬ 
trict of Columbia dismissing a Petition for Writs of Man¬ 
damus and Prohibition and discharging a Rulb to Show 
Cause directed against the Commissioner of Patents. The 
purpose of the Writ of Mandamus was to command the 
Commissioner to give full force and effect to and to en¬ 
force a decision of the Examiner of Interferences ren¬ 
dered in an interference proceeding in which a Boots et al. 
patent of Petitioner and an application filed by one Da¬ 
vidson and now owned by Chrysler Corporation were in- 



volved; to enter a formal judgment in said interference in 
accordance with the decision of the Examiner of Interfer¬ 
ences and to conduct all further proceedings in the Da¬ 
vidson application inter partes; to vacate all ex parte 
proceedings therein; and to devolve upon Petitioner the 
burden of maintaining the conclusiveness of the adjudica¬ 
tion in that interference. The purpose of the writ of pro¬ 
hibition was to prohibit the Commissioner from issuing 
a patent on the Davidson application with claims em¬ 
bracing subject matter common to the structures dis¬ 
closed in the application and patent in interference or 
dominating the structure disclosed in Petitioner’s patent. 

With the Petition were filed exhibits of Patent Office 
records £nd a Rule to Show Cause was entered. The 
Commissioner thereupon filed his Answer to the Petition 
and the Rule to Show Cause and a hearing was had be¬ 
fore Justice Letts who discharged the Rule to Show 
Cause and dismissed the Petition for Writs of Mandamus 
and Prohibition. An appeal was taken in open Court 
on August 6, 1935, on which day were also filed the As¬ 
signments of Error and a stipulation and designation of 
record, but the record itself did not reach the Clerk of 
this Court until August 22, 1935. The printed record 
was filed in this Court on November 25, 1935. 

On December 2, 1935, the Commissioner filed a Motion 
to Dismiss the Appeal, this Motion alleging that the Com¬ 
missioner had, on August 27, 1935, issued a patent to Da¬ 
vidson on the Davidson application involved in said In¬ 
terference and whose issue was sought to be prohibited 
bv the Writ of Prohibition. The Motion was on the 
ground that because of the act of the Commissioner, the 
Assignments of Error raised merely moot questions. This 
Court, having set the Motion to Dismiss over until final 
argument, it will be separately treated but bound with this 
brief, although we simply want to point out at this time 
that the Motion is directed at most to the Writ of Pro- 




hibition and not to the Writ of Mandamus, and at most 
against one of the prayers of the Petition and One of the 
Assignments of Error. 

It will not be necessary to review the facts in detail, 
because they are set out in the Petition which| not only 
refers to the Exhibits (Records in the Patent Office) but 
summarizes and quotes from the records as are pertinent 
to this proceeding. We will, therefore, limit our discus¬ 
sion to a brief review of the subject matter of Petitioner’s 
Boots et al. patent, and Chrysler’s Davidson application 
(now patent No. 2,012,933) involved in the Interference, 
and to a brief review of the proceedings. 

Subject Matter of the Interference. 

! 

The general nature of the subject matter can well be 
said to reside in the usual tail lamp for automobiles, which 
lamp comprises a lamp house or casing containing an elec¬ 
tric bulb and a cover glass or lens through whicl^ the light 
is adapted to shine. The purpose of such a tail lamp is, 
of course, to provide a danger signal in order ijo prevent 
rear-end collisions and, accordingly, if the lamp bulb 
should become extinguished there will be no danger sig¬ 
nal. It was, therefore, proposed to supplement the elec¬ 
tric lamp bulb with a reflector whose purpose it was to 
be impinged by the beams from the headlight) of a fol¬ 
lowing automobile in order to indicate to the | driver of 
that automobile a reflected rather than a direct! light sig¬ 
nal. The decision of the Board of Appeals in fhe David¬ 
son application (Rec. p. 30) and the decision qf the Ex¬ 
aminer of Interferences in the interference involving Pe¬ 
titioner’s Boots et al. patent and the Davidson applica¬ 
tion (Rec. p. 56), however, show that that wap not new 
with either Boots or Davidson, even as a partj of a tail 
lamp, even to the extent of having a reflector ba^id around 
a central light aperture through which central aperture 
the light from the lamp bulb could shine uninjpeded. 


As a reflecting medium both Boots et al. and Davidson 
employed what is known as a “triple reflector,’’ so-called 
because it comprises three reflecting surfaces set at right 
angles to form the corner of a cube, and which has the 
property of reflecting light impinging thereon back to 
its source irrespective (within limits) of the angle of in¬ 
cidence. Such a triple reflector was not, however, new 
with either Boots et al. or Davidson; nor was it new with 
either to place a series of such triple reflectors in con¬ 
tiguous relation to form a reflecting area (Rec. pp. 30 
& 56). Both Boots et al. and Davidson form these triple 
reflector units on the back of a glass plate in order to op¬ 
erate by total reflection (which was not new with either, 
Rec. pp. 30 & 56), and these units are placed in an an¬ 
nular band around the outside of the plate, leaving the 
center part plain and unimpeded so as not to obstruct 
the rays of light from the lamp bulb in the lamp casing. 
It will, therefore, be seen that in each case the central 
part of the cover glass or lens permits light from the 
bulb to shine therethrough, while the annular part reflects 
the light from the headlight of an automobile behind; in 
other words, each part acts independently of the other with 
no co-operative relation.* 

In the Davidson construction a cover glass containing 
a band of triple reflectors around the margin with the 
center left free of those reflectors in order to provide 
an optical hole, is simply placed in the casing (Rec. p. 31a). 


♦The Board in passing upon Davidson’s claim indicates its agreement 
with the Examiner that “there is nothing inventive in embodying a light 
transmitting and a reflecting surface in the same plate” (Rec. p. 30). 
Indeed, this view is specifically affirmed in the Board’s decision on re¬ 
consideration (Rec. p. 33), and further on the same page, when consid¬ 
ering a claim of a Sandford patent, the Board says: “It can be read on 
appellant’s (Davidson’s) construction, but when so read it is a mere 
aggregation, as appellant’s curved front or lens acts entirely independ¬ 
ently of his tetrahedral reflecting surface.” The Examiner of Interfer¬ 
ences specifically says (Rec. p. 57): “It seems plain that the structure 
shown by Davidson in Fig. 1 is an aggregation, and it is thought David¬ 
son describes no construction which could properly be termed a com¬ 
bination.” 
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In the Boots patent such a cover glass is, howeyer, placed 
with the reflector band outside of the margin of the metal¬ 
lic projecting reflector (2, Fig. 3, Rec. p. 20). ^he Patent 
Office deemed such Boots et al. arrangement, [patentable 
and issued the patent to Petitioner on such a combination. 
Of course, in any subsequent interference involving the 
Boots patent, neither the Patent Office, nor either of the 
parties to the Interference, including Petitioner, as the 
owner of the Boots patent, could dispute the Validity of 
the Boots patent claims. 

The Proceedings. 

The Boots et al. patent issued on March 18, 1930, when 
it became a public record. For over three years thereafter 
Davidson made no attempt to copy any of the claims of 
the Boots patent, nor ask for an interference with that 
patent. It appears that as late as December 8^ 1932, the 
Board of Appeals denied all claims to Davidson (Rec. 
p. 29). However, on March 17, 1933, the Board rendered 
a decision from which it appears that attention had been 
directed to the Boots et al. patent (Rec. p. 34),| and since 
the Board seemed to be of the opinion that the Boots et al. 
patent and the Davidson application contained common 
subject matter (even though not patentable), the Board 
thought an interference should be declared and,! therefore, 
in order to bring about such an interference, jthe Board 
set aside its previous decision, although the Bqard stated 
“it is not thought that he (Davidson) is entitled to a 
patent withont an interference.” 

On April 1, 1933, three years after the is^ue of the 
Boots et al. patent, Davidson copied claim 1 of the Boots 
et al. patent (Petition, Rec. p. 4, admitted iji Answer, 
Rec. p. 65), and on June 14, 1933, an interference was de¬ 
clared (Rec. p. 35) between the Boots et al. patent whose 
application was filed March 26, 1928, and the! Davidson 
application filed March 5, 1929, almost a year lhter. 


i 
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An Order to Show Cause why judgment should not be 
rendered against Boots et al. was made by the Examiner 
of Interferences because Davidson was given an applica¬ 
tion date of November 4, 1920, the March 5, 1929, appli¬ 
cation being given the status of 4 ‘a division” of the 
earlier application. It is to be noted, however, that now 
in his Answer the Commissioner admits that it was not 
really “a division,” but “a continuation in part of said 
earlier application” (Rec. p. 64); in other words, there 
was something in the 1929 application which was not in 
the 1920 application, and which 1929 application was 
nearly a year subsequent to the Boots et al. filing date. 

In response to this Order for Judgment on the Record 
Boots et &1. filed a Motion to Dissolve on a number of 
grounds (Rec. p. 37), but we will only summarize two of 
these, namely: (1) that Davidson had no right to make 
the claims because neither his divisional nor original ap¬ 
plication disclosed the subject matter of the claims, and 
particularly because “if the count is applied to the David¬ 
son disclosure then we will have nothing but an aggre¬ 
gation, namely, a reflector with a window in it in which 
there is no co-operation in a patentable sense” (Rec. 
p. 39). 

(2) Boots et al.’s Motion also alleged that neither the 
Davidson divisional application nor the original applica¬ 
tion contained a disclosure of “any useful device” (Rec. 
p. 38), and it is stated that this is based upon Davidson’s 
own contention in his original application (Rec. pp. 29, 
30), but leave was asked to take testimony (Rec. p. 40). 
It may be here noted that this motion to take testimony 
was left for later consideration after the Motion for Dis¬ 
solution had been disposed of (Rec. p. 48). 

Davidson now proceeded to submit eight additional 
claims uiider the provision of Patent Office Rule 109 (Rec. 
p. 41). At no time, however, did he propose claims 2, 3 
and 4, provisionally allowed by the Board of Appeals for 


the purpose of an interference with the Boots bt al. pat¬ 
ent, although it was incumbent upon Davidson to do so 
under Rule 109. and particularly so in view of th^e Board’s 
statement, “it is not thought he is entitled to a patent 
without an interference” (Rec. p. 34). Indeed, David¬ 
son studiously avoided submission of those claims, al¬ 
though the Board indicated that the presence oi: the pro¬ 
jecting reflector in the Boots et al. claims wp,s “inde¬ 
pendent of the combination claimed by the appellant” 
(Rec. p. 34), and could, therefore, be omitted from the 
claims. Even Davidson’s proposed counts 8 and 9 did 
not specifically include the projecting reflector, but some¬ 
thing in the nature of a lamp house. These claims were 
however not insisted upon as a part of the interference 
claims to determine the question of priority, but were 
left out after the Examiner of Interferences h$d simply 
indicated that they were not alleged to correspond to any 
single claim of the Boots et al. patent (Rec. p. ^7). 


A hearing was now had before the Examineij of Inter¬ 
ferences on the issue joined and on the questions pre¬ 
sented, one of which questions was as stated iij the Peti¬ 
tion: 


“whether there was common patentable subject mat¬ 
ter between the structures disclosed in the Davidson 
application and the Boots et al. patent, ^nd, there¬ 
fore, whether Davidson was entitled to any claims on 
said application which could, by any latitude of con¬ 
struction, be held to embrace matter common to the 
structures of both parties to the interference, and 
whether Davidson was entitled to any claims domi¬ 
nating the Boots et al. structure, including claims 2, 
3 and 4 of said Davidson application” (Petition, Rec. 

p. 8). 


This question was stressed throughout the p 
including the brief in behalf of Boots et al., 


i+oeeedings, 
which even 
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brought in claims 2, 3 and 4 (Petition, Rec. p. 8, not de¬ 
nied in the Answer), and after argument and submission, 
the question was finally decided by the Examiner of In¬ 
terferences as against Davidson (Rec. p. 57). 

Davidson thereupon appealed to the Board of Appeals 
and assigned as errors the decision of the Examiner of 
Interferences on the question submitted and determined 
(Rec. p. 58, Assignments 7 and 9). This was followed by 
a dismissal of Davidson’s appeal (Rec. p. 59). No formal 
judgment was, however, entered in that interference, 
apart from the decision of the Examiner of Interferences 
and the notice of dismissal of the appeal to attorney for 
Boots (Rec. p. 60). 

It appears that after the dismissal of Davidson’s ap¬ 
peal of March 25, 1935, the Commissioner proceeded ex 
parte to allow to Davidson Claims 2, 3 and 4, which had 
been before the Board of Appeals but not placed in in¬ 
terference under Patent Office Rule 109, and this in spite 
of that fact and in spite of the determination of the ques¬ 
tion by the Examiner of Interferences, that there was 
and could be no common patentable subject matter be¬ 
tween the Boots and Davidson structures. Thereupon 
Petitioner protested to the Commissioner and petitioned 
the Commissioner to give full force and effect to, and 
to enforce, the final decision of the Examiner of Inter¬ 
ferences and to vacate and set aside all ex parte proceed¬ 
ings in the Davidson application, but this was refused 
(Petition, Rec. p. 12, admitted Answer, Rec. p. 66). So, 
also, was refused the Petition that a formal judgment be 
entered in the interference in accordance with the deci¬ 
sion of the Examiner of Interferences (Petition, Rec. p. 
15, admitted in Answer, Rec. p. 68). The decision of the 
Commissioner denying the Petition is dated June 25, 1935 
(Rec. p. 60), and there can be no question about Peti¬ 
tioner’s diligence, keeping in mind that it was really the 
duty of the Patent Office to enter such a judgment, and 


that, as is well known, the Patent Office does notf act with 
promptness, to say nothing of the Commissioner! proceed¬ 
ing without notice to Petitioner. 

This Petition was filed on July 3, 1935, and, as noted 
above, an order to show cause was entered on the same 
day, but dissolved, and the Petition dismissed cjn August 
6, 1935. i 
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ASSIGNMENTS OF ERROR RELIED UPON. 

In view of the action of the Commissioner in issuing the 
patent on the Davidson application certain of the assign¬ 
ments of error might possibly be said to raise moot ques¬ 
tions, in fact the Commissioner’s motion to dismiss so 
says; accordingly, the following assignments of error are 
noted as relied upon, in order to comply in every way with 
Rule VIII, 3, b of this Court: 

“II. The Court erred in dismissing the petition for 
writ of mandamus. 

“III. The Court erred in refusing to issue a writ of 
mandamus, as prayed, commanding the respondent 
to give full force and effect to, and to enforce, the 
decision of the Examiner of Interferences, rendered 
in Interference No. 66,484 on January 21, 1935, to 
vacate all ex parte proceedings in the Davidson ap¬ 
plication, Serial No. 344,241, thereafter had in con¬ 
travention of said decision. 

“IV. The Court erred in refusing to issue a writ of 
mandamus, as prayed, commanding the respondent 
to enter a formal judgment in said Interference 
No. 66,484, in favor of Boots et al. and against David¬ 
son adjudging, more particularly, 

“(a) that there is no common patentable subject 
matter between the structures of the parties to the 
said interference; 

“(b) that Davidson is not entitled to any claims 
which could, by any latitude of construction, be held 
to embrace matter common to the structures of both 
parties to said interference; 

“(b) that Davidson is not entitled to any claims 
dominating the Boots et al. structure; 

“(d) that Davidson is not entitled to claims 2, 3 
and 4, set forth in clause 5 of the original petition 
herein; 


and commanding the respondent to give full force 
and effect to such judgment in any and all subse¬ 
quent proceedings, whether inter partes or ex parte, 
involving said Davidson application, Serial No. 344,- 
241, and to devolve upon petitioner the burden of 
maintaining the conclusiveness of the former adjudi¬ 
cation in said Interference No. 66,484” (Rec. pp. 
73-74). 


However, in considering whether the action of; the Com¬ 
missioner in rendering impossible the granting of all of 
the prayers of the Petition (to which are directed Assign¬ 
ments of Errors I, the eliminated parts of II aijd III and 
the whole of V, Rec. pp. 73-75) entitles Petitioner to spe¬ 
cial relief not covered by any assignment of error not 
herein specifically relied upon, this Court can vrell follow 
the general practice in noticing and passing up<j)n a plain 
error not assigned, as is indeed contemplate^ by Rule 
VIII, 6 of this Court. I 
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BRIEF OF AUTHORITIES. 

L Where, in an interference proceeding before the 
United States Patent Office, a decision has been rendered 
to the effect that one of the parties has no right to make 
the claims in issue, where an appeal has been taken and 
that appeal withdrawn and abandoned, the decision be¬ 
comes final and binding upon the parties and res adjudi- 
cata in all subsequent inter partes and ex parte pro¬ 
ceedings. 

U. S. ex rel. The Newcomb Motor Co. v. Moore, 30 
App. D. C. 464, 1908 C. D. 332. 

II. An applicant against whom priority has been 
awarded by a final decision in an interference proceeding, 
or in case of a final decision to the effect that the appli¬ 
cant has no right to make the claims of the issue, such 
applicant is estopped to thereafter secure in his appli¬ 
cation claims broad enough to dominate the structure of 
his opponent. 

Blackford v. Wilder, 28 App. D. C. 535, 1907 C. D. 
491; 

In re Marconi, 38 App. D. C. 286, 1912 C. D. 483; 

In re Capin, 43 App. D. C. 342; 

In re Dement, 49 App. D. C. 261, 1920 C. D. 170; 

In re Henderson, 50 App. D. C. 191, 1921 C. D. 133; 

In re Wasserfalien, 54 App. D. C. 367; 

In re Ellis, 47 F. (2) 963, C. C. P. A. 

III. In the event of a final decision of the character 
noted in I or II, it is the duty of the Commissioner of 
Patents to reject all claims of the defeated party which 
could by any latitude of construction be held to embrace 
matter common to the structures of both parties to the 
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interference, or dominating the structure of the success¬ 
ful party. 

Blackford v. Wilder, 28 App. D. C. 535, i907 C. D. 
491- 

In re Marconi, 38 App. D. C. 286, 1912 C. D. 483; 

In re Henderson, 50 App. D. C. 191, 1921 p. D. 133. 

I 

IV. A right, question or fact distinctly putj in issue, 
and directly determined by a court of competent jurisdic¬ 
tion, as a ground of recovery, cannot be disputed in a 
subsequent suit between the same parties or thejir privies; 
and, even if the second suit is for a different! cause of 
action, the right, question or fact once so determined 
must, as between the same parties or their privies, be 
taken as conclusively established, so long as i the judg¬ 
ment in the first suit remains unmodified. 

Southern Pacific Railroad Company v. United 
States, 168 U. S. 1, 1. c. 48; 

Freeman on Judgments, Sec. 698; 

Blackford v. Wilder, 28 App. D. C. 286; j 

In re Creveling, 46 App. D. C. 536, 1918 Cl D. 145; 

Ex parte Kidder, 1916 C. D. 37, 1. c. 39. 

V. The last judgment controls and determines the 
rights of the parties and cannot be collaterally ifmpeached, 
nor can the question determined be relitigated. 

Freeman on Judgments, Sec. 629; 

Blackford v. Wilder, 28 App. D. C. 535, 1907 C. D. 
491; 

U. S. ex rel. The Newcomb Motor Co. v. j Moore, 30 
App. D. C. 464, 1908 C. D. 332. j 

VI. It is proper to enter a formal judgment nunc pro 
tunc, and in interference cases the Commissioner has 
jurisdiction to, and should, enter a formal judgment. 

Freeman on Judgments, Sec. 46; 
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i 

Life Insurance Co. v. Adams, 9 Peters 573, 9 Law 
Ed. 234; 

Wight v. Nicholson, 134 U. S. 136, 10 S. Ct. 487; 

U. S. ex rel. The Newcomb Motor Co. v. Moore, 30 
App. D. C. 464, 1908 C. D. 332; 

U. S. ex rel. Scott & Scott v. Moore, 39 App. D. C. 
39, 1912 C. D. 513. 

VII. Mandamus will lie to compel the Commissioner of 
Patents to give full force and effect to judgments and 
decisions in interference proceedings and to compel the 
Commissioner to set aside all ex parte proceedings subse¬ 
quent to such judgment or decision and in contravention 
thereto. 

U. S. ex rel. The Newcomb Motor Co. v. Moore, 30 
: App. D. C. 464, 1908 C. D. 332. 

VIII. Mandamus will lie to compel the entry of a formal 
Judgment based upon a decision. 

i 

Life Insurance Co. v. Adams, 9 Peters 573, 9 L. Ed. 
234; 

In re Grossmayer, 177 U. S. 48, 20 S. Ct. 535. 
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ARGUMENT. 


The questions before this Court are the following: 

I. Has this Court the power to command the Commis¬ 


sioner of Patents to give full force and effect tb, and to 
enforce, the decision of the Examiner of Interferences 


rendered in Interference No. 66,484, in which Petitioner’s 
Boots et al. patent and the application of Davikson was 


involved ? 

II. Has this Court the power to command the Com¬ 


missioner of Patents to enter a formal judgment in said 
Interference No. 66,484 in favor of Boots et al. an<1 against 
Davidson in accordance with the decision of the Exam- 
iner of Interferences and specifically of the form! set forth 


in Prayer I (Rec. p. 16) and Assignment of Error IV 
(Rec. p. 74)? I 


III. Has this Court the power to command the Com¬ 
missioner of Patents to give full force and effect to such 
judgment in any and all subsequent proceedings involv¬ 
ing any application of Davidson and to devqlve upon 


Petitioner the burden of maintaining the conclusjveness of 
that judgment? 


IV. Does the fact that the Commissioner of Patents 
has issued a patent on the Davidson application affect 
the power of this Court to issue any and all of! the com¬ 
mands noted in I, II and III above? 

V. If the Commissioner of Patents has issued the pat- 
ent on the Davidson application contrary to the force and 
effect of the decision of the Examiner of Interferences in 
Interference No. 66,484, has this Court the powet to com¬ 
mand the Commissioner to place Petitioner as much as 
possible in statu quo? 
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None of these questions involve any of the following: 

A. Cancellation of the Davidson patent or rejection of 
any of its claims. 

B. Opposition proceedings to the granting of a patent. 

C. Control over or interference with the discretionary 
power of the Commissioner in the granting of patents or 
in the declaration or termination of interferences. 

On the contrary, all of these questions involve the undis¬ 
puted power of this Court over the Commissioner of Pat¬ 
ents: 

a. To require the Commissioner to give full force and 
effect to decisions in interference proceedings; 

b. To compel the entry of a formal judgment based upon 
a decision in an interference proceeding; 

c. To compel the performance of a duty prescribed by 
law, and to compel the Commissioner to abide by the Rules 
of Practice of the United States Patent Office promulgated 
by the Commissioner. 


We will discuss the situation before the Court in the 
following order: 

I. Propriety of the entry of a judgment in an interfer¬ 
ence in accordance with the decision of the Examiner of 
Interferences, and which judgment the Commissioner has 
refused to enter. 

II. The decision of the Examiner of Interferences is the 
last decision and controls and binds not only the party 
Davidson but also the Commissioner of Patents as against 
the decision of the Board of Appeals, which provisionally 
allowed claims 2, 3 and 4, but only for the express purpose 
of permitting an interference between the Boots et al. 


I 


patent and the Davidson application, which interference 
thereafter instituted resulted in the decision of the Ex¬ 
aminer of Interferences. 

III. A question was tendered before the Examiner of In¬ 
terferences by Boots et al., argued, submitted hnd deter¬ 
mined by the Examiner of Interferences; Davidson recog¬ 
nized such determination and appealed for a revjew of the 
very question and thereafter dismissed his appeal. The 
decision of the Examiner of Interferences is, j therefore, 
final and conclusive on Davidson as to the question and 
matter determined and also on the Commissioner. More¬ 
over, Davidson failed to add claims 2, 3 and 4 to the In¬ 
terference under the provisions of Patent Office Rule 109, 
and since they dominate the structure of the Boots et al. 
patent he was not entitled to those claims and the Com¬ 
missioner of Patents was without authority to a^ard those 
claims to Davidson. 


IV. Petitioner, as the owner of the Boots et hi. patent, 
has the right to appear in further proceedings iby David¬ 
son; for instance, in case Davidson should filej a reissue 
application; and all further proceedings shoul^ be inter 
partes in order to devolve upon Petitioner the burden of 
maintaining the conclusiveness of the decision by the Ex¬ 
aminer of Interferences. 

I 

I. Propriety of Entry of a Judgment. 

Petitioner’s position is not a technical one by ^ny means, 
but is based upon the proposition that a decision of any 
tribunal should be followed by the entry of a formal judg¬ 
ment, in order to have the record show in jcleaii-cut terms 
what has been adjudicated without requiring reference to 
the record as a whole, and in order that there inay be no 
question in future proceedings where res adjiidicata is 
involved. That is particularly true in this case where the 
Commissioner disregarded the last decision which controls, 
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and has subordinated it to a previous decision of the Board 
of Appeals, which, apart from the fact that it was pro¬ 
visional only, to say nothing of being ex parte, was cer¬ 
tainly superseded by the inter partes decision of the Ex¬ 
aminer of Interferences, which is the final decision that 
controls. 

It is elemental that a decision is not a judgment and 
that a judgment must be distinguished from the decision 
or opinion, for the decision or opinion amounts to nothing 
more than an order for the judgment which must be dis¬ 
tinguished from the judgment itself (Freeman, Sec. 3)*. 
So a dismissal must automatically be embodied in a judg¬ 
ment rather than in a mere preliminary order or direction 
(Freeman, Sec. 23, p. 40). Indeed the entry of a judgment 
may be compelled by mandamus (Freeman, Sec. 53; Life 
Insurance Co. v. Adams, 9 Peters 573, 9 L. Ed. 234; In re 
Grossmayer, 177 U. S. 48, 20 S. Ct. 535). A judgment 
may, of course, be nunc pro tunc (Freeman, Sec. 46) as of 
the day of the decision, even though the actual entry be 
subsequent (Freeman, Sec. 64). The power to enter judg¬ 
ments, decrees and orders nunc pro tunc is inherent in a 
Court both at law and in equity and is not dependent for 
its existence upon any statute (Freeman, Sec. 131); indeed, 
a Court has power to do so by virtue of its general juris¬ 
diction and its continuing power over its records (Free¬ 
man, Sec. 32), and a Court may direct a nunc pro tunc 
entry oh its own motion (Freeman, Sec. 136; citing Wight 
v. Nicholson, 134 U. S. 136). 

This Court has not only recognized the propriety of the 
entry of judgments in an interference proceeding follow¬ 
ing a motion for dissolution, but has indeed suggested that 
to the Patent Office. In Newcomb Motor Co. v. Moore, 30 
App. D. C. 464, this Court specifically says: 

*We shall refer as above to Freeman’s Treatise of the Law of Judg¬ 
ments, 1925 Ed., which is a standard work frequently cited by this 
Court, as well as by the Supreme Court of the United States. 
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“Commissioner * * * still retains jurisdiction to 
award priority to the successful party aftfer his ad¬ 
versary has been eliminated. ’ 9 

i 

Indeed this Court, in the Newcomb-Moore case, granted 
a writ of mandamus “to compel the Commissioner of Pat¬ 
ents to enforce a formal decision made in the Patent Of¬ 
fice” in an interference proceeding and in effect compelled 
the entry of a judgment. In Scott v. Moore, 39 ^pp. D. C. 
39, this Court again suggested to the Patent Office that 
after a motion for dissolution because of no right of one of 
the parties to make the claims the “decision bS extended 
to a formal award of priority.”* 

One of the reasons for the entry of a judgment is cer¬ 
tainty and is stated thus admirably by Freeman, Sec. 72, 
page 126: 

“Inasmuch as the judgment and its enforcement 
is the end and aim of the whole litigation! to satisfy 
this purpose it must so dispose of the matters at issue 
between the parties that they and such other persons 
as may be affected, will be able to determine with 
reasonable certainty the extent to which tpeir rights 
and obligations have been determined. * * * A 

test sometimes applied is that it must be so certain 
and definite that it may be pleaded or otherwise re¬ 
lied upon in subsequent proceedings as hn estoppel 
or bar with respect to the matters adjudicated.” 

I 

i 

One can hardly read the various cases which have gone 

i 

♦“Grant that petitioners had no appeal to this court fromj the order as 
entered because there was no award of priority (Cosper v. [Gold, 34 App. 
D. C. 194. 198), yet, as stated in the Commissioner’s decision on Sep¬ 
tember 26, 1911, had the petitioners requested that the former decision 
be extended to a formal award of priority, that order would have been en¬ 
tered as had been done in Cosper v. Gold, supra, after the dismissal of the 
appeal from the former decision holding that the appellant Cosper had 
no right to make the claims of the interference. Had the petitioners 
pursued that course an appeal could have been taken ftom the final 
award of priority, bringing up for review all the grounds upon which 
the award was founded. (Scott v. Moore, Com. of Patents, 39 App. 
D. C. 39.) 
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from the Patent Office to this Court and to the Court of 
Customs and Patent Appeals, particularly ex parte, and 
but come to the conclusion that much of the difficulty and 
seeming conflict of the decisions have been due to the 
failure to enter judgments following motions for dissolu¬ 
tion, which judgments clearly and unmistakably dispose 
of the matter at issue. Usually the basis of estoppel or 
res ad judicata has been a decision involving an interfer¬ 
ence in which it was not only difficult to distinguish be¬ 
tween the judgment and the grounds for the judgment, 
but frequently this Court has had to resort to records 
which have been complicated indeed*. Such is the case 
here where the interference files and the file wrappers of 
the applications of the parties are exceedingly voluminous, 
constituting hundreds of pages (the Davidson applications 
alone 353 pages; Rec., p. 15). When we add to that the 
situation that after an interference has been dissolved, 
the applications go back to the Primary Examiner (there 
are now sixty-five Divisions), the possibility of misinter¬ 
pretation of what was decided is multiplied. Finally, 
after a given applicant who has been unsuccessful on the 
motion to dissolve, goes back to the Examiner and is 
denied a patent, he proceeds ex parte to the Board of 
Appeals and finally to this Court (via the Supreme Court, 
D. C.) or the Court of Customs and Patent Appeals. The 
successful applicant is given no notice of those proceed¬ 
ings. In Court the case is in the hands of a Solicitor for 

*“ * * * Were the record always a faithful story of the steps taken 
to bring the subject matter and the parties before the court, there would 
be no occasion to resort to the presumptions or intendments so fre¬ 
quently met with in this branch of the law. For if all that was done to 
obtain jurisdiction could be seen by a perusal of the record itself, the 
courts would not presume anything to the contrary. The record would 
speak for itself, and except in a few jurisdictions where, as we have 
seen, parol evidence is receivable to explain or contradict its recitals, 
there could be no inquiry beyond its plain terms. Unfortunately, how¬ 
ever, judgment records adduced in evidence are often imperfect, either 
entirely omitting jurisdictional recitals or else disclosing conflicting or 
confusing ones. And it becomes a question in such a contingency as to 
how far the courts will extend recognition to a judgment so evidenced” 
(Sec. 383, pp. 817-818, Freeman). 



the Commissioner of Patents, who frequently has to go 
through a voluminous record to determine what has been 
adjudicated. The Patent Office should not bnly wel¬ 
come the entry of a judgment following the decision as in 
any other judicial tribunal, but, in fact, demand it. 

The fact that it may not have been the practice in the 


Patent Office to enter a formal judgment is nb answer, 
particularly in view of the suggestions of this Co[urt in the 
Newcomb-Moore and Scott-Moore cases. Nor is I it an an¬ 
swer to say that because of the issue of the Davfdson pat- 

i 

ent there should now be no judgment entered because of 
the effect it might have upon the issued parent; for 
although the entry of this judgment may shovt that the 
Commissioner was not warranted in issuing tljie patent, 
that establishes no different situation than ^here the 
Commissioner has inadvertently issued a patent while 
another application was pending and which justifies the 
Commissioner in adjudging that the other applicant and 
not the patentee was really entitled to the patent*. 

Nor can the Commissioner say that because of his act in 
issuing the patent after the decision of the Examiner of 
Interferences it has rendered the performance of a duty 
embarrassing or difficult of performance or in Strict com¬ 
pliance with the statutory requirements as to the time 
and manner of performance.** If the decision j)f the Ex¬ 
aminer of Interferences has the force and effect which we 


♦“The fact that one of the parties has already obtained 4 patent will 
not prevent an interference, for, although the Commissioner has no power 
to cancel a patent, he may grant another patent for the saifcte invention 
to a person who proves to be the prior inventor” (Patent Office Rule 93). 

In the case of In re Bond, 77 F. (2d) 511 (C. C. P. A.), the Court even 
went so far as to give a limited construction to the claims in an issued 
patent in an ex parte proceeding by another applicant for 4 patent. 

♦♦“The writ will not lie where the duty, the performance! of which is 
sought, is impossible of performance. If the act sought t<j> be coerced 
by mandamus is absolutely impossible of performance, it i!s, of course, 
immaterial that defendant’s own wrongful act rendered it impossible; but 
for obvious reasons this will not prevent the injured party from pur¬ 
suing his proper remedy. On the other hand, it cannot b4 urged as a 
reason for denying the writ that defendant’s own wrongful act had ren¬ 
dered a performance of the duty sought to be enforced difficult of per¬ 
formance, or even that his wrongful act had rendered it impossible to 
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contend it has, Petitioner is entitled to have the record 
show by the entry of a judgment or decree what has been 
adjudicated in that interference. 

There is no question but what this Court has the power 
to require the entry of such a formal judgment. That is 
not only because the Commissioner acts in a quasi-judicial 
capacity*' in determining interferences, although acting 
through the Examiner of Interferences, but because of 
the power of this Court to compel any public official to do 
his duty.** This Court used its power in the Newcomb- 
Moore case to compel the Commissioner to do his duty 
and in effect compelled the entry of a judgment by com¬ 
pelling the Commissioner 4 4 to enforce a former decision 
made in the Patent Office in an interference proceeding. ’’ 

II. The Decision of the Examiner of Interferences Con¬ 
trols. 

The decision of the Examiner of Interferences is not 
only the last decision but the only decision inter partes, 
that is, in the interference proceeding. The decision of 
the Board of Appeals was ex parte and prior to the inter¬ 
ference and could not be binding upon the Petitioner in 
the subsequent interference. In the Neweomb-Moore Case 
this Court even set aside decisions of the Board of Ap¬ 
peals allowing claims to two of the parties to a three- 
party interference and rendered ex parte after a decision 
rendered inter partes, which inter partes decision held that 
the other parties were not entitled to the claims. 


•Butterworth v. Hoe, 112 U. S. 50. 
**1S Corpus Juris 1134. 


perform the duty in strict compliance with statutory requirements as to 
the time and manner of performance (38 C. J., pp. 555-6). 

“If the Commission had made its report to the President in violation 
of a valid restraining order or writ of injunction, the appellant would 
not have been left without a remedy, and the court would be diligent in 
its endeavors to correct, as far as the law permitted, the wrong resulting 
from a contemptuous disregard of its orders” (Norwegian Nitrogen Prod¬ 
ucts Co. v. United States Tariff Commission, 6 F. [2d] 491, 1. c. 496). 





But considering the decision of the Board of Appeals 
as deliberate and to the point and adjudicating David¬ 
son’s right to claims (2, 3 and 4) dominating the Boots 
et al. structure, that decision was superseded by the de¬ 
cision inter partes deciding that Davidson was not en¬ 
titled to any claim dominating the Boots et al. i structure, 
and that is what the Examiner of Interferences decided 
when he said, in holding that Davidson disclosed nothing 
but an aggregation: 

4 4 Davidson is not entitled to contest priority with 
Boots et al.” (Bee. p. 57). j 

In this case, therefore, the usual principle, thdt the last 
judgment prevails, applies. The law is stated by Free¬ 
man as follows (Sec. 629, p. 1326): 

4 4 Rights acquired by virtue of a judgment or de¬ 
cree are liable to be terminated in the sarrje manner. 
Consequently though a matter has once beep litigated 
to a final judgment, if it is subsequently relitigated 
and adjudicated, the last judgment controls and de¬ 
termines the rights of the parties. The second judg¬ 
ment cannot be collaterally impeached by showing the 
first . 9 9 | 

The decisions of this Court and even of the Patent Office 
support this view.* When, therefore, Davidson dismissed 
his appeal, the decision of the Examiner of Interferences 
became final and binding on Davidson and on the Com¬ 
missioner; and we, therefore, have here a situation where 


*«* * * w h en appeal from the decision of the Primary Examiner 
was abandoned, his decision became final and binding upon the par¬ 
ties” (Newcomb v. Mocre, 30 App. D. C. 464). 

“Obviously applicant is seeking by this appeal to reopen the very ques¬ 
tion which was decided adversely to him in the interference. Having 
failed to appeal from the decision of the Examiner of Interferences, the 
question of the operativeness of the device of this application was prop¬ 
erly held to be res adjudicata” (Ex parte Kidder, 1916 C. Dj 37, 39). 

“When Creveling’s appeal was dismissed he abandoned jit and there¬ 
after, in the present ex parte case, attempted to raise the s^me question 
that had been raised and determined in the interference proceeding. 
That, we have held, may not be done” (In re Creveling, 46 App. D. C 
536). 
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“the last judgment controls and determines the rights of 
the parties.” Davidson could not, therefore, collaterally im¬ 
peach this judgment hv showing the first, namely, the 
provisional decision of the Board of Appeals, which on 
its face shows that it was provisional for the purpose of 
permitting Davidson to contest an interference with the 
Boots et al. patent, apart from the fact that the Board’s 
decision was ex parte; neither could the Commissioner. 

The decision of the Interference Examiner is, therefore, 
final and conclusive, not onlv on Davidson but also on the 
Commissioner, whether it was right or whether it was 
wrong*; and it was final and conclusive on each and every 
question raised and argued before, submitted to and de¬ 
cided by the Examiner of Interferences. It then remains 
to determine what that question was. 

III. The Question Was Determined by the Interference 
Examiner. 

The question in this case is not a broad one, but, indeed, 
a very narrow one. It is not one of estoppel in general, 
but of res adjudicata or estoppel by judgment. In the 
case of estoppel in general, the tribunal can consider 
whether the situation has been such as to prejudice an¬ 
other. But in this case the Patent Office cannot relegate 
Petitioner to other remedies, such as an interference with 
the Davidson patent after it has issued, or as a defense 
to an infringement suit, but there must be a remedv that 

C* 7 v 

is plain, adequate and complete.** 

♦“Whether the former decision was right or wrong, or was induced by 
the want of the particular evidence that was offered in the present case, 
is not the question. However that might be it was final and put an end 
to the litigation in the first interference. It must be held, therefore, 
as conclusive of every question that not only was, but also might have 
been, presented and determined in that case” (Blackford v. Wilder, 2S 
App. D. C. 535, 1907 C. D. 491, 1. c. 502). 

♦♦“There being no other adequate and speedy remedy, we think appel¬ 
lant entitled to the relief sought” (Newcomb Motor Company v. Moore). 
See, also Work v. Read, 10 F. (2), 1. c. 638. 

“Appellant was entitled to go hence in the full and uninterrupted en¬ 
joyment of the patent” (Newcomb v. Moore, supra). 
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In the case of res adjudicata or estoppel by judgment, 
the prior judgment is conclusive if there has been a de¬ 
termination of the matter in controversy or essentially con- 
nected with or upon issues made and tendered; in this 
case we have all of those factors. 

This is not a case where it was incumbent u^>on Boots 
et al. to tender the specific claims 2, 3 and 4 of the 
Davidson application, as it might be said th^y should 
have done by making an application for reissue; for 
Davidson did not seek an interference with tljiis patent 
until more than three years after the Boots et al. patent 
had issued and the normal period for reissue had ex¬ 
pired. Moreover, Boots et al., and not Davidson, pre¬ 
vailed. Nor is this a case where claims 2, 3 and 4 are for 
subject matter distinct and separable from the subject 
matter in interference; or a case where the question was 
excluded from the litigation and not passed utoon. Nor 
is this a case where an interference has been dissolved 
because the counts of the issue were not patentable, with 
both parties having an opportunity to go back^ ex parte, 
to obtain claims for common patentable subject matter. 

The situation here is a verv narrow one. Davidson went 
into interference with the Boots et al. patent over three 
years after its issue; and in making claim 1 of the Boots 
et al. patent, not only contended that the subject matter 
of that claim was the subject matter of what he had been 
claiming and what was disclosed by him (Bee. p. 5), but 
he added, by amendment, a number of additional counts, 
all of which were represented by him to constitute com¬ 
mon patentable subject matter between the Bqots et al. 
and Davidson structures. Boots et al. countered with a 
motion to dissolve and with an opposition, having as a 
basis, in Ground 1, that the Davidson disclosure was noth¬ 
ing but an aggregation, which could not have any patent- 
able subject matter in common with something patented. 
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Now the Motion for Dissolution and the Opposition to 
Davidson’s Motion to add counts under Rule 109 did not 
raise any question of patentability of the counts, but they 
raised the question of Davidson’s right to any claims domi¬ 
nating the Boots et al. structure. That brought up for 
determination whether the disclosure of Davidson’s struc¬ 
ture was such as to be capable of being claimed as an 
invention; if not, no claims having a basis in the Davidson 
application could dominate the Boots et al. structure, no 
matter how words could be assembled in a technical claim 
or no matter how words in a claim of the Boots et al. 
issued patent could be expanded or twisted verbally to 
meet a giVen condition or structure. This Court said in 
In re Dement, 49 App. D. C. 261: 

“The issue in an interference is not merely a claim 
which is distinct and separable from other claims 
which are or may be made on the same disclosure. 

The Contest is over an embodied invention, not a tech¬ 
nical claim.” 

Even the Rules of the Patent Office do not use the sim¬ 
ple word “claim” or “claiming” as determining a state 
of interference, but they use such expressions as “claim¬ 
ing substantially the same patentable invention” (Rule 

93) ; “claims for substantially the same invention” (Rule 

94) ; “claims as are necessary to cover the common in¬ 
vention in substantially the same language” (Rule 96). 
In other words, it is “an embodied invention,” that is, a 
structure capable of being claimed as a “patentable in¬ 
vention,” that is before the Examiner of Interferences in 
any interference proceeding. If a structure (“embodi¬ 
ment”) of one of the parties to an interference simply can¬ 
not be considered as an invention, then no claim, no mat¬ 
ter how skillfully drawn to that structure can be for a 
patentable invention. 

Here then the interference between Boots et al. and 
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Davidson was “over an embodied invention, nbt a tech¬ 
nical claim.’’ There was set up in the original declara¬ 
tion of interference (Rec. p. 35) claim 1 of the Boots et al. 


patent, because the Board thought that the “reflector in 
the back of the casing,” a limitation of the diaim, was 
“a common feature in lamps” and was “independent of 
the combination claimed by appellant” (Davidson) in 
his claims 2, 3 and 4 and that, therefore, “therb might be 
interference” so that Davidson should have the right to 
contest priority with Boots et al. (Rec. p. 34) % 

Davidson also added eight additional counts| allegedly 
to common patentable subject matter as betwleen Boots 


et al. and the Davidson structures (Rec. p. 41); however, 
Davidson carefully refrained from adding claims 2, 3 
and 4 and even went no further with propose^ counts 8 
and 9 (Rec. p. 43) after a technical objection by the Ex¬ 
aminer of Interferences (Rec. 46). The reasdn for Da¬ 
vidson refraining from doing those things was obviously 
because the Board of Appeals had stated not pnly in its 
original decision, but again in its decision oh reconsid¬ 


eration, that what was disclosed by Davidson 
plication was not patentable because for an a 


in his ap- 
ggregation 


and in addition thereto unpatentable over the prior art. 


** 


♦The Board cited In re Orcutt, 1909 C. D. 335; 32 App. D. C. 345, in 
which the Court says: \ 


“In view of the inadvertence of the Patent Office in granting a patent 
to McDonald and McDonald for the claims of the issue, wh|ich patent is 
now beyond the control of the Office, it would probably hjave been the 
more equitable practice to have assumed patentability in the interference 
proceeding for the purpose of determining the question ot priority be¬ 
tween the two parties thereto.” 

This was in accordance with the practice approved in Bqnine v. Bliss, 
1919 C. D. 75, in which an interference was declared and priority awarded 
an applicant on a claim which omitted one of the limitations of the 
claim of the interfering patentee. 

**“* * * there is no invention in supplying a reflecting surface formed 
of tetrahedrons, and in view of Mygatt No. 976,681, there )s nothing in¬ 
ventive in embodying a light transmitting and a reflecting surface in the 
same plate, the prisms of Mygatt involving the same reflecting principle 
as the tetrahedrons of Regener” (Rec. p. 30). 

“What we intended to say was that McGrath and Scott \ disclosed the 
broad idea of appellant’s device, so far as the general result) is concerned, 


I 
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Accordingly, if Davidson had submitted claims 2, 3 and 
4 he knew they would come directly within the Board’s 
statements. Davidson, therefore, contented himself with 
claims which read so closely the Boots et al. claims as 
to place the Patent Office in a position that it could not 
hold them as coming within the Board’s statement be¬ 
cause of the rule against holding claims of an issued pat¬ 
ent invalid in an interference proceeding. 

"We have stated it was not incumbent upon Boots et al., 
but on Davidson, to add those claims 2, 3 and 4. In the 
first place, for Boots et al. to add these claims by motion 
under Rule 109 would have required them to accompany 
those claims by the following statement required by the 
Patent Office wherever claims are added under Rule 109: 

“that it is believed that the claims are patentable” 

(Ames, Jr., v. Ryan, 1917 C. D. 43) 

and Boots et al. did not believe that to be a fact. 

What Boots et al. therefore did was to go back to fun¬ 
damentals. * * * In their opinion, neither party was en¬ 
titled to claims for common subject matter constituting a 
“common invention” (Rule 96) because there was no com¬ 
mon invention, that is, a common structure patentable un¬ 
der the law. In their opinion, Davidson did not disclose 
“an embodied invention” (In re Dement) because he dis¬ 
closed nothing but an aggregation and that, therefore, 
Davidson was not entitled to a claim dominating the Boots 
et al. structure. This, in their opinion, was not only true 
of claims 2, 3 and 4, but also precluded giving to the 
claims of the Boots patent, or any variations thereof, any 

and that there would be no invention in view of Mygatt and Regener in 
combining the lens and reflector prisms of Mygatt in a single plate and 
in using the form of reflector plate taken from Regener instead of the 
form of prism shown in Mygatt” (Rec. p. 33). 

“Apparently Sandford has drawn his claim 1 in such terms that it 
can be read on appellant’s construction, but when so read it is a mere 
aggregation as appellant’s curved front or lens acts entirely independ¬ 
ently of his tetrahedral reflecting surface” (Rec. p. 33). 




construction broad enough to comprehend the! 


Davidson 


structure, because that would be stretching thq claims to 
the breaking point as being for aggregations and invalid 
over the prior art. Boots et al. were, therefore,; content to 
proceed with the supposition that “the contest is over an 


embodied invention, not a technical claim” (In re De¬ 


ment), and to contest the interference on the ground that 
Davidson could not make the claims of the Roots et al. 
patent, because Davidson did not disclose “ail embodied 
invention.” That was the position taken in Bfiots et al.’s 
Motion for Dissolution (Ground 1, Rec. pp. 37 and 38), and 
in their notice of opposition to Davidson’s motion to add 
additional claims (Rec. p. 48). That was tljie position 
taken in their brief before the Examiner of Interferences 
in which they said (Rec. p. 8, not denied in the answer): 

“There is no common patentable subject matter as 

between the Boots and Davidson disclosujes, for the 
disclosure and claims of Boots are for a combination 
while the disclosure and claims (2, 3 and 4) of David¬ 
son are for aggregation. There can be no interference 
between a combination and an aggregation because 
there can be no common patentable subject matter. 
This is so fundamental that no authority is neces¬ 
sary.” (Emphasis in Original Brief) (Rec. pp. 8 
and 9). 


That became the issue before the Examiner of Interfer¬ 
ences. Upon the issue so tendered and accepted, the case 
was argued and submitted and finally decided and deter¬ 
mined by the Interference Examiner. Indeed^ the Inter¬ 
ference Examiner gave this as a “reason wh^ Davidson 
is not entitled to contest priority with Boots Ct al.”* 


♦“Boots et al. contend that the count and proposed counts as readable 
upon the Davidson device define an aggregation, whereas as readable 
upon the Boots et al. device they define a combination. In view of the 
presumption of validity attaching to the Boots et al. patent, the counts 
must therein conclusively be presumed to express a combination. It 
seems plain that the structure shown by Davidson in Fig. 1 is an aggre- 
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The decision of the Interference Examiner was not one 
holding the issue unpatentable, but that Davidson was not 
the inventor of anything disclosed in the Boots et al. pat¬ 
ent; that Davidson did not disclose “an embodied inven¬ 
tion” (In re Dement) and therefore could not make any 
claim dominating the Boots et al. structure; and that Boots 
et al. were “entitled to go hence in full and uninterrupted 
enjoyment of the patent” (Newcomb v. Moore, 30 App. 
D. C. 464). When the Davidson appeal was dismissed, the 
decision became final and binding upon Davidson, and 
Davidson could not thereafter seek to cover subject matter 
common to the structures of the Boots et al. patent.* 

Before proceeding with the discussion of decisions 
within or emanating from the Patent Office, it will be w^ell 
to go back again to general principles. 

Generally a decision on a motion cannot form the basis 
of an estoppel by judgment, for the reason, as stated by 
Freeman, of that lack of grave discussion and deliberation 
which should characterize the basis of a judgment.** How¬ 
ever, the author shows that a decision on a motion can 
properly form the basis of an estoppel by judgment where 
there has been a full and complete consideration of the 
question. Some of the decisions of the Patent Office or 


♦“Unquestionably, a patent issued on this application would dominate 
the subject matter of Babcock’s patent that was involved in the inter¬ 
ference proceeding and decision. If the broader claims now applied for 
were necessarily included in the scope of that decision, and concluded 
thereby, it was the duty of the Commissioner to reject them, for the 
patent could not justly be issued” (In re Marconi, 38 App. D. C. 286). 

♦♦“It will be seen that the reasoning of the court in this case, which 
seems to be a leading American Case upon the subject, is inapplicable 
to those motions which admit of ‘grave discussion and deliberation,’ and 
are capable of ‘being thrown into the shape of a record,’ and being the 
‘subject of review in another court.’ ” 

“Since then a full hearing, with the right of appeal, was open to the 
defendant on that motion, how is he to a void the binding effect of that 
decision, so far as it covers what was actually and necessarily tried on 
that reference?” (Sec. 667, pp. 1404-1405). 


gation. and it is thought Davidson describes no construction which could 
properly be termed a combination. The contention of Boots et al. is 
deemed tenable, and to present another reason why Davidson is not en¬ 
titled to contest priority with Boots et al.” (Rec. p. 57). 
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which have emanated therefrom can readily be distin¬ 
guished for that reason. Here there was an issue ten¬ 
dered, accepted, and a question determined, with the right 
to appeal; in fact, Davidson did appeal, and j then dis¬ 
missed his appeal. 

Of course the decision of this Court in the ^ewcomb- 
Moore case settles that a decision on a motion for disso¬ 
lution can form the basis of an estoppel by judgment. 

In Southern Pacific Railroad Company v. Unified States, 
168 U. S. 1, the Supreme Court announces a geiieral prin¬ 
ciple as follows (pp. 48-49): | 

“The general principle announced in j numerous 
cases is that a right, question or fact distinctly put 
in issue, and directly determined by a court of com¬ 
petent jurisdiction, as a ground of recovery, cannot 
be disputed in a subsequent suit between the same 
parties or their privies; and, even if the second suit 
is for a different cause of action, the right, question 
or fact once so determined must, as between the same 
parties or their privies, be taken as conclusively estab¬ 
lished, so long as the judgment in the first spit remains 
unmodified. 7 7 


It will be noted that the Supreme Court uses the expres¬ 
sion “a right, question or fact distinctly put in |issue, and 
directly determined by a court of competent jurisdiction”; 
and that “the right, question or fact once so <|etermined 
must, as between the same parties or their privies, be 
taken as conclusively established. 77 This, of cou 
for discussion, what is a right, question or fact 
put in issue. Here, again, Freeman is unusually clear. 
After defining a “cause of action 77 * and pointing out that 
“The best and most invariable test as to whether the same 


rse, leaves 
distinctly 


*“A cause of action has been defined to be ‘Every fact w^iich it would 
be necessary for the plaintiff to prove if traversed, in order to support 
his right to the judgment of the court’” (Sec. 678, p. 1433).! 
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evidence will sustain both the present and the former ac¬ 
tion,” he says: 

“ 4 It is not the object of the suit, the recovery, or 
fruits of the litigation alone, that constitutes the estop¬ 
pel, but the facts put in issue and found, upon which 
the recovery is based,’—facts in issue as distinguished 
from the evidence in controversy. And it has been 
held that an issue, not absolutely necessary to be de¬ 
termined, may become res judicata if presented by the 
pleadings, argued by counsel, and in fact decided by 
the court” (Sec. 688, p. 1453). 

He then shows that the mere fact that the Court “goes 
further than absolutely necessary to sustain its judgment 
in determining material issues,” or that “where a judg¬ 
ment is based expressly upon two grounds, either of 
which would have been sufficient,” does not prevent the 
issue determined from being res adjudicata (Sec. 698, 
p. 1478). 

There can be no question but what in this case the 
question or ultimate fact distinctly put in issue was the 
nonexistence of common patentable subject matter, be¬ 
tween the Boots and Davidson* structures, and that was 
not only tendered, accepted, argued and determined by 
the Interference Examiner, but it was so recognized by 
Davidson in Assignments of Error 7 and 9 of his appeal. 
Indeed, the Interference Examiner based his determina¬ 
tion of even no right of Davidson “to contest priority 
with Boots et al.” (Rec. p. 37) on that ground. There 
can be no question, therefore, that this must be taken “as 
conclusively established” when the Davidson appeal was 
withdrawn and the decision of the Interference Examiner 
became final and binding upon Davidson. 

The fact that such finding and conclusion by the Inter¬ 
ference Examiner may not have been necessary to dis- 

*(A common “embodied invention” as distinguished from “a technical 
claim”—In re Dement.) 



pose of the controversy; the fact that the Interference 
Examiner went further than absolutely necessary, or the 
fact that it formed one of the grounds on which I judgment 
could be based; none of these prevents the is^ue deter¬ 
mined by him from becoming res adjudicata; 'd-here this 
issue was tendered by Boots et al v accepted by [Davidson, 
argued by counsel and in fact decided by jhe Inter¬ 
ference Examiner. When the Interference Examiner’s 
decision, therefore, became final and conclusive Ion David¬ 
son, it disposed of every controversy between! Davidson 
and Boots of whether Davidson was thereafter Entitled to 
any claim which could by any latitude of construction 
be held to embrace matter common to the structures of 
both parties to this Interference, and thereafter Davidson 
was not entitled to anv claim dominating the B( 
structure. 

Nor does it alter the situation because the 

i 

of Interferences refused to transmit the count's 8 and 9 

i 

proposed by Davidson, although, as noted aboye, the ob¬ 
jection was rather a technical one, which Daiddson did 
not cure, and, at any rate, if not technical, lie did not 
seek a review. That did not relieve Davidson from the 
consequences of the decision of the Interferencd Examiner 
as an adjudication of the question determined. 


oots et al. 


Examiner 


4 4 And it must certainly be true that (where the 
court prevents the litigation of matters which neces¬ 
sarily inhere in the cause of action of cl^im, on the 
ground that they are not properly or (sufficiently 
pleaded, this does not relieve a party from the con¬ 
sequences of the judgment as an adjudication. His 
remedy is either to amend or to have the ruling, if an 
erroneous one, corrected by appropriate proceedings 
of review, since an erroneous judgment is as conclu¬ 
sive as a correct one” (Freeman, Sec. 705, jp. 1489). 

Here Davidson did not amend further or h^e the rul¬ 
ing of the Examiner of Interferences reviewed He did 
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not present claims 2, 3 and 4 under Rule 109, as he should 
have done. 

Furthermore, we have here really the situation stated 
by Freeman,* for here the addition of proposed counts 8 
and 9 or of claims 2, 3 and 4 of the Davidson application 
depend upon a fact or issue involved in and adjudicated 
in this Interference and conditioned upon the existence 
or nonexistence of some fact or state of facts which also 
constitute the basis or an essential element of the cause 
of action adjudicated, namely, whether there was any 
common patentable subject matter between the structures 
of the parties to the interference, i. e., any common “em¬ 
bodied invention.” We have an adjudication that there 
was not; Accordingly by the dismissal of the Davidson ap¬ 
peals that adjudication became final and conclusive not 
only as between Boots and Davidson, but as between the 
Patent Office and Davidson. 

It is submitted that, under the fundamental principles 
of the law of judgments as an estoppel, the essential 
issue and ultimate fact, as to whether or not Davidson is 
entitled to any claim which could by any latitude of con¬ 
struction be held to embrace subject matter to the struc¬ 
ture of both parties to this Interference, has been ad¬ 
judicated and become final and conclusive as against 
Davidson’s right. In Blackford v. Wilder, 28 App. D. C. 
535, 1907 C. D. 491, this Court cites with approval the 
following practice of the Patent Office at that time: 

“*' * * after rejecting all claims which are or 
could be made by the prevailing party, may properly 

*“A claim or demand which might have been, but was not asserted in 
a prior action, may depend upon some fact or issue involved in and adju¬ 
dicated in that action, as where it is conditioned upon the existence or 
non-existence of some fact or state of facts which also constitute the 
basis or an essential element of the cause of action previously adjudi¬ 
cated or of a defense which was made or might have been made in the 
first action, and which was therefore adjudicated by an adverse judg¬ 
ment. Under such circumstances it is clear that the judgment would 
operate as an estoppel in an independent action on such a claim” (Free¬ 
man, Sec. 787, pp. 1669-70). 
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allow to the defeated party such other claiins as are 
held to be patentable and which could not be made 
by the prevailing party; and that no claim;should be 
allowed to the defeated party which could by any 
latitude of construction be held to embrace matter 
common to the structure of both parties f,o the in¬ 
terference” (I. c. 496). j 

And this Court further refers to the fact that “a funda¬ 
mental fact of both cases are the same.” Here these 
fundamental facts formed an issue tendered by j Boots, ac¬ 
cepted by Davidson, argued and submitted by counsel, 
and finally determined by the Interference [Examiner, 
thereafter recognized by Davidson in his appjeal, which 

was dismissed. ! 

I 

Blackford v. Wilder also determines the no^right of a 
party to an interference to 44 amend by inserting broader 
claims dominating those that were by th^t decision 
awarded” to the other party. While that ca^e involved 
an interference between pending applications, tjie Marconi 
Case, again stresses the fact that the claiihs 4 4 would 
dominate the subject matter of the Babcocjk patent,” 
and which were 4 ‘within the disclosure of the appli¬ 
cation.” The Henderson Case, 50 App. D. C.j 191, again 
states “moreover, it is the law that a losing party in 

an interference is not entitled to claims that would 

| 

dominate the claims given to his successful rival”; 
that case involved an interference with a patent, and the 
court considered the claims presented by Henderson 4 4 in 
connection with the specifications” of the parties to the 
interference. The Wasserfallen Case, 54 App. D. C. 367, 
again decides that the unsuccessful party td the inter¬ 
ference should not 4 4 be permitted to relitigatje them for 
the purpose of dominating the patent,” and there again 
the claims differed from those in interference^ The Ellis 
Case, 47 F. (2d) 963, presented the same Situation as 
here; indeed, the facts are practically the sajne, because 
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Ellis sought to obtain dominating claims omitting certain 
of the limitations found not to have been disclosed by 
Ellis 7 application in the Interference. 

It is true that in some of the cases decided by the Pat¬ 
ent Office, this Court and by the Court of Customs and 
Patent Appeals, an applicant was permitted to present 
broader claims after an interference with a patent on 
specific claims, but the situations were different than 
here. In the first place, in those cases an issue as to 
common patentable subject matter had never been 
squarely tendered, accepted, argued, submitted, deter¬ 
mined and appealed from with a later dismissal of the 
appeal; second, the patentee had an opportunity to pre¬ 
sent the claims, because his period for filing of a reissue 
had not expired; third, there had never been a determina¬ 
tion of the question either because it was excluded and 
not determined or because there were special facts or 
circumstances. We have none of those conditions here; 
for even here the question was not excluded at all, but 
after determination adversely to Davidson there was a 
recognition of its determination in the Assignments of 
Error 7 and 9 of Davidson’s Appeal (Rec. p. 58). 

The decisions of this Court and of the Court of Customs 
and Patent Appeals are clear that even in an interference 
between a patentee and an applicant, where the inter¬ 
ference is dissolved because of no-right of the applicant 
to make the claims, and where the applicant has failed 
to present claims under Patent Office Rule 109, the appli¬ 
cant cannot later present claims common to the structures 
of the parties or which by any latitude of construction 
can be held to embrace such common subject matter, or 
which dominate the structure of the patent. Much more 
so should these prohibitions apply where, as here, a ques¬ 
tion was tendered, accepted, argued, submitted and de¬ 
termined, which question, apart from the requirement of 
Rule 109, determined the nonexistence of any common 
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patentable subject matter between the patent and the 
application, and, therefore, raised the prohibitions noted 
above against any claims directed to common subject 
matter or dominating the Boots et al. structure^ 


Resume of I, II and III. 

, 

We have shown that this Court has the powei* to com¬ 
mand the Commissioner to enter a judgment in an inter¬ 
ference proceeding in accordance with the decision in such 
interference; that the decision of the Examiner of Inter- 
ferences was the last decision inter partes and controls; 
that a question was tendered, accepted, argued, Submitted 
and finally determined and decided by the Examiner of 


Interferences; and that the determination of suclj question 
became final and conclusive, not only as between Boots 


et al. and Davidson, but also became binding 


upon the 


Commissioner in any subsequent proceeding. 


The decision of the Examiner of Interferences entitled 
Boots et al. to the entry of a judgment of the sco^e prayed 
for (Petition, Rec. p. 16); that prayer was denied by Jus¬ 
tice Letts and the denial assigned as error (Assignment 
IV, Rec. p. 74). We will briefly discuss the scqpe of the 
judgment which we ask this Court to command the Com¬ 
missioner to enter in Interference No. 66,484 and as set 


out in the Petition (Rec. p. 16): 


(a) that there is no common patentable subject mat¬ 
ter between the structures of the parties to this inter¬ 
ference; 

That is exactly what the Examiner oij Interfer¬ 
ences decided on the question tendered, accepted, 
argued, submitted and determined, ithe above 
also comes within the prohibitions of this Court 
in the Capin Case, 43 App. D. C. 342[ and the 
Henderson Case, 50 App. D. C. 191. 

(b) that Davidson is not entitled to apy claims 
which could, by any latitude of construction, be held 

I 7 

i 

i 

i 
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to embrace matter common to the structures of both 
parties to this interference; 

That is exactly what this Court said in Black¬ 
ford v. Wilder, 28 App. D. C. 535, previously re¬ 
ferred to, and reiterated in subsequent decisions 
involving motions for dissolution. 

(c) that Davidson is not entitled to any claims 
dominating the Boots et al. structure; 

That is exactly what this Court said in the Hen¬ 
derson Case, in which this Court also cited the 
Marconi Case, 38 App. D. C. 286, which is to the 
same effect. 

(d) that Davidson is not entitled to claims 2, 3 and 
4, set forth in clause 5 of this petition; 

These claims come within the prohibitions (a), 
(b) and (c) above noted and based upon decisions 
of this Court, as just shown. Those claims 2, 3 
and 4 were not added by Davidson under Patent 
Office Rule 109 and, therefore, come within the 
prohibitions of this Court in the Capin and Hen¬ 
derson Cases, irrespective of whether we consider 
this case from the standpoint of a decision on a 
question tendered, accepted, argued, submitted 
and determined, or from the standpoint of failure 
to add the claims under Rule 109. 

The insistence of Petitioner for the entry of the Judg¬ 
ment outlined above is not because Petitioner’s counsel 
wants to be technical, anv more than he would be if he 
insisted that a decree in an infringement suit be entered 
after a decision rendered. When this Petition was filed 
we believed the entry of a judgment of the scope noted 
would have stayed the hand of the Commissioner in issu¬ 
ing the Davidson patent, and it is to be noted that a Peti¬ 
tion for the entry of that judgment was previously sub¬ 
mitted to the Commissioner and denied (Petition, Clause 
23, Rec. p. 15) admitted in Answer (Clause 23, Rec. p. 68). 
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i 

i 

| 
i 

Now that the Commissioner has issued the patenjt the rea¬ 
sons for the entry of the judgment are still existent, be¬ 
cause as in any other proceeding the record should show 
in clear, concise terms what was adjudicated; ^nd if our 
contentions are correct, the Commissioner did riot realize 
what was adjudicated, otherwise he would not hrive issued 
the patent. But apart from that reason it is still possible 
for Davidson to make application for reissue, arid in such 
a case we want the record to show just what whs adjudi¬ 
cated in order that the Commissioner will give full force 
and effect to that judgment. 

There is an additional reason why the judgment should 
be entered. The interference in question was formulated 
and was proceeded with under Patent Office Rules as then 
existing. Since that time, however, there hai been an 
amendment to Rule 116*, which, as we read it, seeks to 
disturb the legal status of res adjudicata because of de¬ 
cisions in an interference proceeding where therp has been 
no award of priority, although this Court, beginning with 
the Newcomb-Moore Case and ending with the [Henderson 
Case painstakingly applied the principles of res pdjudicata 
and estoppel by judgment to interference cases terminating 
in decisions dissolving the interferences. Whether the 
amendment to that Rule has a basis in law or ijs contrary 
in law, we need not at this time consider. However, if 
in any future proceeding involving, for instancy, a David¬ 
son reissue application, the Commissioner of Parents seeks 
to apply that Rule, petitioner wants to be in a position 
where there has been a judgment entered in this pase which 
will prevent the application of the amendmerit to that 
Rule. 

l 

♦The amendment is as follows: 

“The termination of the interference by dissolution under rule 122, 
without an award of priority, shall not disturb this presumption, and a 
party enjoying the status of a senior party with respect t<j> any subject 
matter of his application shall not be deprived of any claim to such sub¬ 
ject matter solely on the ground that such claim was not [added to the 
interference by amendment under rule 109.” 
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IV. Boots’ Right to Appear in Further Proceedings. 

We realize that the Patent Office has followed the prac¬ 
tice of raising the question of res adjudicata or estoppel 
by judgment in ex parte proceedings and that this posi¬ 
tion was affirmed by this Court in the Marconi Case, 38 App. 
D. C. 286. The view is, of course, that the Commissioner 
of Patents stands in the shoes of the prevailing party to 
the Interference. However, there is nothing in the Mar¬ 
coni decision that precludes the Commissioner from per¬ 
mitting the prevailing party in the interference from 
appearing thereafter in order to maintain the conclusive¬ 
ness of the former adjudication. In fact the following 
statement in the Marconi Case 

“It is true that the Commissioner might, in the 
exercise of his discretion, and especially if in doubt, 
have declared another interference with Babcock and 

devolved upon him the burden of maintaining the 
conclusiveness of the former adjudication” (38 App. 
D. C. 286). 

not only approves such a proceeding, but it is submitted 
that the prevailing party can well demand that all future 
prosecution of claims of the losing party be conducted 
inter partes. The fact that this Court added “but he was 
under no obligation to pursue that course,” simply meant 
that that course was not the only one open to the Com¬ 
missioner. Moreover, since in the Newcomb-Moore Case, 
30 App. D. C. 464, this Court had decided that no second 
interference could be declared, the only course would be 
to permit and even compel further prosecution of the 
claims inter partes. 

There have been cases where the courts have permit¬ 
ted a third party to intervene in a proceeding directed to 
his detriment. Thus in the early case of Lord v. Veazie, 
8 How. 249, the Supreme Court permitted a third party 


to dismiss an appeal where he was prejudiced by the 
proceedings. In American Wood Paper Co. v. Heft, 8 
Wall. 333, which was an infringement suit, a third party 
was allowed to intervene because the suit had | really been 
settled, but was being carried on for the purpose of ob¬ 
taining an adjudication prejudicial to that third party, 
and the appeal was dismissed. In Kessler v. Eldred, 206 
U. S. 285, the Supreme Court permitted a manufacturer 
to restrain the bringing of a suit against hi$ customers 
where the issue was res adjudicata as between fhe patentee 
and the manufacturer. 

The proceedings prayed by Boots, Petitioner, et al. 
are in nowise analogous to an opposition proceeding; for 
Boots, Petitioner, et al., as the prevailing party, does not 
stand in the same position as a member of Ithe general 
public, but occupies the position of one in w[hose behalf 
an adjudication has been rendered on a question or mat¬ 
ter which is determinative of any future rights of David¬ 
son to claims dominating the Boots et al. structure. In 
fact, in the Marconi Case, the Court of Appeals recog¬ 
nized that special position. Boots, Petitioned et al., is, 
therefore, entitled to maintain the conclusiveness of the 
former adjudication, not through the medium of the Com¬ 
missioner alone, but through personal appearance. 

There is every reason in this case why the Patent Office 
should not only permit Boots, Petitioner, et hi. to inter¬ 
vene in any future prosecution of claims b^ Davidson 
(as in a reissue application), but in fact the Patent Office 
should require such further prosecution to be inter partes 
and devolve upon Boots, Petitioner, et al. the “ burden of 
maintaining the conclusiveness of the former adjudica¬ 
tion” (In re Marconi). The records of the Davidson ap¬ 
plications are not only voluminous, constituting as they 
do, over 350 pages, exclusive of the interference records 
and the records in the various appeals in which the 
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Davidson applications were involved, but the files of the 
Davidson applications also show that they have traveled 
through several Divisions. Not only will the burden of 
maintaining the conclusiveness of the former adjudica¬ 
tion, if accepted by the Commissioner and his Solicitors, 
be extremely burdensome, but there is indeed danger that 
many of the facts, scattered as they are through numer¬ 
ous records, will not appear for complete presentation. 
We do not want to belittle or cast any reflection what¬ 
soever upon the Patent Office and its excellent Solicitors, 
but we do submit that where a party to an interference 
has obtained a judgment he should have the right to 
appear in proceedings for maintaining the conclusive¬ 
ness of that judgment. Indeed, the Commissioner should 
devolve upon that party the burden of doing so. Boots, 
Petitioner, et al. has a right here which should be recog¬ 
nized, and was recognized by this Court in the Marconi 
Case. 

There is another reason why the Patent Office should 
welcome Petitioner to appear in further proceedings. As 
noted in the Petition (Rec. p. 6) and Exhibit G (Rec. p. 
37), one of the grounds (Ground 5) of Boots’ Motion was 
Davidson’s no right to the claims because of failure to 
disclose a useful or usable device, and this was founded, 
not upon mere contentions by Boots et al. or on theoreti¬ 
cal considerations, but upon assertions by Davidson in his 
original application that a certain thing was necessary to 
make a usable, operative, worthy and workable device. 

i _ _ 

(See Rec. pp. 39 and 40.) The Examiner, the Board of 
Appeals and the Court of Customs and Patent Appeals 
(In re Davidson, 54 F. [2d] 956) found and concluded 
that that very thing was not disclosed in Davidson’s 1920 
application. This was, therefore, something which could 
not be cured by amendment or affidavit, although that is 
not determinative in this case. The Interference Exam- 
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iner denied this ground “without prejudice’’ (I^ec. p. 57) 
“upon the present state of the record” and Boots et al.’s 
motion for leave to take testimony was “dismissed with¬ 
out prejudice to renewal after final determination of the 
motions to dissolve and to amend” (Rec. p. ^8). This 
goes to the very foundation (Ex parte Kidder, 1916 C. D. 

37) of any reliance on the Davidson application j)f Novem¬ 
ber 4, 1920, and assuming that the so-called divisional 
application does in fact disclose what the 192p applica¬ 
tion failed to disclose, we then have the situation where 
the relative dates of filing are for Boots et al., jMareh 26, 
1928, and for Davidson, March 5, 1929. 

It is indeed admitted in the Answer (Clause 3, Rec. p. 
64) that the Commissioner found that the Davidson 1929 
application is not in fact “a division,” that pis, carved 
out of the 1920 application, but “a continuation in part 
thereof.” This means that the 1929 application^ on which 
the Davidson patent issued contains a disclosure not con¬ 
tained in the 1920 application. Of course, B^ots et al. 
never had an opportunity to show the imperativeness of 
the disclosure of either of the applications, although 
Ground 5 of Boots et al.’s Motion for Dissolution (Rec. p. 

38) was directed against the so-called “divisional appli¬ 
cation” as well as the so-called “original application.” 

CONCLUSION. 

It is respectfully submitted that the Supreme Court of 
the District of Columbia was in error when he, dismissed 
the Petition and should be reversed at least to |the extent 
noted in the Assignment of Errors Relied On. Petitioner 
is clearly entitled to the entry of a judgment ofj the scope 
as noted in the prayer and in the Assignment of Errors 
and this Court has the power to command the Commis- 
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sioner to enter it, as well as to command him to give full 
force and effect to such judgment. 

January 7, 1936. 

C. B. DESJARDINS, 

Attorney for Appellant, 

National Press Bldg., 
Washington, D. C. 

JOHN H. BRUNINGA, 

Of Counsel for Appellant, 

2119 Railway Exchange Bldg., 

St. Louis, Missouri. 
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In the United States Court of Appeals for the 

District of Columbia. 


United States, Ex Relatione American 
Gas Accumulator Company, 

Appellants, 
vs. 

Conway P. Coe, Commissioner of Pat¬ 
ents, 

Appellee. J 


Np. 6536, 
April Term, 
1935. 


Appellee’s Motion to Dismiss Appeal. 


MEMORANDUM IN BEHALF OF APPELLANT. 

The Appellee has moved to dismiss the appeal on the 
ground that the Assignments of Error raise merely moot 
questions because of the issue on August 27,j 1935, of a 
patent upon a Davidson application, the issub of which 
was sought to be prohibited by one of the praiyers of the 
Petition for Writs of Mandamus and Prohibition (II, Rec. 
p. 16) and the refusal of which by the Supreme Court is 
assigned as one of the errors (V, Rec. p. 74).{ 

I 

The Motion is based upon the premise thajt since the 
Commissioner has now issued the patent, il[ is impos- 

i 

sible to grant the relief prayed for, because! the act of 
the Commissioner in issuing the patent has ipade it im¬ 
possible. The Motion, however, overlooks entirely the 
purpose of the Petition and the proximate rblief sought 
by the Petition. The purpose of the Petition was to com¬ 
mand the Commissioner to give full force and effect to a 
decision of the Examiner of Interferences rendered in an 

i 

interference proceeding in which a patent bf the Peti¬ 
tioner was involved with an application of, Davidson, 
which, the Petitioner alleges, the Commissioned has failed 
and refused to do. In order to effect the purpose of the 
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Petition—and we may say even its primary purpose —this 
Petition prayed for the entry of a formal judgment in the 
interference proceeding in accordance with the decision 
of the Examiner of Interferences, which it is alleged the 
Commissioner has refused to do (Clause 23, Pec. p. 15); 
and that constitutes the primary prayer of the Petition 
(Pec. p. 16) and the refusal of which by the Supreme 
Court constitutes one of the Assignments of Error (IV, 
Pec., p. 74). The prayer prohibiting the issue of the Da¬ 
vidson patent (II, Rec. p. 16) and the refusal of which is 
assigned as one of the errors (V, Pec. p. 74) constitutes 
an ancillary purpose of the Petition, and although the 
granting of the prayer for the entry of a formal judgment 
would have ultimately established a situation where the 
Commissioner would have been unwarranted in issuing 
the patent, the fact that the Commissioner has issued the 
patent does not render the entire case before this Court 
moot, because of the fact that one of the reliefs prayed 
for cannot now be granted, when this Court is still war¬ 
ranted in granting another relief specifically prayed for 
in the Bill. 

It will, therefore, be seen that the Motion to Dismiss is 
directed not against the Petition, but against the extent 
of the relief sought, although it is elemental that an ap¬ 
peal cannot be dismissed because the pleader sought more 
relief than he is entitled to upon the facts stated in the 
pleading, but that it is sufficient to sustain a cause of 
action when it appears that the facts stated entitle the 
Appellant to some relief*. That is because the prayers 


♦“The additional reasons advanced for sustaining the motion to dis¬ 
miss in the equity suit are directed largely to the extent of the relief 
sought. It is elementary, however, that an order of dismissal cannot be 
sustained simply because the pleader sought more relief than he is en¬ 
titled to upon the facts stated.” 

“On this appeal we are not concerned with the extent or the terms of 
the injunctive relief which may be granted if the allegations of the bill 
are sustained. It is sufficient for the purposes of this appeal to sustain 
the bill on the ground that the facts stated entitle appellant to some in¬ 
junctive relief” (Sidney Morris v. National Ass’n, 40 F. [2d] 620, 1. c. 
626 [C. C. A. 7]). 
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are merely the opinion of the pleader as to tlje proper 
method of redress*. From this elemental proposition, it 
necessarily follows that where in a petition for ipandamus 
and prohibition, it is impossible to grant onb of the 
prayers because of impossibility brought about the act of 
the respondent, the appeal should not be dismissed where 
other relief is specifically prayed for and which Relief has 
not been rendered impossible by the act of the respondent. 

The cases cited by the Commissioner are not | in point. 
Shaw vs. Lane, 47 App. D. C. 170, was one wheiie the bill 
was single in its aspect and where the sole relief sought 
had been rendered impossible of performance. Here, the 
Petition prays specifically for relief, namely, the bntry of a 
formal judgment, which has not been rendered impossible 
by the granting of the patent and which, as not|ed above, 
constituted the primary purpose of the petition. McCor¬ 
mick Machine Co. v. Aultman, 169 U. S. 606, simply in¬ 
volved the question whether the Patent Office ban recall 
or cancel a patent or reject any of its claims, which ques¬ 
tion is not involved here, since the Petition doed not pray 
for such cancellation of the Davidson patent, oj even re¬ 
jection of any of its claims, but for the entry of a formal 
judgment in an interference proceeding in accordance with 
a decision of the Examiner of Interferences in that inter¬ 
ference proceeding. The fact that the entry of this judg¬ 
ment may show that the Commissioner was not Warranted 
in issuing the patent establishes no different situation than 
where the Commissioner has inadvertently issued a patent 
while another application was pending and which justi¬ 
fies the Commissioner in adjudging that the other appli¬ 
cant was really entitled to the patent**. 

♦Boyd v. New York & H. R. Co., 220 F. 174, 1. c. 180 D. d N. Y. 

♦♦“The fact that one of the parties has already obtained a patent will 
not prevent an interference, for, although the Commissidner has no 
power to cancel a patent, he may grant another patent for the same in¬ 
vention to a person who proves to be the prior inventor” (patent Office 
Rule 93). 

In the case of In re Bond, 77 F. (2d) 511 (C. C. P. A.), the Court even 
went so far as to give a limited construction to the claims in an issued 
patent in an ex parte proceeding by another applicant for a patent. 
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The question before this Court on this Motion to Dis¬ 
miss is not whether Petitioner is entitled to the entry of 
the specific formal judgment prayed for and set out in 
the Petition (Rec. p. 16) and the refusal of which was 
assigned As error (IV, Rec. p. 74), because that is a mat¬ 
ter determinable by this Court in considering the case 
upon the merits; but the question is whether the impossi¬ 
bility of granting any specific relief because of the acts 
of the respondent warrants a dismissal of this appeal 
where the Petition contains another prayer for another 
specific relief as distinguished from general relief and 
which relief has not been rendered impossible. The Mo¬ 
tion to Dismiss does not allege the impossibility of grant¬ 
ing of the prayer for entry or a formal judgment in ac¬ 
cordance with the decision of the Examiner of Interfer¬ 
ences, nor does the brief argue the merits of the propriety 
of the specific judgment entry prayed for. We will, there¬ 
fore, limit our discussion to the question before this Court 
on this Motion; for the proceedings in this cause are con¬ 
tained in the Petition and the Brief on the Merits. 

ARGUMENT. 

There is no decision of the Supreme Court, nor of this 
Court nor of any other court which holds that an appeal 
should be dismissed unless the basis of the sole relief has 
evaporated. On the contrary, the decisions hold that 
where a court can still grant relief, and particularly where 
the basis of any specific relief prayed for has not become 
impossible of performance, then an appeal will not be dis¬ 
missed, nor will a bill be dismissed. 

IVIills v. Green, 159 U. S. 651, 16 S. Ct. 132, is a leading 
case. That case involved a bill in equity to secure a right 
to vote in an election. When the case reached the Supreme 
Court the date of the election had passed and, of course, 
the basis of the bill had evaporated. It is, however, perti- 
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nent in this proceeding to quote from that Supreme Court 
decision. 

Mr. Justice Gray makes the following observations (16 
S. Ct., 1. e. 133): j 

“The defendant moved to dismiss the appeal, as¬ 
signing, as one ground of his motion, ‘that there is 
now no actual controversy involving real and sub¬ 
stantial rights between the parties to the record, and 
no subject matter upon which the judgment of this 
court can operate.’ 

“It necessarily follows that when, pending an ap¬ 
peal from the judgment of a lower court, anql without 
any fault of the defendant, an event occurs which 
renders it impossible for this court, if it should de¬ 
cide the case in favor of the plaintiff, to grant him 
any effectual relief whatever, the court will not pro¬ 
ceed to a formal judgment, but will dismiss the ap¬ 
peal. 

“If a defendant, indeed, after notice of ^he filing 
of a bill in equity for an injunction to restrain the 
building of a house, or of a railroad, or of hny other 
structure, persists in completing the building, the 
court nevertheless is not deprived of the authority, 
whenever, in its opinion, justice requires it, to deal 
with the rights of the parties as they stoj)d at the 
commencement of the suit, and to compel the defend¬ 
ant to undo what he has wrongfully done ^ince that 
time, or to answer in damages.” 

It is, therefore, clear that there must be left “|no actual 
controversy involving real and substantial rights between 
the parties”; and it must be impossible “to gran): him any 
effectual relief whatever.” 

Board of Flour Inspectors v. Glover, 161 U. 101, 16 
S. Ct. 492, was a case where the Act of inspection sought 
to be restrained had been repealed at the time the case 
reached the Supreme Court and accordingly t}ie appeal 
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was dismissed. However, the Supreme Court vacated that 
appeal when it was shown that the bill prayed for relief 
not affected by the repealing of the statute.* In that 
case, however, the bill was ordered to be dismissed be¬ 
cause there could be no injunction against bringing ac¬ 
tions at law.** 

Levinson v. United States, 258 U. S. 198, 42 S. Ct. 275, 
was a case where the Navy Department had sold a yacht 
to the loivest bidder, but thereafter delivered it to the 
highest bidder pursuant to a decree of the District Court. 
Impossibility of performance was pleaded. However, the 
Supreme Court held that Levinson had just title and, 
therefore, refused to entertain a suggestion that “there 
is no longer a question before the Court” (42 S. Ct., 1. c. 
276). 


Standard Fashion Co. v. Magrane-Houston Company, 
258 U. S. 346, 42 S. Ct. 360, was a suit to restrain viola¬ 
tion of a contract, which contract had, however, expired 
when the case reached the Supreme Court. The bill, 
however, prayed for damages, as well as an injunction 
and the motion to dismiss was denied.*** 

Rice & Adams Corp. v. Lathrop, 278 U. S. 509, 49 S. Ct. 
220, involved a bill for infringement of a patent and for 

*“Our attention has been since called by counsel to the fact that the 
decree was so broad as to restrain defendants from testing at law their 
right to recover fees prior to the date when the repealing act went into 
effect, which restrain was. of course, left in force by the dismissal of the 
appeal. We should not, therefore, have entered the order of dismissal.” 

**But it is equally clear that the bill cannot be maintained for an in¬ 
junction against bringing actions at law if appellants should be so 
advised. 

“The order hereinbefore entered dismissing the appeal will therefore 
be vacated, and the decree reversed without costs to either party, and 
the cause remanded to the circuit court, with a direction to dismiss the 
bill.” 


***“It is contended in the brief for the government, filed by it as amicus 
curiae, that, as the date last mentioned had elapsed pending the suit, the 
case has become moot; but we are unable to agree with such contention. 
The bill prayed an assessment of damages as far as capable of ascertain¬ 
ment. The record shows that such damages were capable at least of 
partial ascertainment” (258 TJ. S., 1. c. 353). 
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an injunction and accounting. The patent, however, ex¬ 
pired forty-two days after the filing of the bill and the 
question was whether the suit should be transferred to the 
law side because of the fact that the basis of injunctive 
relief had evaporated after the expiration of the patent. 
The Supreme Court sustained the jurisdiction of tjie equity 
court, even though one of the prayers—indeed the only 
prayer for equitable relief—was made impossible of per¬ 
formance.* 

Brownlow v. Schwartz, 261 U. S. 216, 43 S. Ct. 263, was 
a case from this Court—a mandamus proceeding to re¬ 
quire the issue of a building permit. When | the case 
reached the Supreme Court the permit had not bnly been 
issued, the building erected, but Petitioner had sold the 
building. The Supreme Court in dismissing the appeal 
stressed the fact that the basis for “the sole relief sought 
by petitioner’’ had evaporated and that, therefore, a 
“judgment would be wholly ineffectual for waht of sub¬ 
ject matter on which it could operate.”** 

. 

People ex rel. Woodhaven Co. v. Public Service Com¬ 
mission, 269 U. S. 244, 46 S. Ct. 83, involved aii order of 
the Public Service Commission to extend gas mains. The 
order had been partially, but not wholly, complied with 
when the case reached the Supreme Court. Tlfe motion 
to dismiss the appeal was, therefore, denied, the! Supreme 

- 1 - 

♦“The general allegations of the hill were sufficiently comprehensive 
to meet such a case. But even without that, if the case was one for 
equitable relief when the suit was instituted, the mere fact that the 
ground for such relief expired by the expiration of the patent, would not 
take away the jurisdiction, and preclude the court from proceeding to 
grant the incidental relief which belongs to cases of that sortf’ (278 U. S., 
1. c. 513). 

♦♦“The case has become moot for two reasons: (1) Because the per¬ 
mit, the issuance of which constituted the sole relief sought by peti¬ 
tioner, has been issued and the building to which it related has been 
completed; and (2) because, the first reason aside, petitioner no longer 
has an interest in the building, and, therefore, has no basis for main¬ 
taining the action. 

“This court will not proceed to a determination when its judgment 
would be wholly ineffectual for want of a subject matter bn which it 
could operate” (261 U. S., 1. c. 217, 43 S. Ct., 1. c. 264). 


I 
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Court citing Brownlow v. Schwartz, 261 U. S. 216, 217, and 
Levinson v. United States, 258 U. S. 198, 202 (46 S. Ct., 
1. c. 84). 

Fidelity & Deposit Co. of Maryland v. Tafoya, 270 U. S. 
426, 46 S. Ct. 331, involved a situation where the law, the 
operation of which was to be restrained, had been re¬ 
pealed when the case reached the Supreme Court. How¬ 
ever, undet the Constitution of New Mexico, “the right or 
remedy of any party in any pending case” was not af¬ 
fected. The Supreme Court held that “we should pro¬ 
ceed to deal with the further questions raised” (46 S. Ct., 
1. c. 332) and, therefore, refused to dismiss the appeal. 

United States ex rel. Norwegian Co. v. United States 
Tariff Commission, 274 U. S. 106, 47 S. Ct. 499, a case 
from this Court, was a mandamus proceeding to compel 
the Tariff Commission to disclose information. However, 
the President had already acted to set the new tariff 
schedule so that nothing could be done to affect that 
schedule. 

Shaw v. Lane, 47 App. D. C. 170, cited by the Commis¬ 
sioner, arid previously referred to, involved a bill for an 

i 

injunction to restrain the Secretary of the Interior from 
delivering certain mineral leases and at the time the case 
reached this Court the leases had been delivered. That 
was, of course, again a case like Brownlow v. Schwartz, 
where w T hat was sought to be restrained and which had 
been rendered impossible of performance, “constitutes the 
sole relief sought by petitioner.” Shaw v. Lane was 
cited and quoted from by this Court in Chesapeake West¬ 
ern Ky. Co. v. Jardine, Secretary of Agriculture, 8 F. (2d) 
794, involving a similar situation; however, this Court 
noted the following: “The appeal is dismissed without 
prejudice” (8 F. [2d], 1. c. 795). 

While in both cases this Court refused to sustain the 
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bill, although it contained a prayer for general relief, 
because 

I 

“A prayer for general relief is in aid of the spe¬ 
cific grounds enumerated, and is limited tb the ob¬ 
jects of the bill” (8 F. [2d], 1. c. 795). 

we have in this case not only a prayer for specific relief, 
namely, a prayer for entry of a judgment in accordance 
with the decision of the Examiner of Interferences, but 
that indeed was the primary purpose of the petition. 

This Court is, of course, familiar with the fundamental 
attitude of the courts that “motions to dismisb appeals 
are not looked upon with favor” (Davis v. F. |W. Wool- 
worth Co., 54 F. T2d] 366 [C. C. A. 10] and decisions cited). 
See, also, Halfpenny v. Miller, 232 F. 113 (C. C. A. 4).* 

The fact that one of the assignments of erroif may fall 
because of impossibility of the court granting bne of the 
prayers of the petition simply establishes a! situation 
often encountered and analogous to that wherb an error 
assigned is not urged or discussed and, therefore, will be 
deemed waived (Harris v. Newsom, 23 F. [2d] ^52 [C. C. 
A. 10]). | 

As we have previously noted, this case is not primarily 
one to restrain the Commissioner from issuing! a patent; 
nor is it one to compel the Commissioner to declare an 
interference, but the Petition has for its primarjv purpose, 
to compel the Commissioner to give full force land effect 
to and to enforce the decision of the Examined of Inter- 

i 

ferences rendered in an interference proceeding in which 
a patent of Petitioner was involved with an application. 

--i- 

5 

♦“Motions to dismiss appeals without consideration oj: the merits 
should not be granted, except when it clearly appears that there has 
been a fatal failure to comply with legal requirements. On! the principle 
that all doubts should be resolved in favor of retaining din appeal for 
decision on the merits, the motion to dismiss is refused” | (232 F., 1. c. 
115). 
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In pursuance of that purpose the Petition specifically 
prays for the entry of a formal judgment in that inter¬ 
ference proceeding based upon and in accordance with the 
decision of the Examiner of Interferences. 

The question as to the propriety of the entry of a judg¬ 
ment following a decision dissolving an interference and 
the scope of that judgment have been fully discussed in 
our Brief on the Merits. 

It is, therefore, respectfully submitted that this appeal 
should not be dismissed. The entry of the judgment and 
such further relief as this Court in its discretion may 
grant is important, not only to plaintiff, but to the general 
public. Whether or not a judgment in the precise form 
prayed for should be entered can be determined by this 
Court when the cause proceeds to the merits, for as noted 
above, the Commissioner has not discussed the merits of 
the judgment entry. We have not discussed the merits 
here because not within the scope of the present motion. 


Respectfully submitted, 


C. B. DES JARDINS, 

Attorney for Appellant, 
National Press Building, 
Washington, D. C. 


JOHN H. BRUNINGA, 

Of Counsel for Appellant, 
Railway Exchange Bldg., 
St. Louis, Mo. 


January 7, 1936. 
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In the United States Court of Appeals 
for the District of Columbia 

— 

I 

October Term, 1935 j . : [ 

■ 

i 

— 

: No. 6536 I • ' 

I’ * ; 

United States, ex Relatione American Gas- 
Accumulator Company, a Corporation of New 
Jersey, appellant I 

vs. 

' : % * I 

: Conway P. Coe, Commissioner of Patents, 

appellee 

_ 

i 

APPEAL FROM THE SUPREME COURT OF THE DISTRICT OF 

COLUMBIA 

■■■ . . 

BRIEF FOR THE COMMISSIONER OF PATENTS 

This is an appeal from an order of the Supreme 
Court of the District of Columbia dismissing a 
Petition for Writs of Mandamus and Prohibition 
and discharging a Rule to Show Cause directed 
against the Commissioner of Patents. | 

It was sought to have the Court issue a writ of 
mandamus compelling the Commissioner of Pat¬ 
ents to enter a specified Order in an interference 

42775—35 (1) 
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which had been pending in the Patent Office, but 
which had been finally determined prior to the fil¬ 
ing of the petition, and to prohibit the Commis¬ 
sioner of Patents from issuing a patent on the 
application of Thomas D. Davidson, No. 344241, 
filed on March 5, 1929, which had been involved in 
said interference with the patent of Boots et al. 
No. 1751070, owned by the Petitioner. 

A Rule to Show Cause was entered, why the writs 
of mandamus and prohibition should not issue, and 
also an Order that further proceedings in the said 
application of Davidson be stayed until the deter¬ 
mination of this cause. 

The latter Order necessitated the withholding of 
the issuance of the patent to Davidson, whose ap- 

i 

plication had been allowed and the final fee thereon 
paid. 

The case came on for hearing before Justice 
Letts, who discharged the Rule to Show Cause, dis¬ 
missed the Petition for Writs of Mandamus and 
Prohibition, and vacated the Order staying proceed¬ 
ings in the Davidson application (R. pp. 72, 73). 
Appeal was noted by petitioner, but no order was 
obtained, either from the Court below or from this 
Court, continuing the stay of proceedings. 

Since the mere taking of an appeal did not act as 
a stay of proceedings, and the Commissioner being 
of the opinion that said Thomas D. Davidson was 
entitled to a patent with certain claims which had 
been previously allowed in his application, the ap- 
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plication was formally allowed and the final fee 
having been paid the patent was issued on August 
27,1935, being Patent No. 2012933. 

When the Record on appeal was printed a 
motion was made by Respondent to dismiss the 
appeal, based on the ruling of this Court in S\i<vw v. 
Lane, 47 App. D. C. 170, since it was believed that 
in view of the issuance of the patent to Dayidson 
only a moot question was raised by the appeal. 

In the Motion it was pointed out that undter the 
ruling of the Supreme Court of the United States 
in McCormick Machine Co . v. Aultman, 169 U. S. 
606, the Commissioner of Patents was powerless 
to cancel the patent or any claims thereof and, 
therefore, could not take the action whic|i was 
sought by mandamus to compel him to take. | 

It is deemed necessary at this point to £ive a 
statement of facts as they appear from the plead¬ 
ings and the exhibits attached thereto. 

The Thomas D. Davidson application No. 344241, 
above referred to, was filed during the pendency of 
another application of Davidson, No. 421761, ftvhich 
had been filed on November 4, 1920, and in which 
earlier application certain claims had been allowed, 
including two claims identical with claims 3 ^,nd 4, 
quoted in paragraph 5 of the Petition. Tlie ex¬ 
aminer had rejected in the later Davidson applica¬ 
tion claims, including claims 2, 3, and 4, ip view 
of the prior art, and on appeal his decisiop had 
been affirmed by the Board of Appeals. The latter 
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tribunal, however, on petition for reconsideration 
vacated its first decision and allowed these claims. 
In so doing it was stated that certain patents had 
been called to the attention of the Board of Ap¬ 
peals, including the patent to Boots et al., above 
referred to, and stated that the party Davidson 
was entitled to a filing date of November 4, 1920, 
which antedated the dates of both Cardwell and 
the Bodts et al. applications, “but it is not thought 
that he is entitled to a patent without an interfer¬ 
ence, in view of the claims of these patents”, and 
then said: 

In view of the claims which have been al¬ 
lowed to Cardwell and Boots et al. and the 
fact that the ground of rejection is not a 
clear anticipation but is of an argumentative 
character we will set aside our decision of 
December 6, 1932, and reverse the decision 
of the Examiner as to claims 2, 3, and 4, in 
accordance with the practice approved in 
Both v. Barr, C. D. 1914, page 29, In re 
Orcutt, C. D. 1909, page 334 (32 App. D. C. 
345) and Ex parte Brinkmann, 112 Mss. Des. 
128. 

The party Davidson thereafter copied claim 1 of 
the Boots et al. patent and the interference was 
declared. The party Boots et al. moved to dissolve 
the interference and Davidson moved to bring in 
certain claims which were stated to be drawn along 
the lines of claims of the patent. Boots et al. by 
motion to dissolve (R. p. 37) attacked the right of 
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Davidson to make the claim constituting thp count 
of the issue, which was claim 1 of the Boots et al. 
patent, and alleged certain other grounds ifor dis¬ 
solution, including ground 5, which alleged that 
neither in the later nor the earlier Davidsop appli¬ 
cation was there any disclosure of a device Adapted 
to operate as specified. The motion of Ddvidson 
to add counts was opposed on similar grounds. 

>The Examiner of Interferences granted tjhe mo¬ 
tion to dissolve the interference but denied the 
motion to amend the issue. Appeal was tajken by 
Davidson from the decision of the Examiner of 
Interferences but was withdrawn. Thereafter the 
claims of the Davidson application, othe): than 
claims 2, 3, and 4, were cancelled and the applica¬ 
tion was passed to issue. 

By the present proceeding, which was instituted 
after the dismissal in the Supreme Court of the 
District of Columbia of a motion made by tbje same 
parties in interest in an equity proceeding! -under 
Section 4915 R. S. to enjoin the issuance of the 
Davidson patent, petition was made to the Commis¬ 
sioner to vacate all proceedings taken in the David¬ 
son application subsequent to the dissolution! of the 
interference; to refund the final fee to the! owner 

i 

of the Davidson application; to withdraw, Vacate, 
and set aside the allowance of the said application; 
to refuse a patent on said application; and to in- 
struct the primary examiner to reject all claims in 
the Davidson application broad enough tp read 
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upon the disclosure of the Boots et al. patent and 
to adjudge that there was no common patentable 
subject-matter between the structures of the par¬ 
ties. That petition was denied by the Commis¬ 
sioner on June 25,1935 (R. pp. 60-63). 

The present petition asked that a writ of man¬ 
damus be issued compelling the Commissioner to 
enter a formal judgment in the interference be¬ 
tween the Boots et al. patent and the Davidson ap¬ 
plication, No. 66484, making the same holdings as 
were requested in the petition to the Commissioner, 
and specifically, adjudging that 4 4 Davidson is not 
entitled to claims 2, 3, and 4, set forth in clause 5 
of the petition herein.’’ 

It was also asked that a writ of prohibition be 
issued prohibiting the Commissioner from issuing 
a patent to Davidson containing said claims 2, 3, 
and 4. 

The brief on this appeal recognizes that the Com¬ 
missioner cannot now refuse to issue a patent to 
Davidson containing said claims since that patent 

i 

has been issued and the Assignment of Errors based 
on the denial of the issuance of a writ of prohibi¬ 
tion is not relied upon, reliance being placed only 
on so much of the Assignment of Errors as relates 
to the refusal to issue an order in the interference 
as prayed for. 

It is submitted that the order prayed for was 
to lay a basis for a refusal of the claims in the 
Davidson application. It is contended throughout 
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the brief that it is the duty of the Commissioner 
of Patents, upon the final determination in an 
interference, whether on motion or otherwise, to 
enter a formal judgment and it is now sojight to 
compel the Commissioner to enter such a judgment 
in Interference No. 66484, although that interfer¬ 
ence was terminated when Davidson withdrew his 
appeal from the dissolution of the interference, the 
appeal having been withdrawn on March 2$, 1935. 

In the ease of McCormick Machine Co. y. Ault - 
man, supra, the Supreme Court of the United 
States had before it the question whether thi claims 
of a patent were invalid because in the application 
for the reissue of the patent the patentee did not 
appeal from the rejection of certain claim^ which 
had been copied from the patent but abandoned 
his application for reissue, and took back his pat¬ 
ent. The Court held that when a patent [had is¬ 
sued it had passed beyond the jurisdiction and 
control of the Patent Office and could not [be can¬ 
celled by the Commissioner of Patents or any other 
officer of the Government. 

The Court also held that, while it was proper for 
the Commissioner, under the provisions of Section 
4916 of the Revised Statutes, to revise and [restrict 
the claims of the reissue application in the same 
manner as in the original application, the rejection 
of claims therein did not affect the validity of the 
claims of the original patent, and said: 

* * * rp 2 le f ac £ ^hat ru ] es 0 f th e pat- 

ent Office require that the original patent 
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should be placed in its custody for the pur¬ 
pose of surrendering it upon the issue of an 
amended patent gives that department no 
right to the possession of it upon the rejec¬ 
tion of the application for a reissue. If 
the patentee abandoned his application for 
a reissue, he is entitled to a return of his 
original patent precisely as it stood when 
such application was made, and the Patent 
Office has no greater authority to mutilate 
it by rejecting any of its claims than it has 
to cancel the entire patent. 

It is submitted that to enter the order here sought 
in this finally determined interference is to all in¬ 
tents and purposes to reject the claims of the 
Davidson patent. The Commissioner had deter¬ 
mined that it was proper to issue the patent to 
Davidson and issued it when Davidson complied 
with the law by paying the final fee. He certainly 
has no authority now to enter an order that the 
patent should not have been issued. 

• , • * . 

It is submitted that the entry of the order sought 
would be just as much a rejection of the claims of 
the Davidson patent as if such rejection were at¬ 
tempted to be placed of record in the file of the ap- 
plication upon which that patent issued. 

* . i 

Having no authority to cancel, or attempt to can¬ 
cel, the patent to Davidson, in whole or in part, the 
Commissioner, it is submitted, has no authority to 
enter an order in any record of the Patent Office, 
that the Davidson patent was improperly issued. 
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Since the Commissioner would have had no au¬ 
thority to make such an order after the issuance 
of the Davidson patent, certainly this Court will 
not order him to make such an order. 

However, if the Court is of the opinion that the 
question whether the Commissioner should;be com¬ 
pelled to issue this order should be considered, 
then it is submitted that the refusal by the Com¬ 
missioner to make the requested order is not an 
action controllable by mandamus, since it was made 
under the discretionary authority granted to the 
Commissioner by statute, and that the actibn in re¬ 
fusing to enter that order was neither arbitrary 
nor capricious. 

That the Commissioner, in allowing applications 
for patent, in determining whether an interference 

i 

between pending applications, or an application 
and a patent shall be instituted, and in determin¬ 
ing upon the proceedings in interferences! acts in 
a quasi-judicial capacity and that his discretionary 
actions made within the authority conferred upon 
him by law cannot be controlled by mandamus or 
injunction, is settled by a long line: of decisions. 

In Buttenvorth v. Hoe, 112 U. S. 50, tpe Court, 
with reference to the Commissioner’s discretionary 
authority, said: •• ‘ .! 

* * * That it was intended fhat the 
Commissioner of Patents, in issuing or with¬ 
holding patents, in reissues, interferences, 
and extensions, should exercise quasi-judi- 



10 


cial functions is apparent from the nature of 
the examinations and decisions he is re¬ 
quired to make and the modes provided by 
law, according to which, exclusively, they 
may be reviewed. 

and further said: 

1 It is suggested that the writ was errone¬ 
ously awarded by the court below, on the 
ground that the decision of the Commis¬ 
sioner of Patents in favor of issuing the 
patent to the relators was erroneous in law 
upon its face. But that question does not 
arise upon this record. We have adjudged 
that it belongs exclusively to the Commis¬ 
sioner to decide the question for himself, 
whether a patent ought to issue. 

Other decisions passing upon the discretionary 
authority of the Commissioner and noting that the 
well-settled rule that mandamus will not lie to con¬ 
trol the discretionary actions of an executive officer 
applies to the Commissioner of Patents, will be 
found in the cases of U. S. ex rel. Bernardin v. 
Buell, 172 U. S. 576, 1899 C. D 287; Moore v U. S. 
ex rel. Boyer, 32 App. D. C. 243, 138 O. G. 530; 
Moore v. U. S. ex rel. Lindmark, 33 App. D. C. 597, 
149 O. G. 310; Moore v. U. S. ex rel. Colburn Ma¬ 
chine Glass Co., 40 App. D. C. 201, 191 O. G. 293; 
Aufiero v. Ewing, 44 App. D. C. 328,223 O. G. 1717; 
and Snelling v. Whitehead, Commissioner of Pat¬ 
ents, 50 App. D. C. 196, 285, O. G. 393. 
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In the latter of these decisions this Court said: 

i 

* * * It therefore follows that to grant 

the injunctive relief here sought; would 
amount to controlling the actions! of an 
executive officer in matters committed by 
law to his discretion. It is settled by an un¬ 
broken line of decision that neither! injunc¬ 
tion nor mandamus will lie for this purpose. 

There is nothing in the statutes, rules, or deci¬ 
sions which requires the Commissioner of Patents 
to enter a formal judgment in an interference after 
decision on a motion to dissolve the interference. 
The institution of an interference is provided for 
in Section 4904 R. S. (35 U. S. C. A. 52) but there 
are no statutes which specify what proceedings 

shall be followed in an interference and pie pro- 

. 

cedure to be followed is one determined! by the 
rules of the Patent Office. ! 

This matter was fully considered by this Court 
in the decision of Allen v. TJ . S. ex rel . Lowry and 
Planters Compress Co 26 App. D. C. 8,1905 C. D. 
643. In that decision the whole matter is Reviewed 

and it is pointed out definitely that the procedure 

! 

in interferences is determined by the rules of the 
Patent Office. There is no rule which requires the 
entry of any judgment in an interference following 
a decision on a motion to dissolve much less such 

* i 

a one which was demanded should be mad$ in this 
case. 
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How can it be said that it is the ministerial duty 
of the Commissioner to do that 'which neither sta¬ 
tute nor rule required to be done ? 

When the interference was terminated it was 
necessary to determine whether there were claims 
properly allowable in the Davidson application. 
To determine this required a consideration both of 
the prior proceedings in the Davidson application 
and the interference and to determine what was the 
effect of the decision in the interference. 

It is submitted that the determination of the 
question whether Davidson was precluded from ob¬ 
taining a patent including the claims above referred 
to was ruling upon a question which was clearly 
one falling within the discretionary authority of 
the Commissioner as committed to him by statute. 
This proceeding is not an appeal from the decision 
of the Commissioner on which it is to be decided 
whether that ruling was proper, but a proceeding 
in which it is asked this Court to rule that the 
Commissioner had no authority to refuse to enter 
the order specified in the petition for mandamus. 

As was said by the Supreme Court of the United 
States in Riverside Oil Company v. Hitchcock, 190 
U. S. 316, the question is not whether the Commis¬ 
sioner decided right or wrong, but, having juris¬ 
diction to decide at all, it was his duty to decide as 
he thought the law was. 

It was urged that under the decision of this 
Court in TJ. S. ex rel. Newcomb Motor Company v. 
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Moore, 30 App. D. C. 464, it was the duty;of the 
Commissioner to have refused a patent to David¬ 
son and that even now it is his duty to en^er the 
order sought. The Commissioner of Patents, in 
his decision denying the petition for the entry of 
the order, pointed out the very real distinction be¬ 
tween the present case and the Newcomb Motor 
case, supra. 

In the present case there was no question! of pri¬ 
ority to be determined after the preliminary state¬ 
ments of the parties were opened since, as appears 
from the record, Boots et al. alleged no date of 
invention as early as the filing date of the original 

i 

Davidson application, it being held all through the 
proceedings that Davidson was entitled to tjhe ben- • 
efit of the filing date of his earlier application as 
the date of disclosure of the invention of the later 

i 

one. Boots et al. made no attempt to attack the 
right of Davidson to that earlier date. ThUt could 
have been done by a proper motion in apswer to 
the order to show cause why judgment of priority 
should not be awarded against Boots et ah issued 
in the interference. 

The Newcomb Motor case, supra, was based on 
the ground that it having been held by the examiner 
that one of the parties to an interference cbuld not 
make the claims and an appeal from that (lecision 
having been withdrawn, the Commissioner could 
not then order proceedings to be taken whi(jh neces¬ 
sitated a readjudication of that question and a re- 
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opening of the interference. No such case was pre¬ 
sented here. The claims stood allowed in the Dav¬ 
idson application by the Board of Appeals. The 
record shows that Davidson was the first inventor 
and the question of the patentability of these claims 
was not involved in the interference. 

Whether or not the decision in the interference 
was such as to preclude the issuance of a patent to 
Davidson was a question of law to be determined 
as a result of the interference. In other words, its 
determination necessitated the exercise of the dis¬ 
cretionary authority of the Commissioner and the 
exercise of his judgment as applied to the facts of 
the case. The Examiner of Interferences in his 
decision did say that the device shown by Davidson 
in Fig. 1 is an aggregation but that question was 
not before him for decision. The questions raised 
were whether the interference was properly de¬ 
clared and whether the issue should be amended in 
accordance with Davidson’s motion. A decision on 
those questions was not necessarily conclusive to 
the right of Davidson to claims which stood allowed 
in his application at the time the interference was 
declared subject only to his establishment of pri¬ 
ority of invention. 

It is submitted that the ruling in the Newcomb 
Motor ease, supra, did not preclude the determin¬ 
ation by the Commissioner of the question whether 
Davidson was entitled to a patent and certainly 
that decision is not authority for a ruling that it 
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was the duty of the Commissioner to entef in the 
interference a judgment as specified in the peti¬ 
tion for mandamus. 

i __ 

In Riverside Oil Company v. Hitchcock, 1 190 U. 
S. 316, the Court, with reference to the petition for 
mandamus there filed, said: 

* * * If this writ were granted, we 
would require the Secretary of the Interior 
to repudiate and disaffirm a decision which 
he regarded it his duty to make in tljie exer¬ 
cise of that judgment which is repiosed in 
him by law, and we should require him to 
come to a determination upon the issues in¬ 
volved directly opposite to that which he had 
reached, and which the law conferred upon 
him the jurisdiction to make. 

It is submitted that that statement is clearly ap¬ 
plicable to the case here and that to grant ijhe writ 

i 

would compel the Commissioner to come to a de¬ 
termination upon the question in issue exactly op¬ 
posite to that which he himself had reached, and 
which it is submitted the law conferred upon him 
the jurisdiction to make. j 

In conclusion, it is submitted (1) that th4 appeal 
should be dismissed, and (2) if considered on its 
merits, that the decision of the Court beloW should 

i 

be affirmed. 

i 

R. F. Whitehead, j 
Solicitor for the Patent Offic^, 

Attorney for Appellee . 

January 17,1936. 
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